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Intellectual Property Rights Seminar and Course
April 18-22, 1999, Cairo, Egypt

Executive Summary

The government of Egypt is currently working to adjust its IPR policies and laws to meet the
minimum requirements of the GATT/WTQ treaty and to cremote overall economic growth and
investments, and the development of the private sector. The GATT/WTQ/TRIPs agreement sets
minimum standards that each member country must meet in its inteliectual propernty rights (IPR)
laws. Egypt has signed the GATT agreement and is a member of the World Trade Organization
(WTQ). In this context. the Ministry of Agriculture and Land Reclamation, the Ministry of Trade
and Supply. the Agricultural Policy Reform Program/DALI the SIPRE project (Strengthening
Intellectual Property Rights in Egypt) and the USAID/Cairo organized a one-dayv seminar and a
four-day course on IPR. The seminar and the course were held at the International Egvpiian
Agniculture Center in Cairo from Apnl 18-22, 1999.

The purpose of the seminar was to create greater awareness and to educate senior policy makers
and administrators from public and private sectors on various issues of IPR. The four-day course
targeted the policy personnel. administrators and scientists who will be actually involved in the
implementation of the IPR laws and policies in Egypt. The course provided hands-on experience
on various aspects of IPR and technology transfer. Over 100 participants attended the seminar
and over 75 participants attended the course.

The seminar and the course covered the various areas of IPR and technology transfer as thev
relate to agricuiture including Plant Variety Protections (PVP), Patents, Plant Breeders’ Rights.
Copy Rights, Trademarks, Trade Secrets, Licensing -.:d License Agreements. Intellectual
Property Management. Impact of IPR on Trade, and Capacity Buiiding in IPR. Dr. Frederic
Erbisch and Dr. Karim Maredia from Michigan State University. Prof. John Barton from Stanford
Law School, and Dr. Marsha Stanton from U.S. Department of Agriculture served as resource
persons for the seminar and the course. Mr. Atef El-Azab. former Vice President of the Council
of State in Egypt, Ms. Jaleen Maroney and Atty. Judy Goans from SIPRE project, Dr. Max
Goldensohn from APRP/DAI, Dr. Catherine Ives from Michigan State University. and Dr. Magdy
Madkour from the Agricultural Genetic Engineering Institute (AGERI). Egypt served as
additional resources for the seminar and course.

Both the seminar and the course identified the major IPR issues/problems, and presented potentiai
solutions. The seminar and course served as an excellent forum for the personnel from the
Ministry of Agriculture to interact and exchange information with the personne! from Ministry of
Trade and Supply, the TRIPs’ IPR contact point in Egypt, private sector and patent office in
Egypt. Participants received background and course materials including a copy of
overheads/slides of all the presentations. A copy of the IPR handbook titled “Intellectual Property
Rights in Agricultural Biotechnology™ (Editors: Erbisch and Maredia) will be given to all the
participants within 3-weeks. Overall the various presemtations and the meaningful discussions
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created a greater awareness and provided a good foundation for the participants on the complex
issues of IPR and technology transfer as they relate 1o agriculture. An evaluation of the course
was done at the end of the course program. All the panicipants who attended the 4-day course
received a certificate of completion.

During the course and seminar, the U.S. IPR team members had an opportunity to visit Egypt’s
TRIPs Contact Point Office and meet with Chairman Dr. Fakhr Ei-Din Abou El Ezz and
Executive Secretary Gen. Youssuf Murad. Michigan State Uintversity has extended an imvitatien
to Gen. Murad to visit MSU’s IPR office for 1-2 days during the month of May 1999. The U.S.
IPR team also visited the Agricultural Genetic Engineering Research Institute (AGERI) in Giza 1o
discuss the TP management and biotechnology transfer issues with Dr. Magdy Madkour. In
addition, the U.S. team met with Prof. Ibrahim Siddik Aly. Vice President of the Menoufia
University and the discussed the potential areas of future collaboration between Michigan State
University and Menoufia University in IPR. Dr. Frederic Erbisch also meet with Dr. Moh §.
Radwan, Professor of Agronomy from the University of Cairo and discussed about the
transferring new seed varieties from the university to private companies.
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Recommendations

Based on the interactions and discussions held during the semjnar and the course. the following He
- general and specific recommendations are proposed to further strengthen the intellectual properry S
@ ([P) management capacity in Egypt. o

General Recommendations:

i
1. It is recommended that continued education in various issues of Intellectual Property Righis
- (PR)be provided to policy makers, scientists, administrators, industry personnel, patent office "
and new plant variety protection (PVP) office personnel, and exporters. L
i
& 2. Develop a system for management and licensing of public sector inventions. e.g. establishment o

of technology transfer offices at different public institutions throughout Egypt.

- 3. Create/develop mechanisms and programs for improved communication between policy
makers. legisiators, patent office, patent variety protection oflice. scientific community. privaie

sector and consumers in Egypt.

4. Develop a system to advice industry personnel and exporters on various issues of IPR 1n
particular context to technology transfer and export marketing including how 1o use the new
- Imellectual Property system, how to mange the technology, how to effectively negotiate
technology transfer and how to protect their export markets.

= 5. The proposed plant variety protection office when it comes 10 existence should prepare
guidelines. hire new staff and provide continuing education to the office staff.

6. The patent office in Egypt should explore way to strengthen its biotechnology patent
capabilities. This may include hiring new staff with background in legal and biotechnology issues.

i prepare guidelines and educate patent examiners on biotechnology issues.

7. It is recommended that there be a good coordination between the patent office and proposed _
- plant variety protection office 10 ensure that there processes are complementary and thai they :
determine whether the plant varieties will be protected by PVP law or be allowed dual protection
under both the PVP and patent systerns.
Specific Recommendations:
i 1. The IPR Contact Poim Office in Egypt should organize quarterly meetings of representative

stakeholders involved in IPR in Egypt to share information, current news and information. and to
; solve IPR related problems. The stakeholders may include the Ministry of Agriculture, Ministry of
it Trade and Supply, Ministry of Health, Seed Trade Associations, Horticultural Import and Export

Association, University Counsel, etc.

da

e m———— R e amte ke e 4 T



2. The Mimstry of Agriculture should organize a short course or field day outlining a state of ant
of Biotechnology to train the patent examiners. This could be done at the Agricultural Genetic
Engineening Research Institute (AGERI} who would bning in experts from Plant Breeding.
Molecular biology, Microbiology, Genomics, Pharmaceuticals, and other biotechnology related

areas.

3. The Patent Office in Egypt should organize a series of seminar for various Minstries on the
basic working of the paient office including ine ~ai vit.s they <an provide.

4. When the proposed new Plant Variety Protection (PVP) office is established. the staff members
of the office should receive detailed training in day-to-day operations and administration of the
office. When the new PVP office is established, it shouid conduct a series of semunars targeted to
potential clients on the application and examination procedures of the office.

3. The government of Egypt should develop a white paper on the current policies. practices and
possibilities in transferring technologies from the public and private sector including issues such as
the ownership of IPs, establishment of technology transfer system in various Ministries and
Universities (such as the technology transfer office at AGERI).

6. Provide technical assistance to various universities in Egypt to develop and establish
technology transfer offices using appropriate service providers within and outside Egypt.

7. The Patent Office, new PVP Office, and the Ministry of Agriculture should organize a joint
workshop that would discuss IPR topics of importance in relation to technology transfer and trade
including issues such as new technologies being developed, PVP law and how vou apply for the
plant variety protection. how you file for the patent, licensing strategies and negotiations.

8. The SIPRE Project should try and set-up an educational training program for the
trainers/teachers so that they can start their own courses and seminars in Egypt. Before an in-
country organization can take a lead in training, they should receive training in course
development, course management, active learming, etc.
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Intellectual Property Rights Seminar and Course
April 18 - 22, 1999, Cairo, Egypt

A. Background and Planning

Through 1ts international training activities, Michigan State University (MSU]j has come to
realization that there is a cnitical need for trairing and capacity tuilding ie Intellectual Propery
Rights (IPR). The office of Inteliectual Property (OIP} and the Institute of Intemational
Agriculture (IIA) at MSU has been actively assisting global agricultural community in building
their capacity in intellectual property (IP) management. As a part of MSUs training activities,
OIP and 1A organize an annual short course in IPR and technology transfer.

In July/ August 1998, the Agricultural Policy Reform Program (APRP/DAI) of the Ministrv of
Agriculture and Land Reclamation through funding from the USAID-Cairo sponsored 9
participants from Egypt to attend the IPR short course at MSU. The participants apparently
recognized the value of the course and its content, and recommended that MSU - IPR course
team conduct a similar shori-term training program in Egypt. Based on the recommendation and
request from participants the APRP/DAI invited MSU - IPR team to come to Egypt and organize
a one-day seminar on IPR for senior officials and administrators, and a four-day course for
government officials who will be involved in the implementation of IPR laws in Egvpt.

Dr. Karim Maredia visited Egvpt in early February 1999 and met with Dr. Max Goldensohn. Chief
of Party of the APRP/DAI 1o discuss about the planning of the seminar and course. Based on
meetings with the management team of the APRP project, SIPRE project and the government
officials. the dates were set and it was decided that MSU-IPR team wiil travel to Egvpt from Apnl
18-22, 1999 and deliver the program. The APRP project provided some background materials on

the current status of [PR in Egypt.

"Dr. Frederic Erbisch and Dr. Karim Maredia developed a drafi outline of the program and shared

it with Dr. Goldensohn for his initial review and comments. Once the imitial outline was approved.
a four-member IPR 1eam was proposed to APRP/DAI to conduct the program and was approved
by the government of Egypt and USAID/Cairo. The resource team included: Dr. Frederic Erbisch.
Director of the MSU office of Intellectual Property; Dr. Karim Maredia, Associate Professor of
MSU's Institute of Intemnational Agnculture; Prof. John Barton, Professor of International Law at
the Stanford University; and Dr. Marsha Stanton, National Program Leader, Plani Breeding and
Genetics at CSREES in the United States Department of Agriculture (USDA).

The IPR-team then developed a detailed program for the Seminar and Course {see the
attachments). Additional expertise was drawn from Egypt to make the program comprehensive.
An outline/overheads for each of the topics to be presented was developed by each team member
and sent to APRP/DAI office in Cairo for Arabic translation. The DAI office in USA made all the
necessary travel and other arrangements for the team members to travel to Egypt. The DAl office
also ordered 80 copies of the textbook titled * Intellectual Property Rights in Agricultural
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Biotechnology™ to be given to the course participant. The book is edited by Drs. Erbisch and
Maredia, and serves as a hand-book on various issues related 1o TPR and Technology Transter

B. Intellectual Property Rights (IPR) Seminar, April 18, 1999

The Intellectual Property Rights (IPR) Seminar was held at the International Egyptian Agriculiure
Center on April 8, 1999. The purpose of the Seminar was to create awareness and provide
education to senior government officials. and industry personnei on various issues of IPR. Over
100 senior officials and administrators from Public and Private institutions in Egypt attended the
Seminar (see the attached attendee list). Dr. Frederic Erbisch, Prof. John Barton, Dr. Marsha
Stanton, Dr. Karim Maredia, Mr. Atef El-Azab, Ms. Jaleen Moroney, Mr. Moustafa E] Shafie.
and Dr. Max Goldensohn served as résource persons.

On behalf of H.E. Dr. Youssef Wali, Deputy Prime Minister and Minister of Agriculture and Land
Reclamation, and His Excellency Dr. Ahmed Goweilli, Minister of Trade and Supply, Dr. Magdy
Madkor Director of AEGRI, opened the Seminar. The seminar began with brief opening remarks
and introductions by Dr. Max Goldensohn, Chief of Party, APRP Project.

Dr. Frederic Erbisch provided on overview of intellectual properties, their protection and utility.
Dr. Marsha Stanton discussed the U.S. experience in Plant Variety Protection (PVP) including the
U.S. PVP law and the UPOV (International Union for the Protection of New Vaneties of Plants)
convention. Prof. John Barton covered various aspects of International Patent Law. including the
impact of patent law on trade and technology transfer. Dr. Kanim Maredia highlighted the
challenges involved in intellectual property management. Mr. Atef Ei-Azab, former Vice President
of the Council of State gave an overview on current status of IP protection in Egypt. Ms. Jallen
Moroney, Deputy Chief of Party, SIPRE Project highlighted the IPR capacity building activities
undertaken by the SIPRE project in Egypt. Mr. Moustafa El-Shafie from the SIPRE project
presented an overview on the impact of various IPR treaties and conventions. Dr. Max
Goldensohn closed the program with concluding remarks strongly re-emphasizing the importance
of IPR in Agriculture in terms of technology transfer and for the future of agniculture in Egypt.

The Seminar speakers identified the major IPR issues/problems and presented potential solutions.
Not only did the presenters formally gave these presentations but also there was considerable
networking during the break time and after the seminar to discuss certain items in greater details

Some of the items discussed were:
1. Further differentiation between types of patents, and patents and plant vanety protection.

2. Biotechnology patents, and ways of building IP protection bevond the original patent so that
when the original patent expire, one can have continued patent protection.

5. IPR issues involved in the exchange of germplasm, especially the role of the material transfer
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agreement in germplasm exchange.
4. Impact of biotechnology on technology transfer.
5. Other specific issues in relation to plant variety protection and patents.

The seminar provided a forum for senior agricultural administrators to interact with the TRIPs’
PR Coniact Point Office persiunel. A copy of the Hand-book titled ~ Intellectual Property Rights
in Agricultural Biotechnology * edited by Erbisch and Maredia was provided to the General
Secretary of the IPR Contact Point, and to the SIPRE project. Overall the various presentations
and the meaningful discussions during and after the seminar helped in creating greater awareness
and provided good foundation to the participants on the compiex issues of IPR and technology

transfer.

C. Intellectual Property Rights (IPR) Course, April 19-22, 1999

The Intellectual Property Rights (IPR) course was held at the Intemational Egyptian Agncuiture
Center from April 19-22, 1999. The purpose of the course was to provide hands-on training and
education to government officials, industry personnel and academic personnel on various aspecis
of IPR and technology transfer. Over 60 officials from public and private sector institutions in
Egypt attended the course (see the attached attendee list).

Dr. Fredenic Erbisch, Prof. John Barton. Dr. Marsha Stanton, Dr. Karim Maredia, Dr. Cathenne

"Ives. Dr. Magdy Madkour, Atty. Judy Winegar Goans served as resource persons for the course.

On behalf of Dr. Saad Nassar, Director, Agriculture Research Center, MALR - Egypt. and Dr.
Fakhr El-Din Abou El'Ezz, Chairman, General Authority for Monitoring Exports and Imports.
Prof. Ibrahim Siddik Aly, Vice President of Menoufia University opened the course.

Presentations given on Monday, April 19

1. Introduction to IPR (Dr. Frederic Erbisch):

The introduction provided an overview of intellectual properties, their protection and utility. Both
copvright and trademark protections were covered in considerable depth. The application of
copvright and trademark protection in agriculture was illustrated. This lecture provided an in-
depth base for the other speakers to launch their presentations on patenting, plant vanety

protection and intellectual property management.

2. Importance of IPR in global context (Prof. John Barton):

This presentation described several of the new kinds of patents being issued in plant
biotechnology. It then reviewed the patent litigation and the consolidations taking place within the
developed world. It finally suggested some of the implications of these trends for developing




world agniculture and developing world IP and human resources needs.

& 3, Plant Variety Protection (Dr. Marsha Stanton):
This presentation provided an overview of the plant breeder’s rights (PBR) system in the U.S. and
y related it to the PVP/PBR svstems used by other countries. Dr. Stanton described the structure of
: the U.S. plant variety protection office and how they implemented the PVP law - including how
the office examuned applications, and how the U.S. procedures contrasts with that of other

o  countries.
4. Patents (Prof. John Barton): o
i  Lhis presentation examined the working of the patent system. It then described the patent S

application process and the relative roles of specifications and claims. The lecture concluded with o
-discussion of infringement and litigation, of patent economics, and of the special issues that R

s  Dbiotechnology poses for the patent law.

L Presentations given onTuesday, April 20, 1999

N 1. Special Forms of IP Protection (Prof. John Barton): :
- This presentation explored the role and details of trade secrecy protection in both its e
misappropriation and contractual roles. It discussed several specific examples and then turned to g
material transfer agreements (MTAs). Here, it reviewed both the different roles such agreements

- play and the various terms included in such an agreement.
i 2. Plant Breeders’ Rights / UPOV (Dr. Marsha Stanton):
This presentation described the International Unjon for the Protection of new Varieties of Plants
(UPOV) - which provides minimum standards for plant breeders’ rights. The lecture outlined the
" main provisions of UPOV and described changes in the 1991 amendments - in relation to

WTO/TRIPs agreement.

= 3. Types of Agreements (Dr. Frederic Erbisch)
Six different IP agreements were reviewed, with the participants receiving copies of each
agreement. The important points of each agreement were discussed along with examples and
al experiences of their use. The types of agreements were:
a) Research Agreement
b) Confidential Disclosure Agreement (CDA)
al ¢) Matenal Transfer Agreement (MTA)
d) Inter-Institutional agreement
e) License Agreement, and
= f) Option to License Agreement.

4. Impact of IPR on Trade {Prof. John Barton):
- This presentation began by emphasizing the territoriality of patents. It then described the various

international agreements that govern patents. This provided basis for the IP onented barriers to
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trade. and an effort to estimate the future role of these barriers and their implications for
developing countries.

Presentations given on Wednesday, April 21, 1999

1. Licensing (Dr. Frederic Erbisch):

This lecture concentrated on the terms and applicaiions 5f the license agreement. Eack anendee
was provided a copy of the Michigan State Untversity technology license agreement. Each major
section of the agreement was discussed with numerous considerations given for these sections.

2. License Negotiations Exercise (Dr. Frederic Erbisch):

The participants were divided into 6 groups. One half of each group was designated as for-profit
company representatives, the other haif represented a not-for profit institution. A License
negotiation situation was established and both sides were provided a draft license agreement for
negotiation. The participants spent approximately one-hour negotiating and then a spokesperson
from each group presented the results of their negotiation.

3. Technology Transfer: Biosafety, Regulators Approvals and Integration of IPR and
Biosafety (Dr. Karim Maredia):

This presentation defined the Biosafety and regulatory considerations as they relate to technology

transfer with special emphasis to genetically modified organisms (GMOs). Biosafety systems in
the U.S. and Egypt as well as three binding imernational biosafety agreements were reviewed.

Finally, the ways to integrate Biosafety and intellectual Property Rights issues in various licensing

agreements were discussed.

4. Special Discussions on PVP, patents and Licensing (Dr. Frederic Erbisch, Prof. John

Barton and Dr. Marsha Stanton):
There was an open discussion on two topics. The first topic included the commercialization of

Intellectual Properties. The second topic concerned with the plant vanety protection.

Presentations given on Thursday, April 22, 1999

1. Egvpt Case Study: AGERVGESU (Dr. Magdy Madkour)

Dr. Magdy Madkour gave an overview of the research and commercialization activities
undertaken by the Agricultural Genetic Engineering Research Institute (AGERI) in Egypt. The
business/commercialization services offered by AGERI’s Genetic Engineering Services Unit

(GESU) were also discussed. A copy of Egypt’s National Biosafety Guidelines were provided to

all the participants.

2. Implications of IPR in Egypt (Atty. Judy Winegar Goans)
This presentation discussed the implications of IPR laws on the economic development in Egypt
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with special emphasis on effects of improved protection in various fields for proprietors. users and

consumers.

3. Capacity Building in IP Management (Dr. Karim Maredia)

This presentation first highlighted important management challenges in [PR. An integrated
approach to IPR capacity building was presented including: a) IPR policy and institutional
development; 2} Awareness creation; 3) Human resource development: and 4) Information access

and Networking.

The presentations given during the course were designed to be interactive and discussion oriented.
There were ample of opportunities to ask questions. Participants received background and course
materials including a copy of overheads/slides of all the presentations. A copy of the IPR

- Handbook titled “Intellectual Property Rights in Agricuitural Biotechnology™ (Editors: Erbisch

and Maredia) will be given to all the participants within 3-weeks. The diversity of participation
from the Ministry of Agriculture and L.and Reclamation, the Ministry of Trade and Supply. Patent
office, private sector and academic institutions provided an excellent forum for networking and

information exchange.

An evaluation of the course was done on the last day of the course using the evaluation form
developed by the APRP/DAI (summary attached). A certificate of completion was given all the

participants who attended the 4-day course.

D. Additional Meetings/Visits Made Outside the Seminar and Course

1. On April 21, the U.S. IPR team along with Dr. Max Goldensohn visited the TRIPs {PR
Contact Point Office in the Ministry of Trade and Supply. The group met with Dr. Fakhr
El Din Abou El Ezz, Chairman of the Contact Point. The importance of IPR capacity
building and linkages were emphasized in this meeting. The MSU-IPR team has agreed to
host Mr. Youssuf Murad at Michigan State University for 1-2 days dunng his wisit to the

U.S. in May 1999.

The second meeting (April 22) involved Dr. Moh S. Radwan, Professor of Agronomy
from the University of Cairo. Dr. Radwan asked for assistance in transferring new seed
varieties from the university to private companies. Dr. Frederic Erbisch has promised to
provide information regarding MSU’s program, relevant agreements and contact points in
the U.S. Dr. Erbisch will continue to provide assistance until Dr. Radwan has a program
in place for his university and other universities in Egypt which have crop plant breeding

programs.

| 28]

The third meeting (April 22) involved Prof. Ibrahim Siddik Aly, Vice President of
Menoufia University, and Dr. Hossam A. El-Saghir, Associate Professor of Law at
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Menoufia University. Several matters were discussed regarding IPR capacity building at
the university. One matter was an IPR conference the Umversity was sponsonng early
next vear and Prof. Tbrahim indicated he would talk with MSU-IPR team some time in the
near future about possible speakers for the conference. The University’s law school i1s
planning on teaching a 2 credit hour one semester long IPR course and asked for
assistance in developing a course outline, with reference materials for the course including
books and articles. MSU-IPR team will try and provide course outlines from other
American universities, and begiy, 10 scarch for reference materials. Also. the Menoufia
University has requested assistance in setting-up of a Technology Transfer Office at the
University. Other IPR items discussed included IP societies and professional organizations
such as Licensing Executive Society (LES) and the Association of University Technology

Manager (AUTM).
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Intellectual Property Rights Seminar
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| Egvptian T.V. (News)

-
J

B2k
[EY AR 2]

~}{ N

: Helmy El-Rabie

Kamal Aly ! Foreign Agricultura) Relations
P24 Ismail Ahmed i Foreign Agricultural Relations
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34 | Wageeh Kadry | Ministry of Agricultural
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3 ' Lawrence Kent : APRP /RDI
39 : Glenn Rogers } USAID
10 Azmv El-Berrv " AEnRI
41 | Wageeh Radry i MALR
142 | Mahmoud Mansour i Ag. Eonc. Res. Institute
43 i Soad Ibrahim { Foring Agr. i
44 ! Hanaiva El-Itribv. : Agri. Gen. Engineering Res. Institute L
45 i Fred Erbisch i Michigan State University S
16| Karim Maredia  Michigan State L ni*~rsiy .
47 | Amani El-Fekky i APRP/RDI o
‘48 ! Fatma Khanab | APRP / RDI N
1 19 i Mohamed Gomaa  APRP ./ RDI P
150 | Reda Ismail i AERI
51 | Edgar Ariza Nino i APRP / RD!I £l
52 i AtefEl-Azab | Counselor ke 5
33 | Eng. Hussien Abdel Salam i Manager FAO Dept. B
34 | Abdel Aziz El-Sharkawy i General Manager Conton Afirc (MOTS) f;’f:‘f;%
{ 33 | Hossan Lotfy | Lawver g
136 1| A. El-Hissewy ‘ Rice Head of Research ARC . ﬁ\
i 57 | Mohamed Mahfouz : Manager of imemational - Foreign 54
} | Relations Studies A
: 38 | Hussein Tosson i MALR T
39 | Tarek Abou Ragheb i Owner of a Trade Mark office
: 60 | Hanaa Mahmoud Euess | Public Relations
! 61 | Emad E}-Din Omar i Economic Studies Dept.
1 62 | Mohamed Hassan Mostafa { Land & Water Research Insuute
i 63 Famihan Shaker i USAID
' 64 | Ezz E1-Din Hamdy | GOEIC
1 65 | Amr Kerchah : Hoda Abdel Hadi
1 66 | Sohier Helmy ; Foreign Relations Dept.
' 67 i Hanan Fahim i Patent Atomey
| 68 Al Abed Moher !
! 69 Zarifa Romany
P 7 Fawzy Ahmed ! Co-operation :
b7 { Fawzv Ahmed Attia Specialist — Agr. Marketing
: 72 | George Kondos APRP
i 73 | Mostafa El-Shafie | SIPRE
174 ! Amal Mohamed Amin { SIPRE ,
75 ! Behiga Shoukry | Director General of Trade Mark Office
i 76 | Ragaii El-Dekki Hoda Abde} Hadi Paniners
' 77 | Sohier Abdel Radi El-Bors
[ 78 | Motee Gad Allah | Trade Marks
79 | Hanan Thabet Hanna Trade Marks
80 Ebtesam Hassan : Trade Marks
81 Hekmat Abdel Lauf | Trade Marks
182 Al Allam - Sugar Crops Res. Inst.
! 83 | Amira Abou Hamed " Director. Food Security
84 A. El-Serafv Director Sakha Station
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! Bureau Joseph

. 85 ! Rania El-Masrv

186 A Salah Yousef Bureau Abdel Hadi

L 87 Samir Saved Farag Horticulrure Inst.

l 88  Wagdv Amer Mohamed i

L 90 Samyv Anallah :

191 | Mamdouh Youssef j

192 Mahmoud El-Shafie Training Expent

. 93 . Abdel Whab Ashry Professor of Agric. Economic
i 94 ® Naglaa Saad Ei-Din Specialiss Seniar Agre.
93 Zeinab Amin Mohamed ARC

196 i Soheir Mostafa Mohamed MALR

197 | Mohsen Hussein

1 98 ° Gamila Ahmed El-Sayed i Trade Marks

1 99 Awatif Ahmed ' Trade Marks

: 100 : Abdel Fantah Faved i Journalist (El-Raaee)

i 101 . Youssef Sharobeen i Researcher

i 102 : Ahmed Osama i Researcher

: 105 | Gamal Kamal e { Researcher

: 104 Mohamed Abdel Halim | Lawver

i 105 - Yevonne Abdel Shahed i Agric. Engineer
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Inlellectual Property Rights (IPR} Course

List of Participants
April 19-22. 1999

Cairo. Egypt

No. Name Position | Address Tel./fax
i Dr. Emad Anis Researcher Agricultural 3728751
Metry Research Center -
Agricultural Genetic
Engineering
Research Institute
(AEGRI)
2 Dr. Mohamed Researcher Agricultural 5727831
Ibrahim Salama Research Center -
Genetic Engineering
Research Institute
3 Dr. Gharib Abdel Head of Research e eres aeme 3727831
Raouf Ahmed
4 Dr. Hanaiya El Deputy Director of the | Agricultural
Itrby Genetic Engineenng Research Center -
Research Institute Genetic Engineering
Research Institute |
3 Shawki Amin Assistant Researcher | Agricultural i 018310277
Abdel Aziz El Said Economic Research
Institute !
6 Abdel Aziz Fathi Head of the Planning | General 1 317-6186
Department Organization for 1
Export Monitoring |
7 Mohamed Shawki | Head of Department- | General : 417-6186
Abdel Meguid Training Center Organization for f
Export Monitoring ;
8 Dr. Samir Ahmed | Supervisor- The Horticultural 1 372-0618
Farag Technical Office for Research Institute |
Horticultural Research
Institute !
9 Dr. Kadraia Fahmi | Research Director - Fieid Crops 370-7393
Hegazy Wheat Research Research Institute
Section
10 Dr. Wagih Kadn Professor in the Plant | Central 337-6863
+ Research Institute Administration for
i Lands and Water -

Ministrv of
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Agriculture

i Dr. Shawki Farid Professor - Maize Agricultural Crops } 373-1380
! Abu El Saad Program Research Institute |
12 Dr. Mohammed Ali | Professor - Maize Agricultural Crops | 373-1380
Abu El Fadl Program Research Insuwte
13 | Rania Khamis Abu | Agricultural Engineer | Agncultural i
Ibrahim Engineening !
Research Institute !
14 Dr. Ahmed Kassem | Researcher Agricultural i 377-3833 b
' Engineering ' A
Research Instiwte ¢ -
13 Dr. Salah El Khatib | Researcher Agricuitural i 370-3023 -
Engineering e
Research Institute | Y
16 Dr. Abdallah El Researcher Sugar Crops 373-3699 ;
Shafat Research Institute
17 Dr. Milad Azer Research Director Rice Program 372-6933
Maximos |
18 Ahmed Ghaleb General Manager of Expont Monitoring | 417-6186 z
Abde} Rahman the Training Center organization 2
19 | Hamed Ahmed Adminisuative & Export Monitoring | 417-6168 e
Hamed Financial Affairs organization " w
Director P
20 Amira Abu General Manger of the | Ministry of 337-7976
Hammer Food Security Agniculture
Department
21 Abel Basset Director of Financial | Export Monitoring |
Mohammed Ali Affairs Control |
22 Samir Shafik General Manager Import & Expornt +17-6188
Shaker Control
23 Yevonn Abdel The General Economic Affairs | 360-9243
Shaheed Rizk Administration for Sector i
Statistics
24 Viohamed Fakher | Technical Inspector Expor: Control
Abdel Fattah
25 Ghada Abdel Environmental Environmental 340-6777
Moneim Mostafa Researcher Affairs Apparatus !
26 Amal Mohammed | CEPRI 24 El Gomohniya 346-7269
Helal Street - Cairo
27 Mohamed Adel Import & Export 117-6182
Moussa Control
28 Dr. Reffat Abdel Department Head - Agricultural 370-7293
Hamid Wheat Research Research Center
section
29 Atef E1 Azeb Consultant 18 Ei Messeha St.- | 3-8-6192
' Dokki i
30 Ahmed Hussein Financial & | El Salam City - | 281-0153




-

Hereidi Administration Atlas
Inspector
31 Khaled Ibrahim El | Administrator Heliopolis 2+4-8266
Dessouki , .
32 Thanaa Manager ot the Foreign Trade Sector § 430-2612
| Mohammed Gohar | Information Center- | -
The Executive Office
: for Communication
_ | Point
33 i Mohamed Abdel | General Manager of 19 Mahed Nasser 203-7827

Aziz El Sharkawy

 the the Cotton

Institute - Corniche

(010} 143-79338

- Research Institute | E1 - Shubra
34 Dr. Bushra Naguib ~ Research Manager - | 18 El Reffai Square- | 5333-1132
Avad ~ The Egyptian Dokki
. Agricultural Seed
. Production Company
35 Dr. Nabil - Former General 4 Said Bahagt St. - 2430527
Mohamed Attia - Manager of the Export | Heliopolis
! Promotion Center ‘

36  Eng. Ahmed Manager of Planning  © Export Control 280-6936
- Lashin " Pre crams ' '
37 . Amr Mohammed  Third Training + Export Conuol - 574-7467

| Al-Hosseini - Program ﬁ
38 Alt Ania Al i Consultant/ . 200 A El Hegaz - 2484603
' Agricultural Eng. - Heliopolis
. Danton for Seed "
 Comp
39 Adel [brahim : Central . 8 Cairo university 572-4721
Midani | Administration for | St
| Seeds
40 | Gamal Eissa Ania | Central .. 8 Cairo university 572-4721
Administration for - St
- Seed Certification ;
41 . Dr. Nabil Former General i Export Promotion ' 2446334
‘ Mohammed Abel | Manger Center
' Hamid
42 © Ail Mohammed - Director of the Expornt Promouon 3493522548414
© Abel Hammed | International Center 2
: Cooperation B
45 Mustafa Hussein El | Patent Agent IPR project - Egypt | 393-7276
Shave :
44 Mohsen Hammed  Follow up Inspector | Export & Import 3742301
Abu Gharara ' Control
435 - Mohammed El . Inspector Export & Import 574-25301
Taher Hammed Control
46 Dr. Mohammed Researcher Genetic Research 373-4424
Rizk Enan
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47 Dr. Tavmour Nasr | Depury Director - Genetic Research § 368-0970
El Din Genetic Research Institute i
Institute l
48 Afaf Abdel Assistant researcher 1 Agriculrural 1 368-970
Moneim El Sayved Economic Research §
| Center !
19 Mostafa Ali Tawfik | HEEA 22 Syvna St.- i 338-3080
Mohandssen :
30 Eng. Galal Abdel | Patent Office 101 El Kasr El Aini | 370-1886
' Naeim Hassan | Techniza! Examiner
Darwish
51 Wael Ahmd Administrator Export Control
Soliman
52 Dr. Hamam Ahmed | Director of Research | Sugar Crops i 373-3699
Abdel Karim Research Institute
53 Dr. Eid Meguid Director of Research | Genetic Engineering | 2706621
Research Institute
54 Dr. Abdel Hafez Researcher Agnicultural
Abdel Mostafa Economic Research
Instiuie
35 Nadia Mamoud Lawyer Academic Scientific | 394-1274
Saeid Research
56 Ossama Sameh First Inspector Export Control
57 Mohamed Analyst Export Control
Mohamed Helal ;
38 Mohamed Fouad Analyst Expont Control ;
Hassan :
59 Wael Mohran Analvst Export Control ;'
60 Nasr Abde] Salam | Analyst Export Control
61 Mohamed Abdel Analyst Expornt Control
Khalek %
62 Mohamed Fathi Analyst Export Conurol ;
Sultan i
63 Dr. Hossam El Legal Advisor - 319-7334
Saghir |
6 Dr. Sami Sabry Wheat Breeder Field Crops :
| Research Insutute
65 Nour el Din Import & Export
MostafaAhmed Control
66 Mohamed Galal Export & Import
Abdel Rahim Control
67 Dr. Hossam El Dean of the Faculty Export & Import
Saghir of Law Control
68 Mohammed Galal ! Export & Import
Abdel Raheem | Conirol
69 Dr. Hisham N. Researcher AEGRI{( 372-7831
Moharram ‘: Agricultural Genetic




h Engineering Researc
5 h Institute
7o Sherif Ei- Kerdany | Program Manager Egyptian Seed 349-9178
: i Association 349-8994
35 Gammet El
i Dowal E! Arabia -
; : Mohandssen
71 Dr. Mohamed ;
Abdel Hafez Abdel
Moteleb
72 Shawki Amin
Abdel Aziz
73 Ghada Abdel
Moneim Mustafa
74 Dr. Mossad M.
Abdel Aleem
175 Ahmed Ahmed
Lashin
176 Youssef Murad :
Hassan :
177 Fathi Ali E
Moharnmed
78 Ahmed Ahmed s
Helal ‘
79 Dr. Ahmed Nassar Sugar Crops 373-3699
Research Institute
80 Dr. Hammam EI | Sugar Crops 373-3699
Rasheedi Research Institute
|
i 1 i
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Appendix C

Outlines of Presentations Given by
Dr. Frederic Erbisch

. Introduction to Intellectual Property

1
2. Licensing

3. License Negotiation Exercise
4

. Types of Agreements
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INTRODUCTION TO
INTELLECTUAL
PROPERTY RIGHTS

t Frederic H. Erbisch
Office of Intellectual Property
Michigan State University
East Lansing, Michigan 48824
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Introduction
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K Intellectual Properties
What are they”

Who can create intellectual properties?
Examples

o,



Protection of Intellectual Property

Can intellectual properties be protected?
Why protect intellectual properties?
‘Who grants intellectual property protection’?

ol



Types of Protection

Copyright

Trademark

Plant Variety

Patent

Trade Secret (contact law)
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Copyrightable Materials

Literary works including computer
software

Musical works

Dramatic works

Choreographic works

Pictorial and sculptural works

Sound recording

Architectural works

7



Trademarkable Materials

¥4

L2 ons BN oo s S B i

Titles

Names

Short phrases
Slogans
Logos
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Intellectual Property Rights

Rights associated with intellectual
properties

zf
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Use of Intellectual Properties

Public domain
License
Exchange
Barter
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INTRODUCTIONTO
INTELLECTUAL
PROPERTY RIGHTS Introduction

Frederic H. Erbisch Background of presenter
Office of Intetlectual Property Background of institution
Michigan State University
East Lansing. Michigan 48824

Intellectual Properties Protection of Intellectual Property
What are thev? Can intellectual properties be protected?
Who can create intellectual properties? Why protect intellectual properties?
Examples Who grants intellectual property protection?
Types of Protection Copyrightable Materials
Copyright Literarv works including computer
Trademark software
Plant Variety Musical works
Patent Dramatic works
Trade Secret (contact law) Choreographic works

Pictorial and sculptural works
Sound recording
Architectural works
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Trademarkable Materials

Titles

Names

Short phrases
Slogans
Logos

Use of Intellectual Properties

Public domain
License
Exchange
Barter

Intellectual Property Rights

Rights associated with intellectual
properties
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OFFICE OF INTELLECTUAL PROPERTY

M Oftiee of dutedled il Propiedy acknowledoges the support aind encouagement of the
Odhe g ol the Vice Preadent for Researeh ¢ nd Graduate Studles, the Offlce of the Vice
Presiehent for Uiversity Disvelopanent, and thg Michicgun State University Foundation,
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Handling Your
Invention

Office of Intellectual Property
A Division of the Qffice of

the Vice Presidoent for

Research and Graduate Stuclics

second Edition
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BEST AVAILABLE COPY

What are intellectual properties?

Ietlec el propeities ane intangible prodics of the mind- - -ideas and
fheir fepresentition. Such things as inventions. publications, ind othur warks
ol scholwshap like videotapies, computer
Progtarts, O warks Of art are ntellectual
prapertics, intellectuad propertics can be
jretected By means of copynght,
uadoemak, or patent.

e bogoming an employes of Michigan
State Universily, you agpeed 10 give ceriain
intetlectual properties (o the university, in
retunn lor wi tich the: unversity will do s
best Lo develap and meanket them and share
royally receipts wilh you and your depariment
or unit, The autherity to manage intelleciual
propenty is vested in the President of the university,
whia in lurn has detegated it 1o 1he Viee President
foor Research and Graduate Studics. The Otfice of
Intellectual Property (OIF) adrministers this funcuon
by cvaluating, patenting, and then ransferting protected inventions inta the
starketplace, 10 doing so, OIP hedps fulfii Michigan Stade Universityy land grant
commitiment 1o the exiension of applied knowledge.

This brochure explains the preliminary actions necessary to protect an invention
O NOLEsSES OF PrOLECIonN——{eenting g iceosing=-—are explainesd in separte
brochures. These brochures serve to answer commanly asked questinns about
handiing inteffectuat properties ot leave many other points unaddressed.
when you need additional information, please direct your intellectual property
uiestions to

Office of Intellectual Property
Michigan State University
230 Administration Building
East Loansing, M1 43824-1406
Telephong 547/355- 2186

Fax 51//432-3000
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Cenerally you may disclose yaur iwention o lclow ubiversity coficagucs without
awiritters agreemment ol conbdentiality, You may inake disdosune o sormeone
el der e MSL conmnonity withuut jeopardizing invention patentability if
praper condiclentiality regeerenents are o place, The MSU
Canfydentiol Diselosure Agreement provides
these contidenulity requirements, When vt "
appropriately signed al MU aned by the ol
potential recipients coganization, this Agreement § wes ™ L :
will prevent loss of foreign patentability ar ' .
ohwide the US. patent timeding. e n
Iy aucher fen Michigan State Universily (0 Degin
e proeess of prolecting, patenting, st I ;
ST ring your inwenlion. you must make proper e
disclosure 10 the MU Othice of imaliectuaal Property .
By maeans of an livennon Disclosure Form, R
availate fom OIP

Must | disclose my invention?

Yos, f your inwernition s e funded wholly, of in part, by the Tederal
governunent. i 1980 Congress passedd the Bayh-Dole Act, This Act autlines the
rights el obligations of both the university and the government whengver (here
is o federally supported research and developiment project. Researchers are
obiliggated Lo tepont any inventions Lo 1he university (i.e, the Office of Inteflectunt
Property), and the university nust report the invention (o the agenicy within
60 days, Be sure to completefy filf out item 3 regarding funding on the Invention
Lisclosire Form,

What is Michigan State Universitys patent policy?

MELLS ptenit policy detines wihial intellectuat propenics you have agreed,
by besorning oty Cimployee of the university, 1o ogmwee to 1he university, The patent
paticy anchioyalty distiibetion sehedvle e neaded at the ened of 1his brochurg,
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What is the scope of protection for a trademarl?

Daeterenk nghts iey e Usted States e fundamentally coneened waitky
Deception. Miotecion ol the pubdie o confusion, nistake, of dutephon as
thiee o anedZon Gty OF gooets, serviees, o compneie il sleniity ising e {he
tne ol o confusmgly sunilar siark o eame on e Same o sinala oneis/Aservices

Goodwill. 10Lechnm of i owrsers swvesimen it 0 gooswall associateed wath e

ik o nanwe.

What do trademark laws protect?

N lemark kiws protect e owrks conmeal identity in its established rademerk
Aepnst contustwgly sitnilon use: Ly o Dot oHies ek, Fram m'l (_zconomic view
Poinl, adenark law protecrs e volue of e wadensak owners reputaton ancd his o
her investment ine acveiising,

Why trademark an invention?

aelennaekieg an owention atforeds dotbie protecion, allowineg e oweien of
ook and invention 1o obtain Drodder (rotecien [oe 1he mvenlion, fealize Qs e

toalies, anel bstan mows recogndioan foe ke nvention

LICENSING

et patents, odemaks, ared keewehow e nnaele ovanifabiles 160 104 potihe;
Wkt gy €O Ll arngnents called ierses The lalowise) duaestion oy
(eaviele o preview of e Drochone “Morketeeg Youn ovention,” e sestin o el

ol propeny edocational senes,

What is technology transfer?

e sl ol weehinatogy o the acmdetn crmaonmentndo e o ol
PGEKEL IS o ey arienest Of s OB e of Todeltec il Propueny 1 ouslet cormnly of
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aes mwenitons anne Iadedd oy e the patenit doounent Acoosding ] Uy Michingae Sate
Utiiversaty poient policy, ovaeeshugr of o patenit Wat egranted o on wiventon whes
cantvanpboyer of MU i teansferred o assigned 1o the uomeraty by Gie twventars) e
OVETSIY 35 kol Qnn e pralent s e assoee e osaet ooelare, e uriveraty g
tlly erenty eseonaices o palent aned ieense the imventimns el shuses o ytibees Lo

thie inwveniton with e inventonfs) ane e naentors o ocdeoom oen

What can be patented?

Tov bser pratentexd, an mvention
it possess e lollowngg Quealies:
Novelty, 11w itvention must he
piew - Ul s, 11 st b eifledend
lewn "praen At {uee elow)
ot words, 1 est e shghily
etfereo oy that wiichos :
already Koo ey e podaln
Nuewelty alser nicans that yea, the
HwWenH, cannol Dove pobilisded
Chwe wention, pun it in public ase, or offered it or sales o D one yean bt
APy lon e patent,

Iy achi o, you Canbiot et o patent fon sonw e eives mvealion

Utiley. The mwentony mesd T osefid Sotme boved ol Benefit it e provicked by
e invention

Noncbviousness. (e mwertun st 0on Do olwros 1o atyone knewiedieable
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pretrsalive of postinfbogeient aned oy bl oo ol preventigg fontlaet
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How is patent protection enforced?

Moty conflicts mvolan patenty are setled by Degotiateny 1 neagotanon Loy e
PRI ) eSO ION, o bisws it sy be bnonghn it o fedenal district conl (TP
where e intnnger resides oF whisie intnngement oceons and we nbooges has aregse
Tn onaed eSS Place of titsmess. The objecives oF DBnging suil e to feoaplone
damages i e, legal lees, Back royaliies, cash, ele § aned ablary anvinguneton g robabn
fihier b ingement,

Does a U.S. patent protect an invention worldwide?

N, Patent vighus are limited 10 1he Boundarics of the countty that granted e
pratent ALLS pratent is enforceatste anly i the Urmted States, s wotones, aned iy pos
sesaons, Tix e protected in anothies county, an invention must be graeted & patent in
1l conmtry.

Michigan Stne University will nvesticane foreign patenits for an inventions in ihose
comantees where e ity deens 1 aivantageons 3 loweven, as o genetol iale,
Toreign ptents are net purstied By ihe unveesity. Raier (i licensee (a ticd party with
Prerrasinty 1o vt cntversity e Dirlos gy s gnens this aption i the ansaesdys staedacd
DLeTise AQreement.

Foteiepy patenis maay iffer foon 0 S patents: For examphe, my e Uinded Stats,
et gy ile 108 4 pAtent on v rvennon g i one yeat e publishing o seileg tae
TION (0 OSE RoREgEy cotmtines, yonn el get o patend i the mvention bus been
clise losed aopwdiere i e world betore tling o patent application oy b proticola
cotnimy Therefoe, o arcnenbon s disckneed ot wte Delose e date of T e e
Ursteod Shates, patent (ratechion nonot owvenlable in foneicpy connties

o acdibtions, doay st e oot o VLS secondy, has trftlny vetluae, o relates
6 sersiive lechmoloagies, e TS, goveroment will 901 allowy Toree )i et apphic
ot 1 D Bl

What is the relationship between
patents and publications?

Utited) SEates et b peseiaty ot ieveedon G ot pabent il o pobenh apipali
Py s Bl sitbm o year of e dotee ol s fiest ol ders eon e B e vy
Hetn T oacdet 10 ol o patent, thae everion tnst flly s bose e irveiitody T,
st wys, e o bl ptentngg et poldicotion 1 bolty et o

pentrart et Shonts e prateial Dl s) e ess ot the sane frae ar Tee on e by o

prtent S Aicahicny

1is partice oty Sy tant fo retsenndaer It e gosent appbcatiors rousk be filed waly
iy ore ye Tient e cotes of st s losuree o “ponded poblication ™ As clefimnd by
petent L “prmteed” cancineany prooted, typed, or fuonebaamien, el paiblisteed” sangdy
s el avenlable 1o e pubhc, mn o o preseabations Pl ™ sieans any
anee w18 Dot o o inventorn o tostedbwatness, o aey MYSL) congloyec Bhe dieac o
OF vt mwventieny o e paobalie e s oene yeon bedore appalie ofon bob podent sk

will b convichered o Do G e sseanng of o patent

When should a patent application be filed?

A puteest appiisatiens coer De filed vipoty conception, bofone the mverition bow e
e ity e L umalony, en even béforv (el gy o cxploraleny abusatory wisk has
Been dune Iomust B filed Defure the one year aonversary oF e invention's pulbilic
ddisclosore, e Ofe e ol niletlec lL_;.Il Propeey will wank withy yr.)u andl b protert ol
ey to detenmine the appropripte fitlhy t!ll‘.ﬂq, tor i o wcmio‘u L

In which patent category will my invention be placed?

e LS. govermient grants the Tollow 1) e types of patenits,

Utility Patents. Uity potents ane granted tor any i or usedul pirocess {how te
el semietbang), e batwe, anttecdes of moreden e, or compositivn of atier on aty
new A uselul improvement thercol This s e most comnon tygae ol poient, aeul
e onne that wall adreeost centntdly De apapshe alne o yone myention Some examgshes
of Ul (stents ee ew WITLIECHIS, 10008, i Censnnes, e Lses o anethods of

prochsoncg comiponneds, aned Warsgenie aninas i plants

Design Patents. s patents are cone cined wWith e apprear e e of i e
ol ailaciure They are geanted lor any oews otcanal, o oeesmnental desigp,
SUCTE N Loy, Toreaioee, anet conbaaness

Plant Patems, 'L Pralersts o ggranted for sy eisined o new vanely of phied

1 A atweaieat 10y P o sty socls o owaenne plangs el frond ey

Who writes and files the patent .ipplication?

A bt ity sefenten Ty M i oan SEate Uleaveraly st one Bes e guiiei
applcation e appieatmne e senn Dy eettortasg e ihe U8 S Potent o btk
EN0 e (IO Uy erenpt, we CECY anaacps oy setat niiabeen aend o osel b hite o
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C et e SERT e b

If | worked on an invention, but did not conbnwuie
intellectually, am | a co-inventor?

Nu. It you work on an invention but do net centribute intelfieciually, you are con-
siclered A workor. A wonker is o peason wia fellaws the instracuons of the inventor s
1o designatect weaork deahing with the wvention iself,

Ching dicd not contribute intellectually to the invention, he just assisted in the
rescarch effort. Fran also wanted (o b kisted o an mwvenior because ol the monetary
contnbution, Fran cannot be an inventor, Tt a publication or presentation resulls from
e invention or the research feading (o Ihe invention, afll confrifralors e e famed
ofs Lo anhors.

Can the workers share in the royalties?

Yes, if the inventor wishes it. The tinal decision on distribution of the inventor§
share of the royalties is in the hands of the inventor. If the inventor wants 10 share 1y
altics willy o worker, he or she miy do so by wiiting to the OHice of Intellectual
Property.

H Joe and Pat wanl to share the rayalties with Chris and/or Fran they may do so,
hut they do not have to. This declsion shouid be made before the invention is flicenserd
mid royally paymments e made 1o 1he unwersity,

walprise v

laboratory maoge |‘:mw< i) hy Jewrarnd Pent
Thes urversily rs u.!lnlg Jot the invention is worth aions wu it will patent the =

invention. Jocs unwcrsny has a patent proficy sibar o MicEaggore Stte Urvesalys ot

Jusk preaege el ) Inncllmg Your Invention’), I'ean, Joe, Bat, and Clins want 1o kiow whu

of who ot the Inw.mur[;] and who secaves the nilhons

This exernjile will et ) lluuughoul (s BOOKILL LD st 1e e Guesiony pre
sented.

v

Who is an inventor?

The word inveh(or is defined under the law as one who dovises, contrves, and
prodisc es somuihing nol greviously kriowr o existing, by the exerase of mdepenilent
investigation and experiment, particularly applicd to machines, mechanical apphamnees, ;5
composition, and patentable inventions of every sorl.

In the story. Joe and Pat are The inventors because they both contibuted inteliccn.
ally to the desfgn structure, and function ol the madine.

YWhat is an invention?

The word invertion is defined as a device on [ acesy that 1 nol only l10Vt| and use-
ful bul Ut reflects Creatve thinking, makes o dmmc( contribytion 10 and pdvonces sa -
ence, is recognized by masters of stence as sucky an acvance, aned reveses more than
Hue skl of expaents, arlisans, or mechanics in discovering new and use{ul gadgets or
processes of wide commurcia) r'npplimumr Lo, e invention on discovery ofF ane

improvemcnl that is not obvious w0 thnsv withs exgwertiser in W fick)
In his case, the invention is the machine tha:  yroduces electricity fry

{See "Hondling Your Invention” amd "Pratecting Mo vention.”|

Am | an inventor?

L Sy
For a person 1o be categorized as aninvento, that |:u~.n(1 mu‘ A f‘.i ]d ,j?

e B Uy
cd sormettiog tew o contibule mlelicaualy 16 o nwv&fc&é it 3 . 4{’,’]} Al -
contribution (o the iivention st be sulstabve mnp?h AN * : l~| }} e

4 S,
wenlied ! ' 3 ' ;..1 UG
e e fverdion dtsell, W the contabution to e rnwui;gﬂ lf‘ no i‘iw?! ‘1.}

4 ‘
Kance, 1estiryg, laboiatory work, on anythung less lh.un ({h"ﬁk‘- {, e ﬂég e
a3 Iy 10 De considered anly o sworkes < assislant; hu '{ u?\‘l ‘|| o mB?I? eltec:
; )

toully, WK PETSOr v an Iventon o i coventor

V" ;f—r‘
1, A 1.0,{“ .‘l‘} g
Bt Tess oned 20 Ave weniters, S0 s e Jeond inventofd YRy bﬁi




MATERIAL TRANSFER AGREEMENT

Iy consideration ol the mulual covernants contamed herem and watfy the iiferticorns
o Bty leglly Doured unden the Liws of e Seite of Mic g, The preaties agree os

Toliows:

I Hhe parties o tis Agrecment e

Michugunn St Uraversity, 2 38 Acinionstration Bodioeg, Fosd Laesing, Mictueon
48824 {hereinafter ccferred to o8 "MSU and e {hercinafter teferred
1t as "RLCIFLNEY).

2 Ihe "Mdtenal” covered by this Agreernent is defined s and inclocles e
following {hereinafier referred 1o as "MATERIAL developed

DY o

bORECIPIENE agrees thiat 1his MATREAL will tot e teleased 1o any person other
than the sigratories of this Agreernent except cowirkers working direidy nder o
signaAlonys supervision who heve agreetd to abitle by the lenms and condilions of
this Agrecmeny. No one is permitted (o take or s'énd thils MATERIAL 10 any othwy
(3 Uon, UNIeSs PHOE WL permiession s obleined friony MSUL such peremssion
will not be withheld unreasonably.,

4. This Agreement and the resulling tansfer of MATERIAL constitute & restricted ficense
For RECIPIENT 1 use the MARERIAL solety Tor notforprofit ponposes: MATEREAL
will 1Ot be used for any purpost inconsisiert with this Agreement. Upon compit
tion Of (e work for which this restric tee) oo s granieed, MATERIAL wiucly bes
not buen destioyed will be dispesed of as explicly diected by MSUL MSU ctains
tree W the MATERIAL, andd RECIIENT sttall naon obaainn any owanenshipy nghits m
MATERIAL, MATERIAL is experimental in natuie ancl it is proviced WIHIOUT WAR
RANTY OF ANY SORT, EXPRESSED OR IMMIND, INCYULING WATHIOU TIMIANIUN
WARRANTIES OF MERCHANTABILITY AND FITNESS FOR A PARTICULAR USE. MSU
rkes 1o tepresentation and providys Ho wartarit it e ene ol the MATRINL wil
not inltinge any atent or proprictary rights of had patics

5. RECIPIENT agrees that it witt follow ol applicabile quidiines sel fonir by the
National Institutes of Hleatiny (NI or othies goveswnenlal aeen s eganbieg e
user of such MATERIAL

A MIA B o agreement senling fanith gundehines on h(’)WJJTOQI'Iewly r&§éarch mate—
tral eeslerred Detween the ecent ongd the provider Irni m‘édjdr research pur-
poses T Agreementy COR vary 10 some dugree, (lupvndfn o w)mt tte !Wq parties

negotite Hus brochure addresses MU spetibie u«]lu'!nf’lll‘ RN N |

‘I;
it a porsen at MSU s the rocipiont of material, an MIA: sllll heeds to be tlsed' Thp
pmvr(l('r ot he matenal should sendd an MIA Lo be \ujnt-t\ wl ngh j*ukl be réwe\ved
RY

vy 1

Why are MTAs used? o

MIAS e ustd L0 i isier proprtetaty sestsans Fmalttaol Detweert recipients ded
juoifi(lcr.\. Mey define e wims and conditions under which the recipients may use:
the matenial, including 15 use ity esearch o kdlwe tedhnological cevefopnenn, Misds
benefit the provider by keeping the material proprictary and benefit 1he recipient by
teducing e needed to develop he imatetial. Popietay metedidl eoan it betb
Brotogical materiols such as plants, gene constigets, ard germplason arnd non hiologi
cal imetental stieh oy inetaly, fabngs, and compositi motetials

Who uses MTAs [i.e., companies, universities)?

Commonly, MSU Bas MIAS with companies anid/on othor dnwersattes, MSU ¢an et
as Lither O ecipient or ¢ pawvidor,

Who decides the terms and conditions of MTAs?

MSU s o standard agrecment {shiown at the o of this Tooklel), But it con be
Allerea 10 meet vanons teeeds, Both tws cecpuenl el Bhe provacey naesg acgiee o the
tems aned conditions

What if there are costs associated with preparing the
material?

Terms adeedd Ly e dgretinent shotfe desgente e ecipent o gy e
UXITer COMS

When does the agreement end?

e aggreersent emnates on the eaiest of D follosae) dates (1] whicn e
el T e cunetatiy avaroabi one Gaed gantees, (24 o complen of e
Feripenty o arent aesedi b wil e e, {3 on ey dayy waittetsostice Ty citbuee
pronty o the olbie, on (o] ent o obne spetieadbunthe gopecnent oo g e M

MIA Grves e sens s (Be crnd of e oot

e e s s soprase ‘lL..'“‘
o £ b R '.}J
T S PP IO ,\Ixﬂ‘w\.ﬁ fm‘?‘




U — P mannad PrRpn Fraiiamd rsred [ badacdd Reiuiat i [V Yperaviri N 5 ol

LICENSING

Frederic H. Erbisch
Office of Intellectual Property
Michigan State University

East Lansing, MI 48824

[ In‘-:a-u‘



License Agreement

Parties
Term
Technology
Obligations
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Types of License Agreements

Exclusive
Non-exclusive
Know-how

Field restrictions
Geographic restrictions
Time restrictions



Parties

Names

Addresses

Abbreviations

Effective date of Agreement



Where as Clauses

Sets base for parties

Definitions

Base Terms
Capitalization

4
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Grant of License

Type of License

Payment

Front end
Running royalties
Minimum royalties

57
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Reports
Number

Type
When due

Diligence

Milestones
Termination

24
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Term
Life of patent
Shorter term
Litigation
Responsibilities of each party
74
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representation and provides no warranty that the use of the Licensed Patent
Rights will not infringe any patent or proprietary rights of third parties.IN
WITNESS WHEREQF. the parties hereto have caused this Agreement 1o be
executed by their duly authorized representatives.

The effective date o1 thiz Agreement s

AGREED TO AND ACCEPTED:

Date of Signature

AGREED TO AND ACCEPTED:

Date ot Signature

. 1699,

MICHIGAN STATE UNIVERSITY
By:
Name:
Title:

COMPANY NAME
By
Name:
Title:
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Product/Technology

Tree called the money tree

Produces green {ruits

Fruit produces large amount of anti-oxidants
Anti-oxidants have great medical 1mpmtancc
Fruit good as food, high nutrition -
Composted leaves make excellent fertilizer

Wood is furniture quality
Needs further development
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Company

Has a number of successful products
Markets in a number of countries
Does not do in-house research

Has large cash reserves



Institution |

First invention of any value

Licensing staft wants to license ¢
Administration wants money {rom hcc,nsp}
Researchers need additional support

‘‘‘‘‘‘‘‘‘‘‘‘‘
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Objective: License technology under
best conditions for both
parties |

(Be ready for a suprise as negotiations arc going on)
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DRAFT
LICENSE AGREEMENT
prepared by

.Cairo Institution for Tree Development

This Agreement entered into this ____ day of April, 1999 by and
between Cairo Institution for Tree Development, a not-for-profit corporation
organized under the laws of Egypt, hereinafter referred to as “Licensor,” having its
principal office at Giza Egypt and Luxor Incorporated, a for-profit organization
having its principal office located at Luxon Egypt, heresinafter referred to as
“Licensee."”

WHEREAS, Licensor is the owner of the right to commercially license
and/or sell Cairo Institution for Tree Development, herein after called the Money
Tree, developed at the Cairo Institution for Tree Development and has Plant Variety
Protection Application filed covering the Money Tree and has the right to file
corresponding foreign applications; and

WHEREAS, Licensee is desirous of producing and marketing the Money
Tree; and

WHEREAS, Licensor is willing to grant a limited term Exclusive License to
Licensee to produce and sell the Money Tree covered by such Plant Variety
Protection Application.

NOW THEREFORE, the parties agree as follows:

{n Licensor hereby grants a limited term Exclusive License to
Licensee. This License provides Licensee with the exclusive Egyptian production

and marketing rights for two (2) years. Licensee is also granted the right to
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sublicense the Money Tree to others within Egypt.

(2) The term of the Exclusive License shall be limited to two (2}
consecutive years following the date of this agreement, at which time the License
shall terminate.

{3} in consideration for the License, Licensee shall pay to Licensor as
an initial agreement fee the sum of twenty five thousand Egyptian Pounds (25,000}
upon the signing of this Agreement and an earned royalty of fifteen percent {15%])
of Licensee's sales of the Money Tree and any products derived therefrom, plus
fifty five percent (55%) of its sublicensee’'s net sales of the Money Tree and any
products derived therefrom.

In the event that the total earned royalties received by Licensor
are less than thirty thousand Egyptian Pounds (30,000j for the annual period
ending December, 2000 and 2001, Licensee shall make further minimum payments
to make up the difference in each of the respective years.

{4) Licensee shall keep suitable records of operation hereunder and to
furnish to Licensor, on the first day of each month, a report giving the amount of
the Money Tree or products therefrom sold by Licensee during the month, and to
accompany such-report with a payment of the royalties accruing hereunder.
Royalty checks shall be made payable-to "Cairo institution for Tree Development”
and sent to the Licensing Office, 238 Administration Building, Cairo Institution for
Tree Development, Giza, Egypt. To enable Licensor to verify the accuracy of such

reports, Licensee agrees to permit Licensor's accountant to inspect its pertinent

M
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records during reasonable business hours. Licensor shall also have the right during
normal business hours 1o inspect the premises and fields where the Money Tree is
grown or where it is utilized for purposes of verifying the royalties due.

(5) Licensor will pay the costs of obtaining a Certificate of Plant
Variety Protection or Patent in any country so designated by Licensor.

{6) Licensor beliéves that the Money Tree is ready for use; however,
it makes no representation in this regard. Licensor shall not have any responsibility
to Licensee in the event the Money Tree does not grow or perform satisfactorily.

(77) Licensee agrees to hold Licensor harmless from any liability or
expense in connection with its marketing of the Money Tree or any products
therefrom.

(8) In the event that plant variety protection rights to the Money Tree
or products therefrom are infringed by a third party, Licensee must sue for
infringement and to recover and retain any and all damages after paying Licensor its
royalties based upon the infringer’s sales.

{9} Licensor may upon ten {10) days notice, at its option, terminate
this Agreement by written notice to Licensee, if Licensee shall default in:

{a) The payment of any royalties required to be paid by
Licensee to Licensor hereunder, or

{b) The making of any reports required hereunder, or

(C) If such default shall continue for a period of thirty (30}
days after Licensor shall have given to Licensee a written

notice of such default.

53



(1, Licensee may terminate the License granted by this Agreement,
provided Licensee shail not be in default hereunder, by giving Licensor two hundred
and forty (240) days notice of its intention to do so. if such notice shall be given,
then upon the expiration of such two hundred forty {240} days the termination shail
become effective; but such termination shall not operate to relieve LICENSEE from
its obligation to pay royaities or to satisfy any other obligations accrued hereunder
prior to the date of such termination. Upon termination of this Agreement, ail of
the licensed rights shall automatically revert to Licensor.

(11) Licensor retains the right to freely distribute the Money Tree for
research purposes.

‘(‘t 2)  This Agreement is executed and delivered in Egypt and shall be
construed in accordance with the laws of Egypt.

{13)  This License shall be effective as of the date first appearing.

CAIRO INSTITUTION FOR

TREE DEVELOPMENT LUXOR INCORPORATED
By: By:

Title: Title:

Date: : Date:
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Cairo Institution for Tree Development

You have just received a phone call from the Vice President of Research
informing vou of the following:

i. The President of the Institution has contacted him and said you and vour
team must licence the Money Tree. Reasons include: Publicity.
Government questions and the President is getting impatient.

19

B.

(V8]

You must license the Money Tree -
A.

The license term is not important.

The front-end payment should be as high as possible, it should
exceed 25.000 Egyptian Pounds.

The license shouldn’t cover more than North Africa.

Royalty rates should be at least 5% and should cover the tree and its
1ts products.

Continued Research support is very important, should get a minimum
of 50,000 Egyptian Pounds/year.

Failure in reaching an agreement within the parameters set above could

result in the closure of the License Office.

4. If vou succeed you and your team will be rewarded with two extra days
of vacation this year.

Lo
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 Luxor Incorporated:

You have just received a fax from headquarters informing you of the following:

|2

L

Luxor Incorporated has just been taken over by Alexandria Incorporatad
from Alexandria Egypt.

You must get a license to the Money Tree - orders from the new owners.

A.
B.

C.

D.

The license must be for at least 15 years

The front-end payment must be as low as possible, it should not
exceed 15.000 Egyptian Pounds.

The license must be exclusive for the world, sublicensing is not
important.

Royalty rates should not exceed 5% and should only cover the tree.
not its products.

Failure in reaching an agreement within the parameters set above could
result in the loss of your jobs as well as your co-workers jobs.

If vou succeed vou and your team will be rewarded with significant salary

increases and bonuses.

bl
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Product/Technology

Tree called the money tree

Produces green fruits

Fruit produces large amount of anti-oxidants
Anti-oxidants have great medical importance
Fruit good as food, high nutrition
Composted leaves ‘make excellent fertilizer
Wood is furniture quality

Needs further development

Werw .
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Company

Has a number of successful products
Markets in a number of countries
Does not do in-house research

Has large cash reserves




Institution

First invention of any value

Licensing staff wants to license
Administration wants money (rom license
Researchers need additional support
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Objective: License technology under
best conditions for both

parties

(Be ready for a suprise as negotiations arc going on)
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DRAFT
LICENSE AGREEMENT

prepared by
Cairo Institution for Tree Development

This Agreement entered into this ___ day of April, 1999 by and
between Cairo Institution for Tree Development, a not-for-profit corporation
organized under the laws of Egypt, hereinafter referred to as "Licensor,” having its
principal office at Giza Egypt and Luxor Incorporated, a for-profit organization
having its principal office located at Luxon Egypt, hereinafter referred to as
"Licensee.”

WHEREAS, Licensor is the owner of the right to commercially license
and/or sell Cairo [nstitution for Tree Development, herein after called the Money
Tree, developed at the Cairo Institution for Tree Development and ‘has Plant Variety
Protection Application filed covering the Money Tree and has the right to file
corresponding foreign applications; and

WHEREAS, Licensee ts desirous of producing and marketing the Money
Tree; and |

WHEREAS, Licensor is willing to grant a limited .term Exclusive License to
Licensee to produce and sell the Money Tree covered by such Plant Variety
Protection Application. |

NOW THEREFORE, the parties aglree as follows:

{1} Licensor hereby grants a limited term Exclusive Licenée to
Licensee. This License provides Licensee with the exclusive Egyptian production

and marketing rights for two {2) years. Licensee is also granted the right to
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sublicense the Money Tree to others within Egypt.

(2] | The term of the Exclusive License shall be limited to two (2)
consecutive years following the date of this agreement, at which time the License
shall terminate.

(3) fn consideration for the License, Licensee shall pay to Licensor as
an initial agreement fee the sum of twenty five thousand Egyptian Pounds {25,000}
upon the signing of this Agreement and an earned royaltv of fifteen percent {15%])
of Licensee's sales of the Money Tree and any products derived therefrom, plus
fifty five percent (55%) of its sublicensee’s net sales of the Money Tree and any
products derived therefrom.

in the event that the total earned rovyalties received by Licensor
are less than thirty thousénd Egyptian Pounds {30,000} for the annual period
ending December, 2000 and 2001, Licensee shall make further minimum payments
to make up the difference in each of the respective years.

(4) Licensee shall keep suitable records of operation hereunder and o
furnish to Licensor, on the first day of each month, a report giving the amount of
the Money Tree or products therefrom sold by Licensee during the month, and to
accompany such-report with a payment of the royaities accruing hereunder.

Royalty checks shall be made payable to "Cairo Institution for Tree Development”
and sent 1o the Licensing Office, 238 Administration Building, Cairo Institution for
Tree Development, Giza, Egypt. To enable Licensor to verify the accuracy of such

reports, Licensee agrees to permit Licensor's accountant to inspect its pertinent
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records during reasonable business hours. Licensor shall also have the right during

normal business hours to inspect the premises and fields where the Money Tree is
grown or where it is utilized for purposes of verifying the royalties due.

{5) Licensor will pay the costs of obtaining a Certificate of Plant .
Variety Protection or Patent in any country so designated by Licensor.

{6} Licensor believes that the Money Tree is ready for use; however,

it makes no representation in this regard. Licensor shall not have any responsibility

to Licansee in the event the Money Tree does not grow or perform satisfactcrily.

{7} Licensee agrees to hold Licensor harmless from any liability or
expense in connection with its marketing of the Money Tree or any products
therefrom.

(8) in the event that plant variety protection rights to the Money Tree
or products therefrom are infringed by a third party, Licensee must sue for
infringement and to recover and retain any and all damages after paying Licensor its
royaities based upon the infringer's sales.

{9) Licensor may upon ten {10} days notice, at its option, terminate _ l:-f'
this Agreement by written notice to Licensee, if Licensee shall default in:

{a) The payment of any royalties required to be paid by
Licensee to Licensor hereunder, or

{b} The making of any reports required hereunder, or

(C) If such default shall continue for a period of thirty (30)
days after Licensor shall have given to Licensee a writien

notice of such default.

&1



{10} Licensee may terminate the License granted by this Agreement,
provided Licensee shall not be in default hereunder, by giving Licensor two hundred
and forty {240} days notice of its intention to do sa. If such notice shall be given,
then upon the expiration of such two hundred forty (240} days the termination shall
become effective; but such termination shall not operate to relieve LICENSEE from
its obligation to pay royalties or to satisfy any other obligations accrued hereunder
prior to the date of such termination. Upon termination of this Agreement, all of
the licensed rights shall automatically revert to Licensor.

(11) Licensor retains the right 1o freely distribute the Money Tree for
research purposes.

(12)  This Agreement is executed and delivered in Egypt and shail be
construed in accordance with the laws of Egypt.

{13) This License shall be effective as of the date first appearing.

CAIRO INSTITUTION FOR

TREE DEVELOPMENT LUXOR INCORPORATED
By: By:

Title: Title:

Date: - . Date:

10
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Cairo Institution for Tree Development

You have just received a phone call from the Vice President of Research
informing vou of the following:

2

L)

The President of the Institution has contacted him and said vou and vour
team must licence the Money Tree. Reasons include: Publicity.
Government questions and the President is getting impatient.

You must license the Money Tree -
A.  The license term is not important.

B.  The front-end payment should be as high as possible, it zhanld
exceed 25.000 Egyptian Pounds.

C. The license shouldn’t cover more than North Africa.

D.  Royalty rates should be at least 5% and should cover the tree and its
its products.

E.  Continued Research support is very important. should get a minimum
of 50,000 Egyptian Pounds/year.

Failure in reaching an agreement within the parameters set above could
result in the closure of the License Office.

If vou succeed you and your team will be rewarded with two extra days
of vacation this year.
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Luxor Incorporated:
You have just received a fax from headquarters informing vou of the following:

[ Luxor Incorporated has just been taken over hv Alexandria Incorporated
from Alexandria Egypt.

2. You must get a license to the Money Tree - orders from the new owners.
A.  The license must be for at least 15 years
B.  The front-end payment must be as low as possible, it shouid not
exceed 15,000 Egyptian Pounds.
C.  The license must be exclusive for the world, sublicensing is not
important.
D.  Rovalty rates should not exceed 5% and should only cover the tree.
not its products.
3. Failure in reaching an agreement within the parameters set above could
result in the loss of your jobs as well as your co-workers jobs.
4. If you succeed vou and your team will be rewarded with significant salary

increases and bonuses.

1L



Impact of IPR on Trade

John H. Barton
Stanford Law School
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THE INTERNATIONAL SYSTEM

TERRITORIALITY OF PATENT => NEED TO FILE
EVERYWHERE

PARIS CONVENTION => PRIORITY DATE BASED ON
FIRST FILING

PCT => SIMPLIFICATION OF MULTIPLE FILING +
DELAYS

REGIONAL SYSTEMS

CENTRALIZATION OF SEARCHING
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INTERNATIONAL INTELLECTUAL

PROPERTY INSTITUTIONS

TRADITIONAL
WIPO (1967; patents plus)
Paris Convention (last revised 1973) and others
UPOYV (Plant Variety Protection)
PCT (1978)
NON-TRADITIONAL
WTO (1994; formerly GATT)

TRIPS (1994)



THE URUGUAY ROUND

ALL SUBJECT MATTER
PHARMACEUTICALS
GENES

PLANT/ANIMAL EXCEPTION
SUI GENERIS

DELAYS IN DUTY TO APPLY



TRADE & IPR
SECTION 301
GATT (WTO)

IMPORT RESTRICTIONS
INFRINGEMENT / SECTION 337
PRODUCT / PROCESS
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REGIONALIZATION

HARMONIZATION OF STANDARDS

PATENT
PVP

INTEGRATION OF INSTITUTIONS
FULL INTEGRATION
SPECIALIZATION
RECOGNITION

ECONOMICAL EXPERTISE
LICENSING

LITIGATION
POLICY POSITIONS
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Appendix E

Presentations Given by
Dr. Marsha Stanton

1. Plant Variety Protection
2. Plant Breeders’ Right/UPOV
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Plant Variety Protection

Marsha Stanton
U.S. Department of Agriculture
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IPR for Plant Materials - U.S.

P S AT T L St
e - :

Sy ALt 1T e
e a-:;._*{.."r Aol W

R RIRARSCS J'.‘;I i &“:,‘,ﬂ_"_.,.&,. PV e .,",’ W - )'_«. e '-!.‘,‘.'."-’ ":;i.' :.' .
Lt vy AR Ihiee ; . )
NERIIALE ¥ SRt b L R

R R L. sot
S Y

Az



' ?'Intellectual PrOperty
Protectuon for‘ Plant Materlals =

| Dépt‘bf . | ‘bept uf
. Gemmerto " ST Agrleuuure

T it Mg B
Tfﬁt'éﬁlaﬂf UmCB’ L . R SR Co e ﬁerﬂté : e L .

PlantPatents  Utility Patents Plant Variety Protection Certificates
(35 USC 16" (35 USC101) (TUSC 2312 &, 560

BEST AVAILABLE COPY

R ;
T A B u-» ﬂ,,,e\éqd\}.h!;e-‘-ﬂ

J-:.. - ' - B
L T P R N T N

AR

AT T AT T T T e A ?;*m"-ﬂg R




PVP Certificate Owner can
Exclude Others from:

Selling or marketing the variety
conditioning a variety for sale
reproducing the variety

importing or exporting the variety
using the variety to produce a hybrid
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B “; | Exce‘ptions to Owners' Ri ghts o

- I Researtﬁ
o Breedmg .
- On farm use of saved seed

BEST AVAILABLE cOpPY




séopé- of :p"r"otection

" the varuety

* ‘an essentially derlved varlety’

i = harvested materials

BEST AVAILABLE COPY




* Essentially Derived Varlety

» is predominantly derived trorn anothervariety

(the "initial variety'), while retaining the
expression of the assential characteristics that
iresult from the genotype ot combination of
genotypes of the initial varietyy
is clearly distinguishable from the initial variety

!



Source: Applications Received
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Méth%ds - Essentially Derived Variety

" selectlon of a: |
o natural or induced mutant
~® somaclonal variant,

e variant individual from plants of the m|t|a|
- variety |

* backerossing
= transformation by genetic englneerlng

¢ = other method
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" Plant Breeding Trends ”

 Private  Public
Science Years B L 142

‘Change9094 160 25
 Investment $ M B T T

_ From: Frey, K. J. National Plant Breeding Study. Special |
j.._-Report 08, lowa Agriculture and Home Ecobomics Exp. Station
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TYPES OF AGREEMENTS

Frederic H. Erbisch
Office of Intellectual Property
Michigan State University
East Lansing, Michigan 48824

LA T A Y A e

SR MR SN ST S s i = o



What is an Agreement?
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Step 1:
Institutional policies necessary
Guidance

Direction

Examples
Publication
Intellectual property ownership
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Step 2.

National and International L
Policies
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Research Agreements

Research area
Budget/Payment
Rights to intellectual properties
Publication parameters
Parties
- Deliverables
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Confidential Disclosure Agreements

Parties
Obligations/Restrictions
Term

Exceptions

Area

Penalties
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Material Transfer Agreements

Parties
Obligations/Restrictions
Term

Commercialization
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Inter-institutional Agreements

Parties

Intellectual property ownership
Costs
Attorney selection
Licensing lead
Royalty distribution



Option to License Agreements

- i-u--‘ -f-wm

Parties

Term (short)
Obligations
Technology
Commercialization
License terms
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License Agreements

Parties

Term (long)
Obligations
Technology

(More detail to follow)
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i RESEARCH AGREEMENT
‘ BETWEEN
N MICHIGAN STATE UNIVERSITY
- ,
) AND
; (SPONSOR)
-

THIS AGREEMENT effective this ?? day of 77 . 1999, by and between ??. having its principal place
of business at ??. (hereinafter referred to as "Sponsor") and Michigan State University. having its
principal place of business at East Lansing, Michigan. 48824, a non-profit educational instituiion
of the State of Michigan (hereinafier referred to as "University™).

E. b

WITNESSETH:
WHEREAS. the research program contemplated by this Agreement is of mutual interest and benefit

A 1t

- 1o University and to Sponsor, wiil further the instructional and research objectives of University in
. a manner consistent with its status as a non-profit. tax-exempt, educational institution. and mav
‘mﬁ derive benefits for both Sponsor and University through inventions., improvements. and‘or
discoveries:
; NOW. THEREFORE. in consideration of the premises and mutual covenants herein contained. the
| parties hereto agree to the following:
: Article 1 - Definitions
-
As used herein. the following terms shall have the following meanings:
: 1. "Project” shall mean the description of the project as described in Appendix A hereof. under
ik the direction of Dr. ?? who is the Principal Investigator.
2. "Contract Period"” is 77, 1997 through ??, 1992,
5 "University Intellectual Property” shall mean individually and collectively all inventions.

i improvements and/or discoveries which are conceived and/or made (i) by one or more
emplovees of University, or (ii) jointly by one or more employees of University and by one
or more employees of Sponsor in performance of Project.

)
Article 2 - Research Work
i . ) ) ) . .
l. University shall commence the performance of Project promptly after the effective date of
this Agreement. and shall use reasonable efforts to perform such Project substantially in

" accordance with the terms and conditions of this Agreement. Anvthing in this Agreement
to the contrary notwithstanding, Sponsor and University may at any time amend Project by
mutual written agreement.

" 2. In the event that the Principal Investigator becomes unable or unwilling to continue Project.
and 2 murually acceptable substitute is not available, University and‘or Sponsor shall have
the option to terminate said Project.

i
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Article 3 - Reports and Conferences

\-J

Written Project reports shall be provided by University to Sponsor every ?? months. and a
final report shall be submitted by University within 7?7 (??) davs of the conclusion of the
Contract Period. or early termination of this Agreement.

During the term of this Agreement representatives of University will meet with
representatives of Sponsor at imes and places mutually agreed upon to discuss the progress
and results. as well as ongoing plans, or changes therein. of Project to be performed
hereunder.

Article 4 - Costs, Billisigs, and Other Support

19
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It is agreed to and understood by the parties hereto that, subject to Article 2. total costs to
Sponsor hereunder shall not exceed the sum of ?? Dollars ($7?7.00). Payment shall be made
to University by Sponsor quarterly at the beginning of each quarter. Any funds in excess of
Project expenses will be returned to the Sponsor after the expiration of the Contract Period.
The money paid by Sponsor to University shall be expended for the Project in a manner to
be determined by University for salaries. wages. travel, equipment. supplies, overhead. etc..
as may be reasonably necessary to carry out said Project. University can provide Sponsor an
accounting of funds spent during or at the conclusion of the Project if such an accounting 1s
requested in writing within fifieen (13) davs of the signing of this Agreement by both parties.
Sponsor shall loan/donate the following equipment to University under the following
conditions:

University shall retain title to any equipment and supplies purchased with funds provided by
Sponsor under this Agreement.

Anvthing herein to the contrary notwithstanding, in the event of early termination of this
Agreement by Sponsor pursuant to Article 10 hereof. Sponsor shall pay all costs accrued by
University as of the date of termination, including non-cancelable obligations. which shall
include all non-cancelable contracts and fellowships or postdoctoral associate appointments
called for in Appendix A. incurred prior to the effective date of termination. After
termination. any obligation of Sponsor for fellowships or postdoctoral associates shall end
no later than the end of University's academic year following termination.

Article 5 - Publicity -

Sponsor will not use the name of University, nor of any member of University's Project staff, or
other emplovees. in any publicitv. advertising. or news release without the prior written approval of
an authorized representative of University. University will not use the name of Sponsor, nor any
emplovee of Sponsor. in any publicity without the prior written approval of an authorized
representative of Sponsor. However. this provision will not apply when either party wishes 1o give
credit 10 the other party when presenting a paper at a conference or seminar for non-commercial
purposes. unless the pariyv being given credit requests otherwise in writing.

‘07
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Article € . Pauhligarigns

Sponsor recognizes that under University policy. the results of Project must be publishabie and
agrees that Project personnel shall be permitted to present at symposia. national. or regional
professional meetings. and to publish in journals. theses or dissertations. or otherwise of their own
choosing. methods and results of Project. provided. however, that Sponsor shall have been furnished
copies of any proposed publication or presentation at ieast two (2) months in advance of the
submission of such proposed publication or presentation to a journal. editor. or other third parnv.
Sponsor shall have one (1) month. after receipt of said copies, 1o object 10 such proposed
presentation or proposed publication because there is patentable subject matter which needs
protection. or the presentation or publication coniains confidential information provided o
University under Article 9. In the event that Sponsor makes such objection. said Project person or
personnel shall refrain from making such publication or presentation for a maximum of six (6}
months from date of receipt of such objection in order for University 1o file patent applicationts}
with the United States Patent and Trademark Office and/or foreign patent office(s) directed to the
patentable subject mauer contained in the proposed publication or presentation. If Sponsor's
confidential informationis contained in the presentationor publication University may proceed atier
removing the confidential information.

Article 7 - Inteflectual Property

i Allrights and title to University Intellectual Property developed under Project shall belong
10 University and shall be subject to the terms and conditions of this Agreement.

Rights to Inventions, improvements and/or discoveries. whether or not patentable or
copyrightable. relating to Project made solely by employees of Sponsor shall belong 0
Sponsor. Such inventions, improvements, and/or discoveries shall not be subject to the terms
and conditions of this Agreement.

Rights to inventions, improvements, and/or discovenes, whether or not patentable or
copyrightable. relating to the Project made jointly by one or more University employees and
one or more Sponsor employees. or which are made solely by employees of Sponsor utilizing
University facilities, shall belong to Sponsor and University jointly (hereafier referred to as
"Joint Invention"). Both parties have the right 10 make, have made, reproduce. use. sell and
{icense. and offer to sell and license, Joint Inventions, provided both parties share any and
all costs to develop and protect the Joint Invention. e.g.. patent.

University will promptly notify Sponsor of any University Intellectual Property conceived
andsor made during the Contract Period under Project. If Sponsor directs that a patent
application or application for other intellectual property protection be filed. University shall
promptly prepare. file. and prosecute such U.S. and foreign applicationin University's name.
Sponsor shall bear all costs incurred in connection with such preparation. filing. prosecution.
and maintenance of U.S. and foreign application(s) directed to said University Intelleciuzl
Propertv. Sponsor shall cooperate with University 1o assure that such application(s) will
cover. 1o the best of Sponsor's knowledge. all items of commercial interest and imporiance.
While University shall be responsible for making decisions regarding scope and content of

[ 38
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application(s)to be filed and prosecution thereof. Sponsor shall be given an opportunity to
review and provide inpu! thercto. University shall keep Sponsor advised as o aii
developments with respect to such application(s) and shall promptly supply to Sponsor
copies of all papersreceived and filed in connection with the prosecution thereof in sufficient
time for Sponsor to comment thereon.

If Sponsor elects not to exercise its option or decides to discontinue the financial support of
the prosecution or maintenance of the protection. University shall be free 1o file or continue
prosecution or maintain any such application(s). and to maintain any protection issuing
thereon in the U.S. and in any foreign country at University's sole expense. Such patent
applications described in this Section 5 of Article 7 and any patents derived therefrom shal!
not be subject to the terms of this Agreement.

Article 8 - Grant of Rights

1.

[

(V3]

In return for the support of the Project, University herebv grants to Sponsor an option and
right of first refusal to obtain an exclusive. world-wide. rovalty-bearing patent license under
all patent rights resulting from research performed under the Project. Such patent rights
include all pending and issued patents and any continuation. continuation-in-part, divisional
and reissue applications and reissue patents thereof. This option shall be for one (1) vear
from the termination of this Agreement.

University hereby grants Sponsor a non-exclusive. royalty-free right and license to use for
Sponsor's internal non-commercial research and developmentactivities all unpublished data.
know-how, materials and unpatented inventions or discoveries arising as a result of research
developed by University under the Project. reserving a night to University to use such subject
matter for any non-commercial uses.

Should University and Sponsor be unable to agree on the terms of such exclusive license and
should University within one (1) year from a breakdown of good faith negotiations between
Sponsor and University for such exclusive license establish more favorable terms for such
exclusive license with some other bona fide third partv. Sponsor will have the first right o |
an exclusive license under the more favorable terms.

In the event Sponsor has no interest in maintaining an exclusive license as set forth in this
Article 8. for a discovery or improvement resulting from the research performed under this
Agreement. Sponsor shall have the option of retzining a non-exclusive, world-wide license
10 any patentable discovery, invention, or improvement under this Agreement on reasonable
terms. and. in any event at rovalty rates no less favorable than those granted by University
to any third party licensee for equivalent rights.

Upon receiving notice that University has no interest in filing a patent application or
continuing the prosecution of any pending applications, Sponsor may at its option pay all
expenses required o file for patents or continue the prosecution of any pending applications.
University shall assist Sponsor at Sponsor's expense (including assigning such inventons.
patent applications or patentsio Sponsor) in filing. obtaining and maintaining such patents.
All such patents that are obtained by Sponsor at its expense under this Anicle § shall be the
property of Sponsor, reserving a right 1o University to use such Inteliectual Property for any
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non-commercial purposes
6. This Agreement shall not be construed to grant Sponsor or University any license or other
rights except as contained herein.

Article 9 - Confidential Information and Disclosure

Except as for the right of publication set forth herein. initial disclosures to Sponsor of research
performed hereunder shall be on a confidential basis. In no event shall Sponsor be obligated to
maintain such information confidential for more than three (3) years from the date of disclosure 10
Sponsor or one (1) vear from the termination of the research performed under this Agreement or any
extension thereof. whichever time period is shorter. If Sponsor discloses its Confidential Information
to University. University shall maintain such information confidential for three (3) vears from the
date of disclosure to University or one (1) year from the termination of the research performed under
this Agreement or any extension thereof, whichever time period is shorter. Information provided by
Sponsor shall be deemed confidential if it is marked confidential or stated in writing to be
confidential. If Sponsor orally discloses Confidential Informationto University Sponsor shall reduce
the disclosure 10 writing within thirty (30) days and mark it confidential. The above obligations of
confidentiality. with regard 1o both University's and Sponsor's obligations. shall not apply to:

1. information which is provably in the possession of the recipient prior to receipt hereunder:
information which is now or later becomes generally available to the public without breach
hereof:

information received from a third party having the right to disclose such information without
restriction; or

information which the disclosing party gives written permission to publish or use; or
information which is required to be released by law or a court order.

o
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Article 10 - Term and Termination

l.  This Agreement shall become effective upon the date first hereinabove written and shall
continue in effect for the full duration of the Contract Period unless sooner terminated in
accordance with the provisions of this Article. The parties hereto may. however, extend the
term of this Agreement for additional periods as desired under mutually agreeable terms and
conditions which the parties reduce to writing and sign. Either party may terminate this
agreement upon ninety (90) days prior written notice to the other.

In the event that either party hereto shall commit any breach of or default in any of the terms
or conditions of this Agreement. and also shall fail to remedy such defauht or breach within
ninety (90) days afier receipt of wrirten notice thereof from the other party hereto. the party
giving notice may. at its option and in addition to any other remedies which it may have ai
law or in equity. lerminate this Agreement by sending notice of termination in writing 1o the
other party 10 such effect. and such termination shall be effective as of the date of the receipt
of such notice.

Upon the giving. or receiving. of the notice of termination. both parties will make all
reasonable efforts to end expenditures under this Agreement during the notice period. Upon
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the end of the notice period University. upon billing. will be reimbursed by the Sponsor in

accordance with Article 4. If the Sponsor has provided Project funds in excess of University's
expenditures and non-cancelable commitments. such excess shall be returned 10 the Sponsor.

4. Subject 10 Article 8. termination of this Agreement by either party for any reason shall not

atfect the rights and obligations of the parties accrued prior 10 the effective date of
termination of this Agreement. No termination of this Agreement_however effectuated. shall
affect the Sponsor's rights and duties under Article 7 hereof. or release the parties hereto
from their rights and obligations under Articles4.5.6.7.8.9and 11.

Article 11 - Independent Contractor

In the performance of all services hereunder University shall be deemed to be and shall be an
independent contractor and. as such. University shall not be entitled to any benefits applicable 10
emplovees of Sponsor. Neither party is authorized or empowered to act as agent for the other for any
purpose and shall not on behalf of the other enter into any contract, warranty, Or representation as
to anv matter. Neither shall be bound by the acts or conduct of the other.

Article 12 - Insurance

University warrants and represents that University has adequate liability insurance. such protection
being applicable to officers. employvees. and agents while acting within the scope of their
emplovment by University. and University has no liability insurance policy as such that can extend
protection to any other person.

Article 13 Liability

Each party hereby assumes any and ali risks of personal injury and property damage atributable to
the negligent acts or omissions of that party and the officers, employees. and agents thereof.

Article 14 - Governing Law

This Agreement shall be governed and construed in accordance with the laws of the State of
Michigan

Article 15 - Assignment

1. This Agreerient shall not be assigned by either party without the prior written consent of the
parties hereto.
S This Agreement is assignable to any division of Sponsor. any majority siockholder of

Sponsor. and‘or anv subsidiary of Sponsor in which fifty percent {50%) of the outstanding
stock is owned by Sponsor.
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Article 16 - Agreement Modification

Any agreement to change the terms of this Agreement in any way shall be valid only if the change
is made in writing and approved by mutual agreement of authorized representatives of the parties
hereto.

Article 17 - Notices

1. If to Sponsor:

SPONSOR

INDIVIDUAL OR OFFICE
ADDRESS

CITY.STATE ZIP CODE

1]

if 10 University:
Contract and financial matters:

Michigan State University

Office of Contract and Grant Administration

Non-Government/Industrial/State of Michigan/Local GovernmentFoundations Section
501 Administration Building

East Lansing. MI 48824

Technical matters:

PRINCIPAL INVESTIGATOR
TITLE

DEPARTMENT or COLLEGE
BUILDING ADDRESS
Michigan State University

East Lansing. MI 48824

PPy

Notices. invoices. communications.and payments hereunder shall be deemed made if given
by registered or certified envelope, postage prepaid, and addressed to the party 1o receive
such notice. invoice. or communicationat the address given below. or such other address as
may hereafier be designated by notice in writing.

|1*
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IN WITNESS WHEREOF. the parties have caused these presents 10 be executed in duplicate by
their duly authorized representatives as of the day and vear first above writien.

{SPONSOR)

By

Titde:

MICHIGAN STATE UNIVERSITY

By:
Title:
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MICHIGAN STATE UNIVERSITY

Uniform Research Agreement

This Agreement is entered into as of . 19__ . between The Board of Trustees of
Michigan State University. which has a principal address in East Lansing. M. 48824 (hereinafter
referred to as the University) and (company name) {(company address)

(hereinafter referred to as the Company'):

WHEREAS. the University has personnel and facilities for carrying out the Project described in
Exhibit A; and

WHEREAS the Company is desirous of engaging the said personnel and facilities for carryving :
out the Project: '

NOW. THEREFORE. in consideration of the premises and the covenants and agreements of the
parties as hereinafter set forth. the parties have agreed and do hereby agree with each other 10 the
tollowing:

1. The University hereby agrees to carry out the Project in the manner and with the
personnel and facilities set forth therein.

2 The Company hereby agrees to pay to the University the sum of __ (Amount to be entered
in text and numbers)__Dollars, payable on a quarterly basis at the beginning of each
quarter. with the first payment due upon execution of this Agreement.

3. It is mutually understood and agreed that:

{a) This Agreement may be terminated by either party upon giving at least a thirty (30) day
notice to that effect to the other party. A reasonable adjustment will be made between the
parties to ensure the University 1s reimbursed for Project costs incurred 10 the date of
termination of this Agreement. Any funds paid by the Company to the University in
excess of Project costs will be returned to the Company.

{b) Unless otherwise clearly provided in Exhibit A. the University shall have the unrestricted
right of publication with reference to its activities and findings in connection with the
Project.

(c) Upon the completion of the Project, or upon the termination of this Agreement, the

University shall submit a written report to the Company informing the Company of the
Project activities and findings. The Company shail have the nght to be advised at ali
umes as to the progress being made in carrying out the Project.

1dy Patent rights arising as a result of the activities by University personnel during the )
conduct of the Project are the property of the University. EEEE
< The period of pertormance of this Agreement shall be from to and
including

e
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IN TESTIMONY WHEREOF. the parties hereto have caused this instrument 10 be executed. in
duplicate. by their officers. thereunto duly authorized 1o sign on behalf of their party.

Michigan State University

Name. title and date

Company

Name, title and date
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OFFICE OF INTEREGOTPRL PROBERTY

CONFIDENTIAL DISCLOSURE AGREEMENT

This Agreement, effective as of ., 1999, is entered into by

(Company) and MICHIGAN STATE UNIVERSITY (University)for the purpose of protecting the patent.
trade secret and other proprietary rights of Umversity and Company in the following subject matter.
which it may be mutually beneficial to disclose to each other for evaluation:

The parties agree as follows:

I

|

(5]

Neither party will directly or indirectly divulge to unauthorized persons any informationreceived

from the other party which relates to the subject matter of this Agreement, except as otherwise
required by law. Information to be subject to this Agreement shall be disclosed in writing or. if
it is verbally or electronically disclosed as confidential at the time of disclosure. its confidentiality
shall be confirmed in writing within twenty (20) days of disclosure by the party making the
disclosure.

Each party as recipient of such proprietary information from the other party will disclose such
information only to 1ts emplovees or agents for the purpose of evaluation, and any employees or
agents to whom such information 1s disclosed shall be informed of the proprietary nature of the
disclosure and of this Agreement and shall agree to hold such information in confidence a2nd be
bound by this Agreement in the same manner that each party is bound.

Neither party will use such information received from the other party for any purpose except
evaluation, testing. research, and related activities and will not disclose such information to
anyone except its employees or agents unless prior written consent is obtained from the party
providing such information or as required by law.

This Agreement shall be binding on both parties for a term of five (5) years from the efiective date
set forth above. except under the following conditions:

(a) If a party can show that such information was in its possession at the time of the disclosure:

or

() If the information disclosed by one party to this Agreement is or becomes publicly known
during the term of this Agreement otherwise than through a breach of that party's obligations
under this Agreement: or

(c) If the party later receives such information from a third party as a matter of right: or

{d) If such information is developed by one party independently of any disclosures made under
this Agreement, as evidenced by that party's written records.

To evidence their agreement to the foregoing, the parties have through duly authorized

representatives executed this Agreement.

MICHIGAN STATE UNIVERSITY COMPANY
B Bx:

Tl Title:

Liare Date:

SHOHCAN STATF
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MATERIAL TRANSFER AGREEMENT

In consideration of the mutual covenants contained herein and with the intention of being legally
bound under the laws of the State of Michigan. the parties agree as follows:

1.

19
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The parties to this Agreement are:

Michigan State University. 238 Administration Building. East Lansing, Michigan 48824
(hereinafter referred to as "MSU") and (hereinafter referred 10 as
"RECIPIENT"™).

The "Material” covered by this Agreement is defined as and includes the following:
(hereinafter referred to as "MATERIAL")developed by

RECIPIENT agrees that this MATERIAL will not be released to any person other than
the signatories of this Agreement except co-workers working directly under a signatory’s
supervision who have agreed to abide by the terms and conditions of this Agreement. No
one is permitied to take or send this MATERIAL to any other location, unless prior
wTilten permission is obtained from MSU: such permission will not be withheld
unreasonably.

This Agreement and the resulting transfer of MATERIAL constitute a restricted license
for RECIPIENT to use the MATERIAL solely for not-for-profit purposes. MATERIAL
will not be used for any purpose inconsistent with this Agreement. Upon completion of
the work for which this restricted license is granted. MATERIAL which has not been
destroved will be disposed of as explicitly directed by MSU. MSU retains title to the
MATERIAL, and RECIPIENT shall not obtain any ownership rights in MATERIAL.
MATERIAL is experimental in nature and it is provided WITHOUT WARRANTY OF
ANY SORT. EXPRESSED OR IMPLIED, INCLUDING WITHOUT LIMITATION
WARRANTIES OF MERCHANTARILITY AND FITNESS FOR A PARTICULAR
USE. MSU makes no representation and provides no warrant that the use of the
MATERIAL will not infringe any patent or proprietary rights of third parties.

RECIPIENT agrees that it will follow all applicable guidelines set forth by the National
Institutes of Health (NIH) or other governmental agencies regarding the use of such
MATERIAL.

w1
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The RECIPIENT shall be responsible for any and all import/export requirements and
regulations for the receiopt of such MATERIAL.

If the RECIPIENT intends to use such MATERIAL to determine it 2 commercializable
svstem can be developed as a result of the RECIPIENT having received this
MATERIAL. the RECIPIENT agrees to negotiate in good faith prior to marketing of
such products compensation to be paid by the RECIPIENT to MSU. Such compensation
may include royalties on the gross sales value of world-wide sales of such products

derived from the MATERIAL.

RECIPIENT hereby agrees. upon the request of MSU, 10 provide MSU with a report of
observations related to the MATERIAL by providing MSU with a report describing the
results of such research using the MATERIAL. To the extent that itis able. RECIPIENT

will acknowledge MSU's contribution.

RECIPIENT hereby grants MSU ai;lonexclusive, rovalty-free right 1o use for its internal
research purposes any information or new material developed by RECIPIENT using the
MSU MATERIAL. MSU agrees not to publish results involving RECIPIENT'S data
without citing its source and giving credit of authorship/creatorship to0 RECIPIENT.

provided that is desired by RECIPIENT.

This Agreement will terminate on the earliest of the following dates: {1} when the
MATERIAL becomes generally availabie from third parties. for example. through
reagent catalogs. {2) on completion of RECIPIENT'S current research with the
MATERIAL. (3) on thirty (30) days written notice by either party 1o the other. or (4) on

. 1999.

MICHIGAN STATE UNIVERSITY RECIPIENT

Name:

Tiile:

Date:

Name:

Title:

Date:
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MSU:4/99 ) COLLABORATIVE > TTEIMERT
AMONG
MICHIGAN STATE UNIVERSITY
and
DONIVERSITY
and
UNIVERSITY

THIS AGREEMENT is made and entered inte this __ da

and amcng UNIVERSITY, an institution of higher educa
), & non-profit corporation duly organized and existing

the State of . UNIVERSITY, an institution of
! r ). a non-profit corporation duly organized and existi:

et

the laws of the State of , and MICHIGAN STATE UNIVERSITY, an £
nigher education (hereinaiter MSU), a constitutional corporation
and existing under the laws of the State of Michigan.
; WITNESSETH
WHERIAS, inventors at MSU, and are colliabecrating ané continuse

te on research pertaining to and,
AE, certain intellectual property including pat
applicaticng way be derived from this collaborative researcnh 2
.S, the inventsrs agreed at the onset of the resear
nereinafter defined_in Section 1.1} would be a jein

.5, MSU, and wish to provide for the hanglinc and

Zivision ¢ the patenting costs and the monies received from any optien o

iicense cr license under said patent rights.
YIOW REFORE, in consideration of the premises and o©I the mutual
czvanants andé agreements contained herein and of other good andé valuabls
n cf the terms and conditions set forth below, the parties agree as

T Project" means & collaborative research program between MSU,
, invoelwving inventors and such other inventecrs who have
-

or may participate in this project supported by the U.S. under
contract number ticled, " " Contract") .
Iz ilectual Property" means patents, copyrights, ancé trademarks and anv
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Ownership” means two or more of the parties have emplovees Chal

coc-inventors, as defined under U.S. law, to Intellectual Property.

SECTION IT -- PROPRIETARY RIGHTS

2.1 Titls to Intellectual Property will be with originating insztizu
unless there is Joint Ownership, subject to the rights, if any, of the

erzl Government.

z.z a. “SU wili be responsible for the patenting
intsllectual Property with Joint Ownership.

ellectval Property with Jeint

s

et

ass.gnment & In
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‘.w111 be in control of all decisicns concerning patenting and licensing,

aﬁa said- institution-will 'retain 211 r-~yalties resulting frmm licensing.
c. In.all instances, counsel chosen to prosecute the patent application

éha*l be made aware of the nature of the Joint Project and shail be

chargec with defermining inventorship in accordance with law, after
~-s6liciting facts, if any, from each institution.

a._ Licensing of jointly developed inventions 'shall oniy e by mutual
ag ‘eement. MSU shall take the lead in identifying potential licensess
5 egot*at*ng llcense agreement (s) following consultaticn with
dlfo -

Invers ons developed by individual instirtutions under sponsorship ol
he Joint Project shall be available to the other two IZaswitutions
nrough a non-exclusive, royalty-free lTicense to use such inventions for
internal, non-commercial research purposes.

Otner £hstitutions or parties may be added to the Jeint Project via a
shbcontract cr some other mechanism for the purpose of facilitating the
research « MSU, and will remain the primary parties for the

frcebermlnatioﬂ'of patenting and intellectual property ownership and the

ozher institutions or parties which may be added to the Joint Project

‘shall  be secondary in the decision-making process pertaining Lo

grioprietary rights.

SECTION IJII -- EXPENSES

G

-
7

U.S. and foreign patent appllcatwons for Joint Ownership invencions shall
be filed, prosecuted and enforced as mutuaily agreec upon_ between MSII
and , @nd the parties will share the expenses thereof zs
rovided in Section 3.2 hereof.
nless agreed otherwise, all patent costs and legal fees incurrod =iver
, 1999 will be shared equally by the institltions contributing to
an invention, except that if any party objects to the fiiing or conzinued
prosecution of an application or enforcement of a patent in a particular
country, the other party may proceed at its own expense. 1II any party
proceeds on its own, the party declining to proceed shail have no righis
¢r interests in any patent rights for said country({ies}) in which it

declines To proceed.

C: ’U

SECTION IV -- INCOME

4

For Joint Ownership inventions MSU, ‘and agree to share
egually all income received from the licensing and commercialization of
the intellectual property or any other technology that wmight result from
the present and future collaboration on the Joint Project. In the event
gross rovaities do not cover the accrued legal costs expended by any
party with respect to jointly developed inventions, nRc party shall be
heid responsible for reimbursing the other.

SECTION V_-- ASSIGNABILITY

\n

s

iy

. A

Hone of the parties shall assxgn or transfer any of the rights under thnis
hgreement without the prior written approval of the other parties which
cproval shall not be unreasonably withheld.

ECTION VI -- FUTURE ISSUES

If anv disagreements arise, the parties will use best efforts ze
nsgctiate to resolve all differences. The collaborat:cnm ol MSU,

2 scientists is pa*amoun;.

This Agreere:: shall terminate with the expiration ol ths 1&st to expt:
1t developed under this Joint Project, or on akandcnment ci &
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S 'pétent applications developed under this Joint Project, provided such
apanaoocne=nt is by . mutual consent. i
SECTION VII -- MISCELLANEOUS

7.1 This ARgreement shall be construed in accordance with the laws o the
State of Michigan, except its conflict of laws provisions.
7.2 This Agreement sets forth the entire agreement and understanding betwesn

the parties 'as To the subject matter thereof and merges aii prior
discussions between them.

7.3 This Agreement may be executed in any number of counterparzs, anv cne of
which shall be deemed to be the original without ths productiicn of
others.

The parties have caused this Agreement to be signed in triplicate kv thair dulw

authorized representatives entered into the day and year first abeve written.

MICHIGAN STATE UNIVEZRSITY
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OPTION AGREEMENT

Grantor: Michigan State University

Grantor's
Address: Director, Office of Intellectual Propercy

Micrigan State University
228 John A. Hannah Administration Builc..:
East Lansing, Michigan 48824-1045

1]

Grantece: Company Name

Grantee's

Address:

Optioned

Rights: U.S. Patent or MSU I.D. Number YYYVYYY titlied
"AAAADARABRRAARABBAARAAAAARAATY; Inventor{s): RRERERRRR

Texrm: Effective Date: JJJJIJJIIJT 1, 1888
Expiration Date: JJJIJTIIIT 30, 18885

Cption

Price: XXX EXE KKK KX XKLXXKXNXXX KKK, (VY YYYYYYY)

1. Grant of Option. In consideration of payment of the

ption Price by the Grantee to the Grantor, receipt of wnich the
lrantor acknowledges, the Grantor grants the Grantee an exclusive
tion to obtain a license from the Grantor to the Optionec Rights,

accordance with this Option Agreement.

.

[N

1O
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S

Exercise of the Cption. The Grantee may exercise it

s
atr any time prior to expiration of the Term by giving

[

opTion

written notice signed by the Grantee to the Grantor at its address
stated above. The notice must be personally delivered or
postmarked before the expiration of the Term.

12%
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3. Cecnditions to License. In the event the Grantee elects t
exerclise 1its option, execution of a license agreement =2
fulfilliment of the fellowing conditions to license shall occu
within thirty (30) days after the Grantor receives the notice that
the Grantee is exercising the option. The Grantee shail vay to ths
Grantor the following amount and meet the following requiremenc a:
the time it enters into a license agreement with the Crantor:

a. Pay an initial license fee of NNNNNNNNNNNNNNNKX NNNNNNN
dollars (SNNNNNNN) and a royalty rate of NNNN NNNNNNNN
percent (NNNNN%)} of the net sales of Products (as defined
in the License Agreement), and

b. Provide the Grantor with a preliminary busine
acceptable to the Grantor which describes the s

roposed by the Grantee to commercialize the Optioned

Rights.

4. Terms of License. Terms and conditions of the license
agreement will be negotiated in good faith so as to result in =z
iicense acceptable to both parties substantially in the form of
Zxhibit A.

Failure to Fxercise Option or to Close. Ii the Grantes

tzils to meet the conditions to license and enter into & C

the time zllowed, this Option Agreement shall terminate and
rantor may retain the Option Price and shzll have no fur r
on to the Grantee.

o1l
rt
[N

€. Assignment. This Option Agreement shall bind and benefit
& parties' successors and assigns. Neither party may assig
rights under this Option Agreement without the prior written
consent of the other party.

7 Entire Adreement: Amendment. This Opticn Agreement
contains the entire agreement of the parties with respect to the
Transaction scribed in this Option Agreement, and nc prior or
simultanecus oral or other written representations oOr promises
shall be a part of this Agreement or otherwise effective. This
Uption Agreement may not be amended or released, in whole oxr in
TErI, =xzz2ot by a document signed by both partiss.

V2
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8. Iinterg-enation. The paragraph headings used in this
Option Agreement are provided for convenience of referencs only anc
shall not be used to interpret the provisions of this Option
rgreement . In the event any provision of this Option Agreement
proves to be illegal or unenforceable, the remaining provisions of
this Option Agreement shall be interpreted as if such illiegal or
unenforceable provision were not a part of this Option ARgresement.

To evidence their agreement to the foregoing terms and

Y

conéitcions, the Grantor and the Grantee have executed this Option
Agreem=ant below.

Grantor:

MICRIGAN ESTATE UNIVERSITY
'
ih_'ei
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Grantee:
COMZAENY NAME
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Appendix D

Presentations Given by
Prof. John Barton

1. Patents
2. Importance of IPR in Global Context

3. Special Forms of IP Protection
4. Impact of IPR on Trade

T e L 1 e e b A b M Ve S AL
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Patents

John H. Barton
Stanford Law School



Concept of the Patent System
Right to exclude

Incentive to develop
technology

“Contract” with the public
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Appendix E

Presentations Given by
Dr. Marsha Stanton

1. Plant Variety Protection
2. Plant Breeders’ Right/UPOV

e
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Plant Variety Protection

Marsha Stanton
U.S. Department of Agriculture
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IPR for Plant Materials - U.S.
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¥ ¥
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Intellectual Property
Protection for Plant Materials

Dept. of : ' Dept. of
commerce Agriculture

4
.

-Patent and : Agricultural Marketing
Trpdemark Office . gervice

Plant Patents Utility Patents
(A5 USC161) B5USC101) (TUBC 2312 e, seq)
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Plant Vanrety Protection Certificates
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PVP Certificate Owner can
Exclude Others from:

Selling or marketing the variety
conditioning a variety for sale
reproducing the variety

importing or exporting the variety
using the variety to produce a hybrid
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Exceptions to Owners' Rights

= Research

* Breeding
= On farm use of saved seed




Scope of protection

* the variety
* an essentially derived variety
* harvested materials
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Essentially Derived Variety

* is predominantly derived from another variety
(the 'initial variety’), while retaining the
expression of the essential characteristics that
result fyom the genotype or combination of
genotypes of'the initial variety;

* isclearly dlstmgunshable from the mltlal varlety
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Methocifs - Essentially Derived Variety

. selectlon of a:

~® variant individual from plants of the initial

¢ natural or induced mutant

¢ somaclonal variant, &
variety

backerossing

transformation by genetic englneermg

other method

ETEE
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PVP Projected Growth
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Plant Breeding Trends

Private
Science Years 1499

Change 90-94 160

Investment $M - 338

From: Frey, K. J. National Plant Breeding Study. Special
Report 98, lowa Agriculture and Home Ecobomics Exp. Station

geEST AVAILABLE corY

F ¥ r ' r L ¥ F L ] r 1 4




Plant Breeding Trends

science Years
. 700

600
600

400

300 — com
" sorghum
200 |  Sunflower
| sugarbeet
100 - Muskmelon

cotton, wheat
soybean
canola, rice

0

Hybrids ~ Pureline

&4 BEST AVAILABLE COPY



Utility Patents - Multicellular Plants

300
b0 ;"
) Plant or plant parts: -
o0 B Vegelables Total: 379 B Recomblnant &
200 1 B Other Qllseed plant |
an Séeey | Crops | [:] Somaticcell ¥, -
- 160 [l Other Grains fusion-derived "
| -] Soybean plant B
100 B Tobacco - [ Mutant
Corn i grafted
60
through June 17, 1997
) YA
' pEST AVAILA gLE COPY
] 3 ¥ i I ¥ ¥ ¥ 4 F r r r - ' ' . .




Plant Breeders' Rights
- UPOV Statistics

“Thousand:
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TRIPs Agreement™

!
Members shall provide for the protection
of plant varieties either by patents or by an
effective sui generis system or by any
combination thereof.

*Agreement on Trade-Related Aspects of
Intellectual Property, 1994

BESF AVAILABLE COPY
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~ Plant Variety Protection
Future Issues

« Use of Biotechnology

* Improving Communication &
Harmonization

o Essential Derivation
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m History of US law
B Who applies

B What crops

B Results
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PVPO Staff
B Commissioner: Ann Marie Thro

B Examiners (5):
- Grains, Fodder Grasses, Herbs, Tubers
- Fiber Crops, Turf Grasses
- Beans, Peas, Lettuce, Tomatoes
- Soybeans |
- Corn, Peppers, Flowers & Ornamentals

m Associate Examiners (6)
B Support Staff (4)
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To Apply:

H Application

H Seed Sample

H Fees
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Exhibit A
Origin and Breeding History

B Description of development of the variety
B Identifies source material

W Satisfies the full disclosure requirement
of "invention"
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Exhibit B: Applicant’s Statement
of Novelty

W Describe differences from:
- single, most similar variety
- most similar varietal grouping

- all other known varieties in the crop
Kind
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Exhibit B
Statement of Distinctness

m Differentiates from all varieties of public
knowledge

~ First of kind - differentiate from land race or
unimproved germplasm

— Most - select most similar variety or group of
varieties




Exhibit C _
Description of Variety

m Disclosure of morphological
characteristics
B May other descriptive information

— disease or insect resistance
~ isozyme profile
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Exhibit D
Optional supporting information

B Any trial data or supporting information

or information not requested on the
Exhibit C
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Exhibit E -- Statement of the
Basis of Ownership

B Why the applicant feels that they are the
rightful and only owner of the variety.

B Ownership - Why the applicant is the sole
owner of the variety

B Eligibility
- U.S. Citizen or Company?
- UPOV member?



Iy

Distinctness

m Examiner compares variety description
to information in crop specific databases

~ Previous U.S PVP applications
~ Public varieties

- Varieties from other countries
- Catalog descriptions

— Research articles




Uniformity

m A statement of uniformity must report
the level of variability in any
characteristic of the variety.

m Commercially acceptable variability is
allowed.

VA,
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Stability

B Applicant must indicate that variety is
oenetically stabile

m Statement should show the number of
cycles of seed reproduction for which the
variety has remained unchanged in all
distinguishing characteristics.
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PVPO Publications

m PVPO Official Journal, Vol 23
Index |

m Plant Variety Protection Act and
Rules and Regulations

m PYPO Homepage
(http:www.usda.gov/ams/pvptitle.hitm)
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Plant Variety Protection
Future Issues

m Use of Biotechnology

B Improving Communication
and Harmonization

M Essential Derivation
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Information
from
Applicant
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Plant Breeders’ Right/UPOV

Marsha Stanton
U.S. Department of Agriculture
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POV

International Union for
the Protection of
New Varieties of Plants

e

-

: ] L3
b v e bl Tt



What are the Main Functions of the
| UPOV Convention?

« the standard rules of novelty, distinctness,

sufficient uniformity, and stability for the grant of
protection;

e a minimum scope of protection:
2

* a minimum duration of protection and standard
rules for the annulment or cancellation of
protection;
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What are the Main Functions of the
UPOYV Convention? (continued)

* a minimum number of plant genera and species
whose varieties must be protected;

» rules for national treatment and priority which

regulate relations between member States and
provide the basis for cooperation.
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T'he Changes in the 1991 UPOV
- Convention

* The Standard Rules for the Grant of
Protection

/Ec
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Minimum Scope of Protection

1978 Act 1991 Act
Production for the purposes  Production or reproduction
of commercial marketing (multiplication)

Conditioning for the purpose of

propagation
Offering for sale Offering for sale
Marketing ‘ Selling or other marketing

Exporting / Importing

Stocking for any of the above
purposes

/67
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Harvested Material

1978 Act 1991 Act

Optional for States to extend Breeder’s right extends to
protection to the harvested harvested material,
material in their national

laws

o [f the material is obtained
through the unauthorized use
of propagating material, and

e [fthe breeder has not had
reasonable opportunity to
exercise their right in relation
to the propagating material

/6
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1978 Act

Varieties Covered by Breeder’s nght

1991 Act

The protected varlety

The protected varnety

By lmphcatlon, any varlety
not clearly distinguishable
from the protected variety

Expressly, any varlety not
clearly distinguishable from
the protected varlety

Varletles whose productlon
requires repeated use of the
protected variety

Varletles whose productlon
requires repeated use of

protected varlety

[issentially derived varieties .
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1978 Act 1991 Act
““Breeder’s ls | ~ [“Breeder’s exemption™ (unless covered
exemption” under essentially derived varieties)

I K ... K. .. K. .. E‘.M !ﬁr\-'ﬁ ﬁ-m E-nr-w E‘mw L.a E...»a E‘u,.-.ﬂ E*«ud ;.[.-m-...j !:;....,u E.‘-u-‘

Exceptlons to Breeders Rights

Acts done for experimental purposes

Acts done privately and for non-
commercial purposes

'The use of the protected variety as an initial source of
variation for the purpose of creating other varieties and
the marketing of such other varieties

* Acts done for the purpose of breeding other varieties and
acts done for the marketing of such other varieties (unless
they are essentially derived varicties)
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Minimum Duration

1978 Act

Trees and vines

18 years

1991 Act

~ 25years

Other plants

15 years

30 years
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Minimum Number of Plant Genera & Species

Genera/Species

On Accession'

1978 Act
Must protect “the largest
| Possible number of species

1991 Act

Must protect all

species

After Accession':

Years

Genera/Species

' New Members

/72,
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UPOYV/Plant Breeders’ Rights
Status of Countries --Feb. 1, 1999

1961/1972 1978 1991 Total

Non members Laws or based on UPOX. o )
Accession started 8 5 13
Accession not started 0 8 8
In- Progress 3 13 21

Non-members Proposed Laws 27 35
Totals 2 33 51 94’

«Includes 8 Proposals which are unclear whether UPOV bascd
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Appendix F

Presentations Given by
Dr. Karim Maredia

1. Intellectual Property Management

2. Technology Transfer: Biosafety, Regulatory

Approvals and Integration of IPR and

Biosafety
3. Capacity Building in IP Management
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Technology Transfer: Biosafety, Regulatory
Approvals, and Integration of IPR and Biosafety

Karim M. Maredia
Michigan State University
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What is Biosafety?

Biosafety encompasses policies and procedures
adapted to ensure environmentally safe applications

of technology
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Safety in Agriculture

Not a new concept
Safe laboratory practices and safe use of chemical

pesticides



Why Biosafety Considerations?

Biotechnology

Environmental and health concerns |
International trade (requirements of legally binding
international trade agreements)

Access to technology



Safety in Biotechnology

Insertion of alien genes into crop plants through
genetic engineering

Developing countries are centers of origin for many
Important crops
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Biosafety Issues for
Genetically Modified Organisms (GMOs)

Weediness

Gene flow
Pest/pathogen effects
Non-target impacts
Food Safety

13°
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Biosafety Issues for GMOs
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Weediness - the tendency to invade, survive and persist in
a new environment; to out compete other species

Potential to become an agricultural pest
Ability to displace native species
Potential to disrupt ecosystems
Selective advantage of new trait

X



Biosafety Issues for GMOs (cont’d)

Gene Flow - the movement of a transgene to other plants
by normal hybridization

Proximity of sexually compatible species
Reproductive biology, means of pollination
Potential for introgression

Selective advantage of new trait
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Biosafefy Issues for GMOs (cont’d)

Pest/Pathogen effects - development of pest resisiance;
change in virulence or pathogenicity; generation of new
plant viruses; change in host susceptibility

Frequency of resistance genes

Alternative pest control strategies
Management plans

Monitoring

Incidence of virus co-infection

Evidence of naturally occurring recombination

|\ 52



Biosafety Issues for GMOs (cont’d)

Non-target Impacts - deleterious effects of transgenic
product on nontarget organisms

Concentration of new protein or compound
Stability in the environment

Presence of susceptible organisms

Effects on beneficial organisms



Biosafety Issues for GMOs (cont’d)

Food Safety - toxic effects of transgene food products on
human and animal healith

® Allergic reactions
® Antibiotics resistance

18>



Biosafety in Relation to Trade

Three binding international agreements

Agreement on Sanitary and Phytosanitary Measures
(SPS)

International Plant Protection Convention (IPPC)
The Convention on Biological Diversity
(CBD)/Biosafety Protocol (BSP)



Capacity Building'in Biosafety

Biosafety policy development (guidelines,
regulations)

Biosafety regulatory structure

»  National biosafety committees

»  Institutional biosafety committees

»  Biosafety officers

Procedures for implementing policy
Biosafety containment facilities
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Issues for Developing Countries

Develop flexible guidelines and design a flexible
review process

Implementation of guidelines/regulations is a real
challenge; cooperation among ministries 1s required
The biosafety review process must be less
bureaucratic and fit with the existing plant quarantine
system

There is no “zero risk” to any technology; risk vs.
benefits must be evaluated on a case by case basis.
Regional and global harmonization of biosafety
guidelines

Communication with general public and consumers



Integration of Biosafety and IPR

For a successful technology transfer, both biosafety

and IPR should go hand in hand
MTAs, research agreements, and License agreement
should cover both IPR and biosafety issues



Biosafety System in the U.S.

@ Federal agencies (USDA/APHIS, EPA, FDA, NIH)

USDA/APHIS: Regulates the importation, inter-state
movements, and release into the environment of

transgenic plants and animals
EPA: Regulates the environmental releases of

microorganisms and GMOs having pesticidal
properties

FDA: Ensures the safety and effectiveness of
genetically engineered products such as food and
feed, food additives, drugs and biologicals

NIH: Laboratory research is subject to NIH

guidelines
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e State agencies (State Departments of Agriculture)

e 1ocal institutions (Institutional biosafety committees)
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Intellectual Property Management

From Handshakes to Formal Agreements

Karim M. Maredia
Michigan State University

144



Changing Landscape of Technology Transfer

Informal free exchange to formal legal process
Handshakes to formal Agreements

192
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Driving Forces for the Changing Landscapse in
Technology Transfer

GATT/WTO/TRIPS Agreement

CBD

Biotechnology

Privatization

Consolidation of plant and seed industry

4%
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Intellectual Property Rights may cover both research
inputs and outputs

A. Examples of research mputs:
« Patent on a gene sequence
»  Copyrights on laboratory procedures and
experimental techniques

B. Examples of research outputs:
e Plant Variety Protection (PVP) on a new variety
 Plant patents

13y
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Managing Intellectual Property is a complex exercise we

i
L
Intellectual Property Management 2

Management challenges:

Recognizing the value of technology

Creating general awareness of the importance of IPR
Developing an IP management system

Building functional national and institutional IP
policies -

Enforcement/implementation of IP policies
Institutional support and commitment
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A. Recognizing the Value of Intellectual Property

Recognizing the value of IP is the first step towards
building an [P management system
- Recognition has to be at all levels -- national and

institutional

144
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B. Creating General Awareness and Education on the
Importance of IPR

® General awareness and education of policy makers,
senior administrators and scientists
e Mechanisms: seminars, internships, workshops, etc.




C. Developing an Intellectual Property
Management System

Establishing an IP management focal pomt or technology

transfer office
® Focal point can be a main contact point for everyone

to get help in IP management

e [Licensing, patenting, MTAs, CDAs, negotiations, etc.

® Focal point can serve as a business office for
technology transfer

14%
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D. Building Functional IPR Policies

National

Institutional

Regional

Harmonization of IPR policies
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E. Enforcement/Implementation of IPR Policies

Enforcement mechanisms and framework for

1mplementation
Cooperation among different Ministries



F. Institutional Support and Commitment

Financial support
Human resources for 1P management
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The Impact of Bayh-Dole Act

More than 200 universities engaged in technology
transfer

Over 1000 patents are issued each year to the
universities

University technology transfer adds more than $21

billion to the economy

Royalties earned by academic institutions are used to
help advance scientific research and education

New partnerships between university and industry for

the benefit of society

202
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The Bayh-Dole Act

The Bayh-Dole Act (P.L. 96-517, Patent and Trademark Act Amendments of 1980) created
- many fadenl agencies that fund research, enabling small

- g uniforma patent policy amedy . w2

businesses and non-profit organizations, including universides, to retain tide to tnnovations
made under federally-funded research programs. This legislation was co-sponsored by
Senators Birch Bayh of Indiana and Robert Dole of Kansas and was enacted on December

12, 1980.

Some of the major provisions of the Act include:

- Non-profits, including universities, and small businesses may elect to retwin title to
" innovations developed under federally-funded research programs.

Universites are encouraged to collaborate with commercial concemns to promoes the
utilization of inventions arising from federal funding: .

Universites must file pants on inventions they elect to own;
Preference in licensing must be given to small businesses;

The government retains a non-exclusive license to pracdcs the patent throughout
the world; and,

The government retains macch-in rghts.

» The Act encouraged universides to participate in technology transfer activines. Prior to
Bayh-dole, fewer than 250 pateats were issued to universites each year. In the past
few years, US universities participating in the Survey have averaged almost 1,500

patents annually.

e There are now roore than 200 universities engaged in technology transfer, eight tmes
more than in 1980, as evidenced by the membership of AUTM.

e Technology transfes—specifically the licensing of innovations—adds more than $21
hillion to the economy and supporis 180,000 jobs each year. It has helped to spawn
new businesses, create industries and open new markets.

+ Furthermore, an 120% increase in US patent applications and 2 68% increasein
licensing from FY 1991-1995 indicate that the transfer of technology from academic
institutions to the private sector will continue to grow in the next decade, generating

future economic growth and health benefits.
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‘Intellectual Property Management at
Michigan State University (MSU)

MSU has IP policy: Any invention developed using MSU
facilities and funds are the property of MSU

The Office of Intellectual Property (OIP) serves as a focal
point at MSU for IP management

- OIP established in 1992

OIP handles inventions developed or created by MSU
faculty, staff and students, including protection,
licensing and marketing of IPs

OIP assists in the development of MTAs and research
agreements

OIP serves as a negotiating and licensing body for the
university

OIP helps generate over $12 million per year in
royalty earnings

OIP assists in the establishment of incubator
companies based on MSU technologies

OIP is involved in IP education, networking, and
publishes information booklets on IP topics

2oy
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Net Royalty Income
on a Particular Patent

First S1,0CO

Next $100000
Next $400,000C
Next $500,000
All additional ne:

royaities over
$1,001,000

Inventor(sj
100%
334%
20¢

20%

15%

Academic
Units

15%

University
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Technology Transfer

. Licensing of technology

MTAs
License Agreement
Option to License Agreement

Sell the technology

Give away free
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Intellectual Property Management: Conclusions

Education and clear communication between all the
parties

Importance of having appropriate agreements 1n place
Respecting rights of all parties

Integration of IPR mto other relevant challenges, such
as biosafety and business development
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Total Service ‘
Capabilities

AKs

TP Management

I

;

"fagemenl Admlnlslrallon | Advice/

Protection  Commerclal  Assistance M

Assessinent Assessment Nelworking Agreements Revenues

Policles
Tradenark Marketing Linkage Breach Commitments Procedures
Opinions Exploitation Collaboratlon Licences Cosls Acls
Patent Promotion Negoliallon Patents PSIA Unlformity
Know how Studies Llcensing Obligations Awards Conllicls
Copyright Liaison Strategy Trademark Royallies Litigation
Training Record Recoveiles Infringement
Copyright Direclives
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Integrated Approach to IPR Capacity Building

Awareness creation

Human resource development
Institutional and policy development
Information access and networking

A9
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Awareness Creation

Proper awareness must be created among the general
public, policy makers, scientists and administrators
Various mechanisms may be used, such as seminars,
workshops, etc.

2/
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Human Resource Deveclopment

IP Management

Legal expertise

Technical expertise

Business expertise including negotiation expertise
Database management

21/
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Institutional and Policy Development

Development of IP management focal
points/technology transfer offices

Potential role of intellectual property/technology
transfer offices

»  Education and awareness

» [P policy development

»  Protection and licensing of IP

»  Networking

»  Creation of new start-up companies

»  Service to society

L&
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Information Access and Networking

Appropriate information is key to IP use and
management
Different parties require different types of

information
Worldwide patent information

i3
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IPR Capacity Building

Continuing process
Institutional and financial commitment

Human resource development
Regional and global cooperation
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Appendix G

Presentation Given by
Mr. Atef El Azab
Councellor, Egypt

Current Status of IPR in Egypt
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Current Status of IPR in Egypt
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Current Status of TPR in Egypt.
by
Counseller ATEF ELL - AZAB

Introduction:
R éjquk v a pioxesa in [fR b.ﬁawouﬁ? easll
Just after the end of the world second éar Egypt restored its

Sovereignty over its legistative authority by which it abolished the

mixed cmiflﬁ “%‘n’&wissued a new civil cHA& 7, Ao nexl ] 11Ssued its
law concerning Patent Rights, Designs and industrial Bodels law
No. 47 of 1949 which is st:ii in force now.

Just after the establishment of “Aseri”rke Agricultural genetic
Engineering Research Institute “ Ageri succeeded in obtaining the
first agricultural patent to be registered in Egypt and another patent
registered in U.S.A under the law; and regulatioq,ﬁ U.S.A.
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Ctakof Intelleettial Property Ri
: by
ounselot Atef £1

This paper deals with the Intellectual Property Rights

concentrating on the field of patent rights which has
wide-spread discussions whether before GATT or after,
also its relevant issue of Transfer of Technology as an
interesting new field espec?ally for developing countries
and the relation of these two aspects to Agriculture, the

main econcmic resource in Egypt.

1. National Perspective

a. Current 8tatus Of intellectual Property Laws

Inspired by the Paris Convention for the protection of

*. .’ Indiustrial  Property . done on March 20,1983, Egypt issued

‘Law _ on Patents, Designs, and Industrial Models No.132 of

1949 - modifie@ ~ by Law No: 47 of 1981. Thé'pain features
of this LaQ- are the protection of any new inveﬁtion
industrially exploitable whether relating to new
industrial products, to new methods or process of
manufacture or to new application of methods or processes
of manufacture already known. Ko patent shall be granted
for inventions relating to substances prepared or
produced by chemical processes and intended for food or
medicine, except when the substances are prepared or

produced :by special chemical processes or operations in
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which case the patent shall only cover such methods or

processes of manufacture and not to the substance itself.

A Register shall be held by the Academy of Scientific
Research and Technology to record all inventions and
particulars relating thereto. The rights of an invention

made by a worker or employee during working hours shall

- vest in the employer. The term for a patent shall be 15

years from the date on which the application was made.

section 2 of this Law governs the procedures of applying

- for patents. Should an application fulfill the .

conditions set forth in this section the Patents Office
at the -"said Academy shall publish it in the manner laiad

Loncerned
down in the Executive Regulations. Anyl person coiaarned

may .;gggpn n/;e;xcgt;ﬂh objectggg to the issue of the
patent._AJ;:he ocpposition gﬂﬁ;l_he settlied by a spec1al

_3ud1c1al committee. The committee'’s decision is liable

to contestation pefore the Administration Court of the
1s +héen

state Council.  The patent shell—be issued Dby the

competent minister.

Section 3 deals with the assignment of the patent, its

pledge and seizure.

Bection 4 deals with compulsory licenses and

expropriation of patents for public utility.

249
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Bection 5 deals with the termination of a patent and its

revocation.

The seccond chapter of the Law is devoted to the designs

and industrial nmeodels.

The explanatory memorandum of the Law affirms that the
food products are excluded from the domain of the Law on
the argument that they do not constitute ‘an invention as
described by the Law and that the monopoly of producing

such products hurts the public health.

It is noteworthy that as from 1971 a Presidential
Resolution No.2617 of 1971 vest the responsibility of

patents to the Academy of Scientific Research and

“en & pelet O 2

Technology, [>1eavin he designs and industrial models to
7/

the Ministry of Supply and Internal Trade as before.(f'ﬂ‘ 7

iy f e 2354

As for other kinds of IPR laws an important Law No. 14 of
1968 amended by Law No. 34 of 1975 and Law No. 38 of 1992
spread its protection to copyright and related aspects as

per Bern Convention of 1971.

. Proposed Changes In IPR Lavws

decode . .
Law no.l32 of 1949 on Patents, Designs and Industrial
Models was subject to many proposed changes during last
decade. The first changes were done before GATT and the

last version done after Egypt's participation to GATT.

Y
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Before GATT it ;;s_ ﬁotiéed' that this - Law has to be
changed to enc;urage the Egyptians to invention , to
éstablish a scientific cadre and to introduce basic
changes inspired from daily.work and the public interest.
The proposed changes were:intendéd té give the employees
the right to have the o§nérship of their invéntion.and
" not to the employer unless otherwise agreed upon, also to
ingert the utility model as it is easier for Egyptians as
it is a new shape or composition for a tool or implement,
to introduce the full technipal inspection of the patent,

and tc¢ make a 1link Dbetween the Patent Office and the
factories jutility Model Law, 1968).

The najor change which was inserted in the draft, aa.;ZQ\
-_-__-"'-"-——-

—_

kehopsi airo, was to introduce

— U

the food or pharmaceutical product as a patentable

subject hatter and to have the full term of protection,

IF uge mmoilas foad

-not:- only ‘for-a 10 year process patent protection.' These

wg3;g5gggﬁz:iﬁgsaégéfjshecsiaet that the laws of -nature,

physical phenomena and abstract ideas have been held not
patentable, but 1in case the clainm is devoted to a
nonnaturally occurring manufacture or composition of
matter - a product of ‘human ingenuity having a

distinctive  name, character and use, then it is

patentable subject matter. { Supreme Court of USA case
no.7¢-136 Commissioner of Patents and Trademarks V.

Chakrabarty, June 16, . 1980)
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After , GATT and pertizTipationr—oft=Egypt—to the World Trade
/ . Conclusion ‘
Organization (WTO) and the/ s censiuded—afier
Uruguay Roundff especially Trade-Related Aspects of
Intellectual Property Rigﬁts ( TRIPS }, many amendments
were added to the draft such as:
1- Increasing the patent term to the new infernational
norm of’zo years from filing the application.
2~ Deleting the existing provision that permits the
government to expropriate patents for public utility and
instead permits only compulsory licenses in certain cases
with fair remuneration as outlined in TRIPS.
3- BAsserting that the patent protection covers all fields
of technology as ocutlined in Article 27 of TRIPS. So the
text 'of the draft reads as follows: An invention patent
shall be granted in accordance with the provisions of
this Law, for every new innovative step feasible for

industrial’. eXploitation whether in connection with new

- industrial  products, new industrial ways or means or new

applications of industrial known ways or methods. It is

uﬂderéfood- that the word in&ustéial is taken by its wide
meaning to include agriculturgAfoodstuffs, medical drugs,
pharmaceutical compounds, plant species and
microbiclogical processes and-their products.

4- Inserting other new provisions stated in TRIPS such as
exhaustion ( Art. 6 of TRIPS which considers the owner of
a patent exhausted his marketing rights .  in case of
marﬁetinq his product in any country. )}, the institution
of the mail box ( Art. 70/8 ) concerning the application

of pharmaceuticals and food products, the grant of
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exclusive marketing rights ( Art. 70/9 ), protection of
existing subjecf matter ( Aart. 70/7 )}, the use without

authorization of the right holder ( Art 31).

It is noteworthy " in this concern that according to the
Egyptian Constitution { &art. 151 f any international
convention - which Egypt participate in by ratification
according the provisions of the Ceonstitution, coﬁstitutes
a | law as any law in the Country having its mandatory and
applicability character. As the Presidential Resolution
No. 72 of 1895 agreed to the participation toc World Trade
Organization 'and to the Agreements of Uruguay and the
House of Common agreed to that in its session on April
16, 1995 and then the President ratified it on April 19,
1995ﬂ then this Agreement became an internal Law in the
‘ceuntry.

5= As for the transitional perlod provided for in Article

77365 of TRIPS which entitles. developlng countries to delay

the application of the Agreement concernlng the

-'pharmaceutlcal and food products a period up to 10 vears,

a (great debate in public arose and still continuing. 1In
brief the industrial pharmaceuticals insist teo have such
period in full so as to have time to arrange themselves
to face the werldwide competition (Kabir, 1996), the
other sectors ( agriculture, trade and culture ) tend to
execute the TRIPS right now, so as te encourage

investment. The last decision is to the House of Common

. when submitted to it by the Cabinet of Ministers



(Federation of Egyptian Industries Report of May 1996)

. (Federation of Eéyptian Industries Report of April 19296).

c. Relationship between IPR and Agriculture:
In spite of the fact that Law No. 132 of 1949 and its
explanatory memorandum state that the word industrial
mentioned ‘in Article 1 concerﬁing the patent subject
matter include the use of patent in agriculture, the said
memo  excludes the inventions pertinent to foodstuffs and
phafmaceuticals compounds, having only 10 years

protection for its process.

Such attitude which includes genetic engineering shall
not help the promotion, development, and investment which
the country badly needs. Genetic Engineering offers

‘major. . tools to enhance agricultural production as

" "agriculture’ represents the spearhead of socio-economic

" developnment. o Biotechnology research cffers new

“apprcacheﬁ t;m ééficultural sugéainability whereby human
requirements may be met and tackled, the environment
shall become enhanced rather than destroyed. Failure to
develop appropriate biotechnology applications and

inability to acguire technology developed elsewhere could
deny Egypt timely access to new important advances (M.A.

Madkour, Cairo, 1996, personal communication).

The new draft law overcomes such lacunae in the current

law as the draft states expressly that it applies to

z
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procedure of reg1strat30n of the seads.

Law of Agriculture No. 53 of 1966 and its“mendements as wei;;s
executive ministrial resolutions prohibits the production and
marketing of the agricultural variety crops unless registered in the
ministry of Agriculture. Such registration $%ahe done after being
subject to experiments of three years to verify its harmony and
distinguishness as well as taking its genetic print. A special
committee established by the minister of gt Agriculture is
concerned with verifying the applications for registration of the
agriculture variety crops, its names and cancellation,

Therefore the rights of the breeder is limited to what he may gain
from the contract between himse!f and the customer.

It is essensial to have a new law to protect the breeder as outlined

in the International Agreement concerning the plant Variety
Protection.

A draft law has been done in this concern as a means to join this
International Agreement.

To my knowledge it is still under discussion in the ministry of
justice. Why? They want tomix this draft law with the draft law of
patent rights, andthe draft one of designs industrial mode}as well

as law of copyright to be in one Code.
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to - prevent the abuses which might result from of

exclusive rights conferred by the patent.

As EJgypt since decgdes ago aimed to wide

industri&li;ation and adapted various plans for this
target and as the acquisition of foreign technology was
an important method, the .country began to conclude
licensing agreements with the world outside. During the
sixties and up to 1974 it has no freéedom to chose its
needed technology for some sectors on scientific,

technical and eccnomics ﬁases. The main target was to
the building of many factories supplied from eastern
countries, with o¢ld technology. It was rare to find a
separate  technology agreement. Most of agreements

included only project study and report, engineering

studies, supply of machinery and equipment, technical

_.assistance,’ start-up tests, training and some legal

" terms.

" after the vépén;door policy in the year 1974 and many

agreements were concluded with the west countries, the
need was s0 great to have license agreements in which the
licensor authorizes the exploitation of a patent and / or

the mere know=how.

Many difficulties arose in discussing such agreenents as
the 1licensor found it an opportunity toc impose unfair

terms and conditions such as :

]o
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1i- Demand-f;;-éxorbitant royalties for the license to be
paid whether luﬁp-sum and / or running royalty for a long
period of time.

2:‘ Obliging the licensee to buy the machinery, equipment,
spare parts and raw material from the licensor under high
prices. -

3- Limiting the right of license to a specific project.

4- Rejecting the free exchange of any amendments between
the two parties. |

5~ Limiting the right of the 1licensee to export the
preducts as to certain countries and / or specific
prices.

6- Imposing guarantee c¢lauses not sufficient for the

licensee. .

As the UN General Assembly during the seventies gave

‘;grgéter. attehtion to the transfer of téchnology aiming at

'*'faciliféting‘ the. same to developing countries and the UN

Conference on Trade: & Dévelopment ( UNCTAD ) had
conducted many sessiéhé between developed and developing
countries to issue an international code of conduct
including the fair terms of conditions for the transfer
of technéiogy to developing countries, Egypt participated
in these successive sessions, but no agreement has been
reached till now. Therefore the Academy of Scientific
Research and Technology appointed a special committee to
prepare a draft law for organizing the contract of
transfer of technology. This draft law which was

inspired by the UNCTAD sessions and the Mexican Law on

It

—
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licensing, has not been agreed upon yet as opposéd by

some sectors on the ground that it contradict® . the open

- - -

door peolicy (El-azab, 1995)., = - - —'-
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Nevertheless, the General Orqgani-ation fo:
Industrialization as a governmental Body responsible for
planning and encouraging industry projects, gives a lot
of free services, devices, coﬁsultancy workﬁ including
evéluatibn and preparation .of technology agreements to
help the Egyptian firms in signing agreements on
reasonable technical, financial, economical and legal
conditions such as :

a) Inform about main technology scurces

b) Evaluate the draft contracts before signing

c) Feollow-up the techneclogy supply phase

d) Help _ﬁin solving any problems that may happen between

" the two ﬁaffies

Other methods . of technology +transfer may rise By the
establishment by a foreign firm of a plant producing its
goéds under a new invention, alsoc by a new type of
licensing what so called franchising in which =a

franchiser provides a standard package of products,
systems and management services. Examples : McDonalds

Restaurant, Kentucky Fried Chicken, Coca Cola, Pepsi
Cola. This kind of licensing has been spread all over

the country during recent years.

f2
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b. Commercialism and Investment

In order to enhance development in the Country, a special
Law was issued to encourage investment. Law No. 43 of
1974 amended by Law No. 230 of 1989 specifies that the
capital subject to investment according to this Law shall
be deemed to mean seven iteﬁs bétween which is the

tangible assets such as patents . and trade marks

registered with member . states of the International

Convention for the_Protecﬁion of Industrial Property or
in " accordance with the rules of international

registration contained in the international conventions
concluded in this respect and held by residents abroad
and pertaining to the proﬁects.' Therefore IPR plays a
big role in the development through investment.

In reality the adaptation of IPR in Egypt encouraged the
investors to put their capitals in various projects, as

-

«t#ey;;féitﬁsafe for their patents and / or Know-how. This

" mere _ idea - applies to any kind of investment whether in

the field of industry, agriculture and pharmaceuticals in

which Egypt needs them bad.

Although the percentage of the patents of Egyptians to
those of the foreigners is only about 5 %, the Country
feels it urgent to clear the way for investment by

encouraging those projects that have more technology.

Recently in July 1996 the new government issued 24 Laws
and Regulations encouraging investment whether by way of

reducing or abolishing taxes and fees or shortening or

3
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abolishing the procedures and / or formalities for the

invested projeccts.

Linkages To International Organizations
Egypt part1c1pated by Law Neo. 165 of 1950 to the

follow1ng Internatlonal Agreements-

' 1- Paris Conventlon for the ©Protection of Industrial

Property done on March 1883 and its ameﬂdments.

2- Madrid Convention for the registration of Trade and
Industrial_ﬁérks done on April 1891 and its amendnents.
3- The Hage Convention for International Doposit of Trade
and Industrial Marks done on November 1925 and its
amendnment.

4- Madrid Convention for Ceographical Indications done on

April 1891 and its amendments.

A;Acdordingly:. Egypt participated in the Paris Union and to

the Bureau for the Protection of Intellectual Property (
BIRPI ) and then to the World Intellectual Property
Organization (WIPO) which succeeded BIRPI as from 1567 by

the Agreement done on July 1967 in Stockholm, Sweden.

WIPO gave much assistance to Egypt in the field of
protecting 1its industrial property according to Art. 4 of

the said Agreement.

Also Egypt participated in the Food and Agriculture

i

Orgaﬁization { FAO ) according to its rules.

tle
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Another kind of cooperation exists between Egypt and the

~

. United Nations for. Industrial Development Organization

UNIDO ) which Egypt is a member since its establishment.

The purpose of UNIDO as Art.2 of its establishment is to

-promote industrial development by encouraging the
mobilization of national and international resources to
agéist in promoting and accelerating the

industrialization of the deveioping countries with
particular emphasis on the manufacturing sector. The
firsﬁ Executive Director was an eminent Egyptian. At the
ocutset of industrialization by adopting various plans,
Egypt received much assistance from UNIDO through loans,
technical assistance and training.

Egypt participated also in other United Nations

Organizations such as UNCTAD, UNESCO, WHO and ILOD.

lus ation o R_A i io
Egypt . .
According to the patenti records held at the Academy of
- e
Scientific Research and Technology ne havse been

granted to Egyptian scientists in the <field of

h ) .
agriculture 3 i tent—granted‘tc
[ S ./
the Agrlcultural Genetlc Engineering Research Institute ¢(
b&u r
AGERI

Ci?/k.:. i G«Ml tiwz mww r,,ma/t.LJ-L :.,.;ﬂ.,n, R
Rénead Tratlads Cenks, s

ﬂ 7;/\0 2GERI —bas_recently —ohtajnede—a patent on a biclogical

.

insectisidal gene isolated from the indegineous bacteria

(Bacillus ‘thuringiensis) from the natural habitat in

sclieant st

ﬂ?ubma(,
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Egypt. This _patent is the first of its kind to be
obtained in Egypt for biotechnology and molecular biology

related products. (M.A. Madkour, Cairo, 1996, personal

communication), Fhin f“ibnk hao leen 20h o vadnsTled

crusz i 5&?

#Q%%azW'eﬂf**‘”““ Qn}nwdhlxz;U ,IP %3¢L~ f{£ name /%;

in Egypt.

5n:ae§ﬁ=i'_“7hnra\ - .
65&1&:7 & 'Ut-é‘)f\c,‘\'m & n“,\O?(/{z«l" CA,\U.S\H' accad ne

ot ~adel of U.S.A

Concerning blodlversity aws, Egypt participated in the
Biodiversity Agreement concluded with UN Environment
Programs in Rio-de-Janeire, Brazil on June 5, 1992, It
became a Law by the ratification issued by the Egyptiaﬁ

House of Common on May 6, 1994. No other local laws have

been issued.
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Ms. Jaleen Moroney
Mr. Moustafa El Shafir
Atty. Judy Winegar Goans

SIPRE Project, Egypt

Intellectual Property Rights:
Capacity Building and Assistance
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Egypt’s Laws and Requirements of TRIPS

The Agreement on Trade-Related Aspects of Imellectual Property Rights ("TRIPs
Agreement") sets mintmum standards for WTO member nations or inteilectual property.
Each WTO member nation agrees to adopt and conform its laws to these standards but is fae
to determine the appropriate method of implementing the provisions of the TRIPS Acrsamer:
within its own legal system and practice. The TRIPS Agreement ertered into forcz on
January 1, 1995, Egvpt’s situation is summarized as follows:

Genera| Provisions Required by Jannary 1, 1996

Pans Convention Articles 1 - 12,19 Comment: Egypt is a member of zhe Paris
National treatment Convention
Most Favoured Nation Treatment

Copyright and Related Rights Required by January 1, 2000

Bemne Convention Comment: Egypt is a member of the Berne
Protection for computer programs, Convention and revised its copyright laws in
phonograms, and cinematographic 1993-94

works + Egyptneeds to strengthen its protection
Protection for performers, producers against unauthorized recording of live
of sound recordings, and broadcasting performances and broadcasts
organizations

Trademarks Required by January 1, 2000

Conditions for protection of a mark The Trademark Law shoulé be amended 0
» Provide new definition for “mark™ and “weli-
known mark™ 1o correspond to TRIPS
definition
¢ Prohibit third-party use of idemrical merk for
goods and services that are not identica! or
similar 10 the goods and services that the
registered mark identifies
Rights of the owner e Add new “fair use” exception 10 a regiswant’s
exclusive rights to allow for use under certain
conditions by a third partv without the
registrant’s permission
» Offer opportunity for judicial review of final
administrative proceeding in the Trademark
Office
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Patents (continued)

Patents (continued)

Parentahle subjsct matier

Rights conferred

{se without authorization of the
owner

Judicial review

Term of protection

Process patents: burden of proof

Patents (continued)

Patentable subject marner

Integrated Circuit Layout Designs

rotection for topographies of
integrated circuits

QOther Areas

Protectrion of Undisclosed
Information

Agreement, a patent applicarion has been filzd

and a patent granted for that product in
another WTO Member and marketing
approval obtained in tha: Member

Required by January 1, 2000

Egypt needs to

« Amend its patent [aw 1 provius paent
protection for non-microbiological piants ang
animals or

» Adopt a plant vaniety proisction law

Egypt neads 1o amend its patent law to

e Clarify the rights provided by listing spacific
rights of the patent owner

+ Limit its compulsory license provisions

e Prowvide oppormunity for judicial review of
decision to revoke or forfeir a paten:

¢ Provide a term of at least 20 vears rom fling

¢ Provide increased protection for process
patents, including a reversal of the burden ¢f

proof
Required by January 1, 2005

+ Egypt needs to amend 1ts patent law to
provide full subject matter protection,

including protection for chemical products for

foods and pharmaceurticals
Required by January 1, 2000

+ Egypt must enact protection for integrated
circuit layout-designs {1opographies)
consistent with the [PIC Treaty (io which
Egypt is a party} and other provisions of
TRIPS

Required by January 1, 2000

Some changes are needed in these arsas in orcsr

1o me=t TRIPS standards

Comment: Egypt’s law provides protection for
undisclosed information in a wide vanety of

specific circumstances, but some amendmenis are

needed
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Intellectual Property Rights:
Capacity Building and Assistance

Synopsis of a Speech Given by Jaleen M. Moroney
April 18, 1999 at the APRP Seminar

The purpose of the Strengthening Intellectual Property Rights in Egypt (SIPRE)
Project is to strengthen :¥x in Egypi in order to promote investment in Egypt and
promote overall growth and development of the private sector. The Project is in the
third vear of a five-vear contract.

The assistance activities of SIPRE include:

+ Technical assistance to the industrial property offices,
Commodity assistance to the industrial property offices,
Training in intellectual property
1 egal assistance in preparing guidelines
Support for necessary legal and regulatory changes.

Particular emphasis, at least in the early years of the project, is given to improving the
industrial property offices: the Patent Office, the Trademark Office and the Industrial
Designs Office.

The goals of the capacity building of the Industrial Property Offices are:

Reliable examinations

Publication of industrial designs
Accurate and complete files

Timely action (short pendency period)
Prompt publication of journals
Sustainable improvements
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General Overview of IPR Laws and their Consistency with the Egyptian
Laws

Summary of the speech given by Moustafa El-Shafie

The beginning of the industrial ara and the appearance of many inventions at
the end of the 19 century resulted in the issuance of IF Conventions such as
Paris, for the Protection of Industnial Property, Bemn Convention, for the
Protection of Library & Artistic Works, Madrid Agreement, Concerning the
International Registration of Marks, the PCT Agreement and others.

The main objective of such treaties and conventions are to preserve the legal
rights of IP innovators. Egypt became a member of the TRIPS Agreement in
1995 and was commitied to change some of its national IP laws in order to be
consistent with the TRIPS Agreement.

Egvpt needs to issue some laws for the protection of plant variety and semi-
conductors. SIPRE Project has prepared and submitted to the government of
Egypt a draft law for patent, trademarks and industrial designs.

Also, it should modify its current IP laws in order to be consistent with the
TRIPS Agreement effective from 2000.

Examples of such changes were given such as, for the wademarks as the
protection of geographical indications and the assignment of a trademark with
or without the business. Marketing rights and protection of micro-organisms are
required to be protected by the Patent Law. Starting from 2005, in compliance
with the TRIPS Agreement, protection is to be granted for chemical,
pharmaceutical, and food products. Other, examples and explanations were

highlighted in my speech.

18
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A\ NATHAN ASSOCIATES INC.

ECONOMIC MANAGEMENT CONSULTANTS
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Strengthening Intellectual Property Rights in Egypt Project
(SIPRE)

SIPRE provides technical assistance to improve the protection of intellectual property in
Egypt. Intellectual property includes patents, rademarks, copyrights, industrial designs.
consumer protection and the repression of unfair competition. Working in conjunction
with the Government of Egypt, principally the Ministry of Trade and Supply and the
Ministry of Higher Education and State for Scientific Research, the Project provides
support for Egypi's efforts to bring its intellectual property protection into line with
GATT standards in order to create a more positive enpvironment for investrnent and
domestic innovation, t¢ encourage growth of the private sector, and to promote

international trade.

A major emphasis of the Project is strengthening Egypt’s Industrial Property offices.
SIPRE activities include provision of training, modemn equipment, and other technical
assistance. Recent efforts have focused on the funding of Industrial Property offices, their
organization and design, and the development of automated systems. In future months,
the Project expects to develop educational materials on intellectual property.

For more information. please contact:

Judy Winegar Goans, Chief of Party,

SIPRE Project

24 El Gomhouria Street, Abdeen

Tel/: 395-7276 - 395-7277
Fax: 395-7278
or visit our website at:
www.sipre.com.eg
email: sipre@mbox.link.com.eg.
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General Overview of IPR Laws and their Consistency with the Egyptian
Laws

Summary of the speech given by Moustafa El-Shafie

The beginning of the industrial ara and the appearance of many inventions at
the end oi the 19th century resuited in the wsuance of IP Conventions such as
Paris, for the Protection of Industrial Property, Bern Convention, for the
Protection of Library & Artistic Works, Madrid Agreement, Concerning the
International Registration of Marks, the PCT Agreement and others.

The main objective of such treaties and conventions are to preserve the legal
rights of IP innovators. Egypt became a member of the TRIPS Agreement in
1995 and was committed to change some of its national IP laws in order to be

consistent with the TRIPS Agreement.

Egvpt needs to issue some laws for the protection of plant variety and semi-
conductors. SIPRE Project has prepared and submitted to the government of
Egypt a draft law for patent, trademarks and industrial designs.

Also, it should modify its current IP laws in order to be consistent with the
TRIPS Agreement effective from 2000.

Examples of such changes were given such as, for the trademarks as the
protection of geographical indications and the assignment of a trademark with
or without the business. Marketing rights and protection of micro-organisms are
required to be protected by the Patent Law. Starting from 2003, in compliance
with the TRIPS Agreement, protection is to be granted for chemical,
pharmaceutical, and food products. Other, examples and explanations were

highlighted in my speech.
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TRIPS CONTACT POINT OFFICE

Egypt's Contact Point Office was established by the Government of Egypt in
accordance with Article 69 of the Agreement on Trade-Related Aspects of Intellectual
Property Rights (the "TRIPS Agreement"), an annex to the Agreement Esiablishing
the Worid Trade Organization (WTO). Egypt joined the WTO in 1995. The WTO
offers * favorable access 10 foreign markets for Egyptian exports, creates procedures to
protect domestic industries against unfair foreign trade nractices, and provides special
benefits for developing countries.

The TRIPS Agreemeni contains the most comprehensive standards ever agreed on
intellectual property. The TRIPS Agreements includes provisions on patents:
copyright; rights of performers, producers of sound recordings and broadcasting
organizations; trademarks and service marks; industrial designs; geographical
indications; integrated circuits; and undisclosed information (rade secrets). Each
Member country remains free to set its own legislation on intellectual property but
agrees 10 conform 10 those standards. .

The TRIPS Agreement also contains provisions on enforcement of imeliecruai
property rights and on international cooperation. Under Arucle 69 of the TRIPS
Agreement, Members agree to cooperate with each other with a view to eliminating
international trade in goods infringing intellectual property rights.

Each Member agrees to
» establish and notify contact points in their administrations
¢ be ready to exchange information on trade in infringing goods
e promote the exchange of information and cooperation berween customs
authorities with regard to trade in counterfeit rademark goods and pirated

copyright goods.

The TRIPS Contact Point is established at the following address:

TRIPS CONTACT POINT

1 Ramsis Steet, Cross Street Marouf St.,
Cairo, Egypt

Tel: 202 373 6095

Fax: 202 575 8195

Email: ipregypt/@gege.net
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Egvpt’s Laws and Requirements of TRIPS

The Agreement on Trade-Related Aspects of Intellectual Property Rights ("TRIPs
Agreement") sets minirnum standards for WTO member nations on intellectual propers:.,
Each WTO member nation agrees to adopt and conform its laws i0 these standards dus is T2
ro determine the anpronriate method of implementing the provisions of the TRIPS Agrzement
within its own legal system and practice. The TRIPS Agresment exiered into force on
January 1, 1995, Egvpts situation is summarized as follows:

General Provisions

Paris Convention Articles 1 - 12, 19
National treatment
Most Favoured Nation Treatrnent

Copyright and Related Rights

Bermne Convention

Protection for computer programs,
phonograms, and cinematographic
works

Protection for performers, producers
of sound recordings, and broadcasting
organizations

Trademarks

Conditions for protection of a mark

Rights of the owner

Required by January 1, 1996

Comment: Egypt is a member of the Paris
Convention

Required by January 1, 2000

Comment: Egypt is a member of the Berns

Convention and revised its copyright laws in

1593-94

s Egypt needs to strengthen its protection
against unauthorized recording of hive
performances and broadcasts

Required by January 1, 2000

The Trademark Law should be amended w0

¢ Provide new definition for “mark™ and “weil-
known mark™ to correspond o TRIPS
definition

s Prohibit third-party use of identical mark for
goods and services that are not idenucz! or
similar to the goods and services that ihe
registered mark identifies

s Add new “fair use” exception 10 a regisgani ' s
exclusive rights to allow for use under certain
conditions by a third party without the
registrant’s permission

s Offer opportunity for judicial review of iinal
administrative proceeding in the Trademark
Office
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Trademarks (continued)

Licensing and assignment

Geographical Indications

Protection for geographical
indications of the origin of goods

Industrial Designs

Protection for new or original
industrial designs, subject to the
legitimate interests of third parties

Minimum term

Patents

Proiection of existing subject matter:
patent protection for pharmaceutical
and agriculural products

s Provide the author with the right te praven
the importation of goods bearing ar :nfraging
mark )

» Provide for assignment of a mark with or
without the transfer of the business 1o which
the mzy oelongs

Required by January 1, 2000

Egypt ne=ds to enact 2 law to

» Protect geographical indications

» Provide for cancelilation of wrademark
registrations that mislead the pubiic 2s io the
true place of onigin of goods

Required by January 1, 2000

Egypt currently maintains in secrecy the actua]
designs that are the subject of an industriai design
registration, unless the owner consents to mzke
the design public. This conflicts with the
legitimate interests of third parties which TRIPS
requires to be considered. In addition, this means
that there is no effective way to avoid registering
designs that are not new. Egypt needs to amend
its regulations 1o
o Provide at least for the layving open of
industrial designs for inspection.

e Egypt needs to amend its law to provice 2
minimum term of ten vears

Required by January 1, 1996

Egypt must

« Provide a means by which patent appiication
can be filed as from January 1, 1993, and
apply the criteria for pateniability as of that
date, and

e Provide exclusive marketing rights for such
inventions for a period of five vears after
obtaining marketing approval or until a
product patent is granted or rejected in Egypt.
whichever is shorter, provided that subssquent
10 the entry into force of the WTO
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Patents (continued)

Patents (continued)

Patentable subject matter

Rights conferred

Use without authorization of the
owner

Judicial review

Term of protection

Process patents: burden of proof

Patents (continued)

Patentable subject matter

Integrated Circuit Layout Designs

Protection for topographies of
integrated circuits

Other Areas

Protection of Undisclosed
Information

Agreement, a patent application has been filzd
and a patent granted for that procuct in
another WTO Member and markezing
approval obtained in that Mzmber

Required by January 1, 2000

Egypt needs to

= Amend 1ts patent law te provide saten:
protection for non-microb:ologicai plants and
animals or

¢ Adopt a plant variety protection law

Egypt needs to amend its paient law to

» Clarify the rights provided by listing specific
rights of the patent owner

Limit its compulsory license provisions
Provide opportunity for judicial review of
decision to revoke or forfeit 2 patem

Provide a term of at least 20 vears frem fling
Provide increased protection for process
patents, including a reversal of the burden of
proof

Required by January 1, 2005

e Egypt needs to amend its patent law to
provide full subject marter protection,
including protection for chemical products for
foods and pharmaceuticals

Required by January 1, 2000

» Egypt must enact protection for integrated
circuit layout-designs (topographies)
consistent with the IPIC Treary (io whick
Egvpt is 2 party) and other provisions of
TRIPS

Required by January 1, 2000

Some changes are nesded in these areas in oréar
10 meet TRIPS standards

Comment: Egypt’s law provides protaction for
undisclosed information in a wide vanety of
specific circumstances, but some amendments are

needed
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Other Areas (cortinued)

Control of Anti-competitive
Practices in Contractual Licenses

Enforcement of Intellectual
Property Rights

Border Measures

247



L

Intellectual Property Rights:
Capacity Building and Assistance

Synopsis of a Speech Given by Jaleen M. Moroney
April 18, 1999 at the APRP Seminar

The purpose of the Strengthening Intellectual Property Rights in Egypt (SIPRE)
Project is to strengthen (PR in Egypt in order to promote investment in Egvpt and
promote overall growth and development of the private sector. The Project is in the
third vear of a five-vear contract.

The assistance activities of SIPRE include:

o Technical assistance 1o the industrial property offices,
Commodity assistance to the industrial property offices,
Training in intellectual property
Legal assistance in preparing guidelines
Support for necessary legal and regulatory changes.

Particular emphasis, at least in the early years of the project, is given to improving the
industrial property offices: the Patent Office, the Trademark Office and the Industrial
Designs Office.

The goals of the capacity building of the Industrial Property Offices are:

Reliable examinations

Publication of industrial designs
Accurate and complete files

Timely action (short pendency period)
Prompt publication of journals
Sustainable improvements
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IMPLICATIONS OF IPR FOR EGYPT

Presentation by Judy Winegar Goans
SIPRE Project

Intellectual property rights (IPR) have been the subject of international
discussions for many years, as evidenced by the fact that the Parts Convention
is more than 100 vears old. Each country sets its own ruies on iPR, but with
the globalization of trade and the need of businesses for certainty in investment,
minimum standards of IPR protection emerged as an unportant topic in
international trade. Deficiencies in the protection of IPR is considered a non-
tariff trade barrier, which is illegal under the GATT. Discussions on standards
led to the development of the Agreement on Trade-Related Aspects of
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Intellectual Property Rights (TRIPS Agreement), an annex to the agreement YA
establishing the World Trade Organization. en
TRIPS sets minimum standards that each member country must meet in its ﬁfi‘,

IPR laws. Each nation is free to provide protection in addition to the TRIPS
minimum. IPR laws offer a tool for development, and countries should
consider how the IPR laws might offer opportunities for economic
development. One important reason to adopt strong IPR laws 1s to promote
investment. A World Bank study by the eminent economist Edwin Mansfield
reported that the effect of intellectual property protection on the foreign direct
investinent decisions of various companies depends on the tvpe of organization
involved, with the percentages shown:

Qutlet sales and distribution outlets 20%

Rudimentary production and assembly 30%

Facilities to manufacture components or complete products 50-60%

Investment in R&D facilities 80%

Implications for Egypt are that IPR protection promotes better employment
opportunities. The group discussed the effect of improved IPR protection m

various fields for proprietors, users, and consuimers.

2

B R LR PR S v e m -



aSt

Training

¢ Industrial property law and rules

¢ Examination procedures

¢ Language

¢ Use and maintenance of automated
equipment

¢ Scientific and technical
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Training Hours

o Intellectual Property & Technical Training -
5,868 hours

¢ Modern Equipfnent Training - 4,830 hours

o Language Training - 21,000 hours

Y et AN I T L e - S j—

- r»__wk.';i-\_';.:‘-;\.x_'\‘\;\;...._ LA, . . e ,_,.%;,A,E"'l.é\\s-"‘;?,-.“"_‘5-:;\‘;{\?‘.‘
e e RSO .. . ) . R I T s S R S TS
PP LA TEATE WL ih PLATMIREY Al . C D TP i‘-l’#"’—‘(.‘-‘}.‘."’.ﬁk‘,’#*&}



e K. o, & B K, & K Bo WRL B, A B AL B B

!
kit . P

" Advanced T. raining in USA

¢ Trademark Examination Course - 20
“participants

¢ IPR Compliance Study Tour - 8 participants
o TRIPS Contact Point - 4 participants (5/99)
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¢ Inventory of Trademark files

¢ Automate Industrial Designs Files

& Automated search files for word marks
o Limited access to all files

¢ File tracking system

o Archival storage



¢ WTO-consistent laws that serve industry

and the public
¢ Predictable legal actions

¢ Procedures that are not unnecessarily
burdensome
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Guidelines

o Examination of trademarks

¢ Examination of chemical applications

¢ Examination of pharmaceutical applications
¢ Examination of patent applications
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' Legal Reforms

¢ Trademarks

¢ Appellations of origin
¢ Industrial designs

¢ Patents

¢ Plant variety protection

¢ Semiconductor topographies
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" Lon o-term Sustainability

¢ Reliability
¢ Costrecovery
¢ Customer—oriented
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y Reliability
¢ Consistency & Predictability
+ Examination Guidelines
¢ Adequate Training
¢ Goals for Pendency
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Customer Oriented

¢ Convenient service area
¢ Prompt service

¢ Responsive to public

¢ Streamlined procedures
¢ Additional services
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" Cost Recovery

¢ Maintain equipment

¢ Maintain building

¢ Maintain furnishings

¢ Maintain personnel skills

o Pay salaries and performance awards
¢ Provide for growth
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Appendix I

IPR Course Evaluation Summary
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Course Evaluation

Intellectual Property Rights
Indicate vour opinion on the following questions using the scale:
S-stongly agree 4-agree 3-neither agree nor disagree

2-disagree 1-strongly disagree

1. The course improved my understanding of Intellectual Property Rights. 4.64]

b

4.244

The handouts were appropriate for the course. 3.3921

The discussion periods were useful and added to my interest in the course. 4.244
The course was relevant and applied to Egypt. 3.93

I was motivated to attend and participate in the course. 4.26

Overall, how do you rate this course?

»

8. Excellent _14 . Very Good _28 , Good_3 , Fair 0 . Poor _ 0

9. Overall, how do you rate the course instructors?

Dr. Karim Maredia

Excellent _14 . Very Good _21 . Good _12 ,Fair 0 . Poor_ 0
Dr. Fred Erbisch
Excellent _27 , Very Good _17 ,Good _3 . Fair _0_ . Poor _0

Prof. John Barton

Excellent 20 , Very Good _24 ., Good _3_,Fair _0__, Poor _ 0

Dr. Marsha Stanton

Excellent _21 , Very Good _26 , Good _0_,Fair _0 ,Poor__0

9. If the course was repeated, would you recommend it to your work colleagues?
Yes, definitely _34 Yes, with reservations _7__ No_0

10. What other topics would you like to see covered in training courses about Intellectual

Property Rights?

I will use the knowledge and analytical skills acquired in this course in my work.
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