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Intellectual Property Rigbts Seminar and Course 
-4pril 18-22, 1999, Cairo, Egypt 

Executive Summary 

The government of Egypt is currently working to adjust its IPR policies and laws to meet the 
minimum requirements of the G A T T . W O  treaty and to zrcz-t? ctlori!! economic grot i~h and 
investments. and the development of the private sector. The GATTlWvTO~TRIPs agreemenr sets 
minimum standards that each member country must meet in its intellectual propeny riojlts iIPR) 
laws. E,gpt has signed the GATT agreement and is a member of the World Trade Orga~zation 
(WTO). In this context, the Ministry of Agriculture and Land Reclamation. the b i i ~ s t y  of Trade 
and Supply. the Agricultural Policy Reform PrograrnlDAI, the SIPRE project (Strengthening 
Intellectual Property Rights in E,gpt) and the USAIDICairo organized a one-day seminar and a 
four-day course on IPR. The seminar and the course were held at the International Esptian 
Agriculture Center in Cairo from April 18-22, 1999. 

The purpose oi the seminar was to create greater awareness and to educate senior policy makers 
and administrators from public and private sectors on various issues of IPR. The four-day course 
targeted the policy personnel. administrators and scientists who will be actually involved in the 
implementation of the IPR laws and policies in E-gypt. The course provided hands-on experience 
on various aspects of IPR and technoloa transfer. Over 100 participants attended the seminar 
and over 75 participants attended the course. 

The seminar and the course covered the various areas of IPR and technolog transfer as they 
relate to agriculture including Plant Variety Protections (PVP), Patents. Plant Breeders' Ri@ts. 
Copy Rights, Trademarks, Trade Secrets, Licensing -.:d License Agreements. Intellecrual 
Properr). Management, Impact of IPR on Trade, and Capacity Building in IPR. Dr. Frederic 
Erbisch and Dr. Karim Maredia from Michigan State University. Prof. John Banon from Stam-ord 
Law School, and Dr. Marsha Stanton from U.S. Department of Agriculture sewed as resource 
persons for the seminar and the course. Mr. .4tef El-Azab, former Vice President of the Council 
of State in Ezgpt, Ms. Jaleen Maroney and Atty. Judy Goans from SIPRE project, Dr Max 
Goldensohn from ?SRPIDAI, Dr. Catherine ives from Michigan Stare Universip. and D r  Masdy 
Madkour from the Agricultural Genetic Engineering Institute (AGEFU). Egypt served as 
additional resources for the seminar and course 

Both the seminar and the course identified the major IPR issues/problems, and presented potenrial 
solutions. The seminar and course served as an excellent forum for the personnel from the 
Ministry of .qgriculture to interact and exchange information with the personnel from Miiinism~ of 
Trade and Supply, the W s '  P R  contact point in Egypt, private sector and patent office in 
E,vt. Participants received background and course materials including a copy of 
overheadslslides of all the presentations. A copy ofthe IPR handbook titled "Intellectual Propem 
Rights in Agricultural Biotechnology" (Editors: Erbisch and Maredia) will be given to all the 
participants within ;-weeks. Overall the various presentations and the meaningful discussions 



created a greater awareness and probided a good foundation for the participants on the complex 
issues of IPR and technology transfer as they relate to agriculture. .4n evaluation of the course 
%-as done at the end of the course program. .iUl the participants who attended the +day course 
received a cenificate of completion. 

During the course and seminar, the U.S. IPR team members had an oppormnity to visit E 2 ~ t ' s  
TRIPS Contact Point Office and meet ~ i t h  Chairman Dr. Fakhr Ei-Din .4bou El Eu and 
Execuci-~e Secretary Gen. Youssuf Murad. Michigan S!z?t T'?i-?rsitv has extendci z;. iz..r:atic!~ 
to Gen. Murad to visit MSU's P R  office for 1-2 days during the month of May 1999. The C.S. 
P R  team also visited the Agricultural Genetic Engineering Research Institute (.4GERI) in Giza to 
discuss the tP management and biotechnology transfer issues with Dr. b4ag.d~ Sladkour. In 
addition the U.S. team met with Prof lbrahim Siddik .%y. Vice President of the .Menoufia 
University and the discussed the potential areas of future collaboration between Michigan State 
University and Menoufia University in IPR. Dr. Frederic Erbisch also meet with Dr. .Moh S. 
Radwan. Professor of .Agronomy from the University of Cairo and discussed about the 
transfening new seed varieties from the university to private companies. 



Recommendations 

Based on the interactions and discussions held during the seminar and the course. the follo\iing 
general and specific recommendations are proposed to further strenghen the intellectual property 
(IP) management capacity in Egypt. 

General Recommendations: 

1. It is recommended that continued education in various issues of Intellectual Propem Rights 
(PR) be provided to policy makers, scientists. administrators, industry personnel, parent office 
and new plant variety protection (PVP) ofice personnel, and exporters. 

2. Develop a system for management and licensing of public sector inventions. e.g. establishmenr 
of technolog transfer offices at different public institutions throughout E,gpt. 

j. Create/deveiop mechanisms and programs for improved communication between policy 
makers. legislators, patent office, patent variety protecCon oftic?. scientific community. pri~are 
sector and consumers in Egypt. 

4. Develop a system to advice industry personnel and exporters on various issues of P R  in 
particular context to technolog transfer and export marketing includinz how to use the new 
Intellectual Propen). system, how to mange the technology, how to effectively negotiate 
technology transfer and how to protect their export markets. 

5. The proposed plant variety protection office when it comes to existence should prepare 
aidelines. hire new staff and provide continuing education to the office staff. - 
6. The patent office in E=gpt should explore way to strenshen its biotechno10,qv patent 
capabiliries. This may include hiring new staff with background in legal and biotechnolov issues. 
prepare sidelines and educate patent examiners on biotechnolog issues. 

7. It is recommended that there be a good coordination between the patent office and proposed 
plant variety protection office to ensure that there processes are complemenrary and that they 
detemne whether the plant varieties will be protected by PVP law or be allowed dual protection 
under both the P W  and patent systems. 

Specific Recommendations: 

I .  The IPR Contact Point Office in E-wt should organize quarterly meetings of representative 
stakeholders involved in IPR in E,wt to share information, current news and information. and to 
solve P R  related problems. The stakeholders may include the KGlinistr?; of A-J-'culture, .Uni~tf)' of 
Trade and Supply. Ministry of Health, Seed Trade Associations, Horticultural Import and Export 
Association, University Counsel. etc. 



- . .' .~ 

1. The Sfinistry of .Agriculture should organize a shon course or field day outlining a state of an +:;<-> 
of Biotechnolog to train the patent examiners. This could be done at the Agricultural Genetic 5 . -.. ...:.' . .,. 

--., ,.i Engineering Research Institute (AGERI) who would bring in experts from Plant Breeding. , ~. . . . ... . 
'_ .. . . 

~ G e c u l a r  bioloz. .Mcrobiolog, Genomics, Pharmaceuticals, and other biotechnolog related ;>. . . , : 
. . . .  

areas. . . ~  . .  , . .. . 
> 

2 .  The Patent Office in E g p t  should organize a series of seminar for various Mjnistries on the 
basic working of t ' r .~  parent office including I-. .ct ~,lr.c.j t;??:; .;an provide. 

. . r. . , ' .  
4. When the proposed new Plant Variety Protection (PVP) office is established. the staffmembers : .  . 

., . : .. 
of the office should receive detailed training in day-to-day operations and administration of the ,. . . 
office. When the new P W  office is established. it should conduct a series of seminars rargeted to . . ~  . , . 

: ! . ..! 
potential clients on the application and examination procedures of the office. -. .,: 

5 .  The government of E,gpt should develop a white paper on the current policies. practices and &:.;.,.? 
g:piq 

possibilities in transfemns technologies From the public and private sector including issues such as 
the ownership of IPS. establishment of technology transfer system in various Mininries and 

*f%? 
p-\. ". kt'" 

Gniversities (such as the technolog transfer office at AGERI). !L c++by $5 . .. .: 
. . 

6. Provide technical assistance to various universities in E-gpt to develop and establish . . 

technology transfer offices using appropriate service providers within and outside Egypt. .. . 

7. The Patent Office, new P W  Office, and the Ministry of Agriculture should organize a joint 
workshop that would discuss JPR topics of importance in relation to technology transfer and trade 
including issues such as new technologies being developed, P W  law and how you apply for the 
plant variety protection. how you file for the patent. licensing strategies and negotiations. 

8. The SPRE Project should tly and set-up an educational training program for the 
trainersiteachers so that they can stan their own courses and seminars in E-gypt. Before an in- 
country organization can take a lead in training, they should receive training in course 
development. course management, active learning, etc. 



Intellectual Property Rights Seminar and Course 
April 18 - 22, 1999, Cairo, Egypt 

4. Background and Planning 

Through its international training activities, Michigan State University (MSL? has come to 
realization that there is a critical need fnr trdring an3 capacity L.;i!?i:g if: hre!lectual Propem- 
Rights (PR). The office of Intellectual Property ( O F )  and the Institute of International 
.L\griculture (11.4) at MSU has been actively assisting global agricultural community in building 
their capacity in intellectual property ( P )  management. As a pan of MSU's training acti~ities. 
O P  and IIA organize an annual short course in IPR and technolog transfer. 

In July1 August 1998, the Agricultural Policy Reform Program (.&F'RP/DAI) of the Ministry of 
.4p.culture and Land Reclamation through hnding from the US.iUD-Cairo sponsored 9 
participants from E-eypt to attend the P R  short course at MSU. The participants apparently 
reco-&zed the value of the course and its content, and recommended that MSG - P R  course 
team conduct a similar short-term training program in E,vt. Based on the recommendation and 
request from participants the APRF'/DAI invited MSU - P R  team to come to E 2 ~ t  and o r z a ~ z e  
a one-day seminar on IPR for senior officials and administrators, and a four-day course for 
eovemment officials who will be involved in the implementation of P R  laws in E p p t .  - 

Dr. Karim Maredia visited E g p t  in early February 1999 and met with Dr. Max Goldensohn. Chief 
of Party of the APRP/D.AI to discuss about the planning of the seminar and course. Based on 
meetings with the manasement team of the APRP project, SIPRE project and the govemnent 
officials, the dates were set and it was decided that MSU-IPR team will travel to Egypt from .L\prii 
15-22, 1999 and deliver the program. The APRF' project provided some background materials on 
the current status of IPR in E-wt. 

'Dr. Frederic Erbisch and Dr. Karim Maredia developed a draft outline of the program and shared 
it with Dr. Goldensohn for his initial review and comments. Once the initial outline was approved. 
a four-member P R  team was proposed to PSRP/DAI to conduct the program and was approved 
by the government of E q ~ t  - and USAlD/Cairo. The resource team included: Dr. Fredenc Erbisch. 
Director of the MSU office of Intellectual Property; Dr. Karim Maredia .4ssociate Professor of 
MSG's Institute of International Agriculture; Prof. John Barton, Professor of International Law at 
the Stanford University; and Dr. Marsha Stanton, National Program Leader. Plani Breeding and 
Genetics at CSREES in the United States Department of Agriculture (USDA). 

The PR-team then developed a detailed program for the Seminar and Course (see the 
attachments). Additional expertise was drawn from Es 'p t  to make the program comprehensive. 
.kn outline/overheads for each ofthe topics to be presented was developed by each ream member 
and sent to .QRP/DAI office in Cairo for Arabic translation. The D.M office in USA made all the 
necessary travel and other arrangements for the team members to travel to E-qypt. The D.U office 
also ordered 80 copies of the textbook titled '' Intellectual Property Rights in Agricultural 



Ed 

Biotechnolos" to be given to the course participant. The book is edited by Drs Erbisch and 
Maredia. and serves as a hand-book on various issues related to IPR and Technology Transfer 

Pi 

B. Intellectual Property Rights (IPR) Seminar, April 18,1999 

The Intellectual Property Rights (IPR) Seminar was held at the International Egyptian Agriculture 
Cenzei on April i8, 1999. The purpose of the Seminar was $0 create 3warpness md provide 
education to senior government officials. and industry personnel on various issues of IPR. Over 
100 senior officials and administrators kom Public and Private institutions in Egypt attended rhe 
Seminar (see the attached attendee list). Dr. Frederic Erbisch, Prof. John Barton, Dr. Marsha 
Stanton Dr. Karim Maredia, Mr. Atef El-.4zab, Ms. Jaleen Moroney, Mr. Moustafa El Shafje. 
and Dr. Max Goldensohn served as resource persons. 

On behalf of H.E. Dr. Youssef Wali. Deputy Prime Minister and Minister of Agriculture and Land 
Reclamation, and His Excellency Dr. bed Goweilli. Minister of Trade and Supply, Dr. Nagdl; 
Madkor Director of AEGRI, opened the Seminar. The seminar began with brief opening remarks 
and introductions by Dr. Max Goldensohn, Chief of Pany, .QRP Project. 

Dr. Frederic Erbisch provided on overview of intellectual properties. their protection and utility. 
Dr. Marsha Stanton discussed the U.S. experience in Plant Variety Protection (PCT) including the 
U.S. PVP law and the UPOV (International Union for the Protection of New Varieties ofpiants) 
convention. Prof. John Barton covered various aspects of International Patent Law. including the 

ohted the impact of patent law on trade and technology transfer. Dr. Karim Maredia highii, 
challenges involved in intellectual propeny management. M. Atef El-.&b, former Vice President 
of the Council of State gave an overview on current status of IP prorection in E-gpt. Ms. Jallen 
Moroney, Deputy Chief of Party, SPRE Project highlighted the IPR capacity building actibities 
undertaken by the SIPRE project in E,wt. Mr. Moustafa El-Shafie from the SIPRE project 
presented an overview on the impact of various IPR treaties and conventions. Dr. :May 
Goldensohn closed the program with concluding remarks strongly re-emphasizing the importance 
of IPR in Agriculture in terms of technology transfer and for the future of agriculture in E s y t .  

The Seminar speakers identified the major IPR issues~problems and presented potential solu?ions 
Xot only did the presenters formally gave these presentations but also there was considerable 
networking during the break time and after the seminar to discuss certain items in greater details 
Some of the items discussed were: 

1. Further differentiation between types of patents. and patents and plant variety protection. 

2. Biotechnolo~ patents, and ways of building P protection beyond the original patent so that 
when the orisinal patent expire, one can have continued patent protection. 

? P R  issues involved in the exchange of germplasm, especially the role of the material transfer 



agreement in gemlplasm exchange. 

4. Impact of biorechnology on technolog transfer. 

5 .  Other specific issues in relation to plant variety protection and patents. 

The seminar prolided a forum for senior agricultural administrators to interact with rhe TRIPS- 
- WR Cmract Polnt Office 2erst~ture: A copy of the Hand-book titled " Intellectual Propem Rightc 
in Agricultural Biotechnology " edited by Erbisch and Maredia was provided to the General 
Secretarv of the P R  Contact Point, and to the SPRE proiect. Overall the various presenrations . - 
and the meaninsful discussions during and after the seminar helped in creating greater awareness 
and provided good foundation to the participants on the complex issues of P R  and technolos 
transfer 

C. Intelfectual Property Rights (IPR) Course, April 19-22, 1999 

The Intellectual Property Rights (IPR) course was held at the Intematlonal E-gyptian Agriculture 
Center from April 19-22, 1999. The purpose of the course was to provide hands-on training and 
education to  government officials. industry personnel and academic persbnnel on various aspects 
of IPR and technology transfer. Over 60 officials from public and private senor instirutions in 
E,qt attended the course (see the attached attendee list). 

Dr. Frederic Erbisch, Prof. John Barton Dr. Marsha Stanton, Dr. Karim Maredia, Dr. Catherine 
' Ives. Dr. Magdy Madkour, .4tty. Judy Winegar Goans served as resource persons for the course. 
On behalf of Dr. Saad Nassar, Director, Agriculture Research Center, bALR - E-mt. and Dr. 
Fakhr El-Din Abou E I E u ,  Chairman, General .4uthority for Monitoring Expons and Imports. 
Prof. Ibrahim Siddik .Uy, Vice President of Menoufia Universiry opened the course. 

Presentations given on Monday, April 19 

1. Introduction to IPR (Dr. Frederic Erbisch): 
The introduction urovided an overview of intellectual propenies, their protection and u t i l i ~ .  Both . . 
copyright and trademark protections were covered in considerable depth. The application of 
copvrighr and trademark protection in agriculture was illustrared. This lecture probided an in- . .  - - 
depth base for the other speakers to launch their presentations on patenting, plant variety 

cement. protection and intellectual propeny maria= 

2. Importance of IPR in global context (Prof. John Barton): 
This presentation described several of the new kinds of patents being issued in plant 
biotechnolog. It then reviewed the patent litigation and the consolidations taking place wirhin the 
developed world. It finally susgested some of the implications of these trends for developing 



world agriculture and developing world P and human resources needs 

3. Plant VarieQ Protection (Dr. Marsha Stanton): 
This presentation provided an overview of the plant breeder's rights (PBR) system in the C S. and 
related it to the PVPIPBR systems used by other countries. Dr. Stanton described the structure of 
the U.S. plant variety protection office and how they implemented the PVP law - including how 
the office examined applications. and how the U.S. procedures contrasts with that of other 
countries. 

4. Patents (Prof. John Barton): 
This presentation examined the working of the patent system. It then described the patent 
application process and the relative roles of specifications and claims. The lecture concluded u i t h  
discussion of infringement and litigation, of patent economics, and of the special issues that 
biotechnology poses for the patent law. 

Presentations given onTuesday, April 20, 1999 

1. Special Forms of IP Protection (Prof. John Barton): 
This presentation explored the role and details of trade secrecy protection in both its 
misappropriation and contractual roles. It discussed several specific examples and then turned to 
material transfer agreements (MTAs). Here. it reviewed both the different roles such aseements 
play and the various terms included in such an agreement. 

2. Plant Breeders' Rights 1 UPOV (Dr. Marsha Stanton): 
This presentation described the International Union for the Protection of new Varieties of Plants 
(UPOV) - which provides minimum standards for plant breeders' rights. The lecture outlined rhe 
main provisions of LPOV and described changes in the 1991 amendments - in relation to 
WTO/TRPs agreement. 

3. Types of Agreements (Dr. Frederic Erbisch) 
Six different IP agreements were reviewed, with the participants receiving copies of each 
agreement. The important points of each agreement were discussed along with examples and 
experiences of their use. The types of agreements were: 
a) Research Ageement 
b) Confidential Disclosure Agreement (CDA) 
c) Material Transfer Agreement (MTA) 
d) Inter-Institutional agreement 
e) License Agreement, and 
f) Option to License Agreement. 

4. Impact of IPR on Trade (Prof. John Barton): 
This presentation began by emphasizing the territoriality of patents. It then described the various 
international agreements that govern patents. This provided basis for the IP oriented barriers to 



trade. and an effort to estimate the future role of these barriers and their implications for 
developing countries. 

Presentations given on Wednesday, April 21, 1999 

1. Licensing (Dr. Frederic Erbisch): - 
I his lecture concentrated on the terms and a~p!it;:i??s ;f the iicense ag;?;;?;=?. E?+ ?::endee 
was provided a copy of the Michigan State University technology license agreement. Each major 
section of the agreement was discussed with numerous considerations given for these sections. 

2. License Negotiations Exercise (Dr. Frederic Erbisch): 
The participants were divided into 6 groups. One half of each group was designated as  for-profit 
company representatives, the other half represented a not-for profit institution. .4 License 
negotiation situation was established and both sides were provided a draft license agreemenr for 
negotiation. The participants spent approximately one-hour negotiating and then a spokesperson 
from each group presented the results of their negotiation. 

3. Technology Transfer: Biosafety, Regulaton Approvals and Integration of IPR and 
Biosafety (Dr. Karim Maredia): 
This presentation defined the Biosafety and regulatory considerations as they relate to techno lo^ 
transfer with special emphasis to genetically modified organisms (GMOs). Biosafet): systems in 
the U.S. and Egypt as well as three binding international biosafety agreements were reviewed. 
Finally, the ways to integrate Biosafety and intellectual Property Rights issues in various licensing 
agreements were discussed. 

1. Special Discussions on P W ,  patents and Licensing (Dr. Frederic Erbisch, Prof. John 
Barton and Dr. Marsha Stanton): 
There was an open discussion on two topics. The first topic included the commercialization of 
Intellectual Properties. The second topic concerned with the plant variety protection. 

Presentations given on Thursday, April 22, 1999 

1. E g y p t  Case Srudy: AGERYCESU (Dr. Magdy Madkour) 
Dr. Magdy Madkour gave an overview of the research and commercialization actibities 
undertaken by the A$cultural Genetic Engineering Research Institute (AGERI) in E-mt. The 
businesslcommercialization services offered by AGERI's Genetic En3neering Services Unit 
(GESF) were also discussed. A copy of Egypt's National Biosafety Guidelines were probided to 
all the participants. 

t. Implications of IPR in Egypt (Atty. Judy Winegar Goans) 
This presentation discussed the implications of IPR laws on the economic development in E ~ p t  



with special emphasis on effects of improved protection in various fields for proprietors. users and 
consumers. 

m 

3. Capacit?; Building in IP Management (Dr. Karim Maredia) 

w This presentation first highlighted imponant management challenges in IPR .4n integrated 
approach to IPR capacity building was presented including: a) IPR policy and institutional 
development; 2) Awareness creation: 3) Human resource development. and 1) Information access 
and N e r x o i k i ~ ~  

The presentations given during the course were designed to be interactive and discussion oriented 
There were ample of opportunities to ask questions Participants received background and course 
materials including a copy of overheaddslides of all the presentations. A copy of the IPR 

a Handbook titled "Intellectual Property Rights in Agricultural Biotechnolog.' (Editors: Erbisch 
and Maredia) will be given to all the participants within 3-weeks. The diversity of participation 
from the Ministry of Agiculture and Land Reclamation, the Ministry of Trade and Supply. Patent 
office. private sector and academic institutions provided an excellent forum for networking and 
information exchange. 

An evaluation of the course was done on the last day of the course using the evaluation form 
developed by the APRP/DAI (summary attached). A certificate of completion was given all the 
participants who attended the 4-day course. 

La 

19 D. Additional ILleetingsNisits Made Outside the Seminar and Course 

On April 21. the U.S. IPR team along with Dr. Max Goldensohn \isired the TRIPS IPR 
Contact Point Office in the Ministry of Trade and Supply. The goup  met with Dr. Fakh. 
El Din Abou El E u ,  Chairman of the Contact Point. The imponance of IPR capacity 
building and linkages were emphasized in this meeting. The MSU-IPR team has agreed to t.. 

, . 
host Mr. Youssuf Murad at Michigan State University for 1-2 days during his visit to the 
U.S. in May 1999. .:. . . r 

- ,. ". .~. 
i. I 

The second meeting (April 22) involved Dr. Moh S. Radwan, Professor of .\gonomy - .  

from the University of Cairo. Dr. Radwan asked for assistance in transfening new seed 
varieties from the university to private companies. Dr. Frederic Erbisch has promised to 
provide information regarding MSU's program, relevant agreements and contact poinrs in 
the U.S. Dr. Erbisch will continue to provide assistance unril Dr. Radwan has a progam 
in place for his university and other universities in Egypt which have crop plant breeding 
programs. 

The third meeting (April 22) involved Prof Ibrahim Siddik Aly. Vice President of 
Menoufia University, and Dr. Hossarn A. El-Saghir, Associate Professor of Law at 



.. . 

. .. 
Menoufia ~niiersi&. several matters were discussed regarding JPR capacit); building at 
the university. One matter was an IPR conference the University was sponsoring early i .-C, i :..i 

Y 'I  " : nex? vear and Prof. Ibrahim indicated he would talk with MSU-IPR team some time in the :.:~-..,: 
near future about possible speakers for the conference The Llniversity's law school is 

el planning on teaching a 2 credit hour one semester long IF'R course and asked for 
assistance in developing a course outline. with reference materials for rhe course includins 
books and articles MSU-IPR team will try and provide course outlines from other 

m "--r F .,l,~.i-an uruversities. and ;~si!, ;o  sca:ch for reference materials. .%o. the Meno~~fia 
University has requested assistance in setting-up of a Technology Transfer Office at the 
University. Other P R  items discussed included IF' societies and professional organizations 

a# such as Licensing Executive Society (LES) and the Association of C;njversity Technolos- 
Manager (ALM).  



List of Participants 
Intellectual Property Rights Seminar 

Sunday, April 18,1999 
Cairo, E a p t  

1 Affiliation ft ' Name 
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/ COP - APRP! RDI 3 : &lax Goldensohn - . j U.S. Dept. of Agricultur: Marsha Stanton < 
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7 Hoda A. Serag El-Din .%EPPI (President) 
g Maher El-Toham!; : .4gricultural Enginessl_ - 

i AEKRI 9 - . w e d  El-Behe? 
i APRP-RDI 10 ; Rich Magnani 
I APRP 11 : .Abdel Rahim El-hjahd? 
i CASC 12 ; Adel I. Mideny 
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2. Licensing 
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Intellectual Properties 
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Examples 

Types of Protection 

Copyright 
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Plant Variety 
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Trade Secrer (contact law) 

Introduction 

Background of presenter 
Background of institution 

. .  . .  

Protection of Intellectual Propem 
, .- 
. m i .  

Can intellectual propenies be protected'? - * 
Why protect inrellectual propenies'? 
Who grants intellectual propem protection? 

, , m  
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reprtsentarion and provides no warranty that the use of the Licensed Patent 
Rights will not infringe any patent or proprietary rights of third panies.lX 
WITNESS WHEREOF. the panies hereto have caused this .A_greement to he 
executed by their duly authorized representatives. 

:kt effective date oi  tk;, .s.greemeni 15 . 1999 

.-\GREED TO .AND ACCEPTED: MICHIGAS STATE UNIVERSITY 

-nature Date of Si, 
By: 
Name: 
Titie: 

.AGREED TO .4SD ACCEPTED: CO%.lP.4l\'Y NAME 
B:-: 

Date of Signature Name: 
Title: 













DRAFT 
LICENSE AGREEMENT 

prepared by 

Cairo lnstitution for Tree Develooment 

This Agreement entered into this - day of April, 1999 by and 

between Cairo lnstitution for Tree Development, a not-for-profit corporation 

organized under the laws of Egypt, hereinafter referred to  as "Licensor," having its 

principal office at Giza Egypt and Luxor Incorporated, a for-profit organization 

having its principal office located at Luxon Egypt, heroina'+er referred to as 

"Licensee." 

WHEREAS, Licensor is the owner of the right to commercially license 

and/or sell Cairo lnstitution for Tree Develooment, herein after called the Money 

Tree, developed at the Cairo lnstitution for Tree Development and has Plant Variety 

Protection Application filed covering the Money Tree and has the right to  file 

corresponding foreign applications; and 

WHEREAS, Licensee is desirous of producing and marketing the Money 

Tree; and 

WHEREAS, Licensor is willing to grant a limited term Exclusive License :o 

Licensee to produce and sell the Money Tree covered by such Plant Variety 

Protection Application. 

NOW THEREFORE, the parties agree as follows: 

(1 Licensor hereby grants a limited term Exclusive License to  

Licensee. This License provides Licensee wi th the exclusive Egyptian production 

and marketing rights for two (2) years. Licensee is also granted the right to  



sublicense the Money Tree t o  others within Egypt. . .. 

(2) The term of the Exclusive License shall be limited t o  t w o  ( 2  ) 

consecutive years following the date of this agreement, at  which t ime the  License 

shall terminate. 

(3) In consideration for the License, Licensee shall pay t o  Licensor as 

an initial agreement fee the sum o f  twenty  f ive thousand Egyptian Pounds (25,000) 

upon the signing of this Agreement and an earned royalty of f i f teen percent !f 5?~&) 

of Licensee's sales of the Money Tree and any products derived therefrom. plus 

f i f ty  five percent (55%) of its sublicensee's net sales of the Money Tree and any 

produc:~ derived therefrom. 

In the event tha t  the total earned royalties received by  Licensor 

are less than thirty thousand Egyptian Pounds (30,000) for t he  annual period 

ending December, 2000 and 2001,  Licensee shall make further minimum payments 

t o  make up the difference in each of the respective years. 

(4) Licensee shall keep suitable records of operation hereunder and l o  

furnish to  Licensor, on the first day of each month, a report giving the  amount of 

the Money Tree or products therefrom sold b y  Licensee during the month. and t o  

accompany s u c h ~ e p o n  w i th  a payment of the  royalties accruing hereunder. 

Royalty checks shall be made payable t o  "Cairo lnstitution for Tree Development" 

and sent to  the Licensing Office, 238 Administration Building, Cairo lnst i tut ion for 

Tree Development, Giza, Egypt. T o  enable Licensor t o  verify the accuracy o f  such 

reports, Licensee agrees to permit Licensor's accountant t o  inspecr i ts pertinent 



B 
-2 records durrng reasonable busmess hours. Licensor shall also have the r ight during 

z normal business hours to  inspect the premises and fields where the Money Tree is 

grown or where it is utilized for purposes of verifying the  royalties due. 
r 

(5) Licensor wil l  pay the costs of obtaining a Certificate of Plant 

Variety Protection or Patent in any country so designated by Licensor. 

(6) Licensor believes that the Money Tree is ready for use; however, 

it makes no representation in this regard. Licensor shall not have any responsibility 

t o  Licensee in t h z  event the Money Tree does no t  g row or perform satisfactorily. 

(7) Licensee agrees t o  hold Licensor harmless f rom any liability or 

expense in connection wi th  its marketing of the Money Tree or any products 

therefrom. 

(8) In the event that plant variety protection rights t o  the  Money Tree 

or products therefrom are infringed by a third party, Licensee must  sue for 

infringement and to  recover and retain any and all damages after paying Licensor i t s  

royalties based upon the infringer's sales. 

(9) Licensor may upon ten (1  0) days notice, at i ts  option, terminate 

this Agreement by written notice to  Licensee, i f  Licensee shall default in: 

(a) The payment of any royalties required t o  be paid b y  

Licensee t o  Licensor hereunder, or 

(b) The making o f  any reports required hereunder, or 

(C) If such default shall continue for a period o f  thirty (30) 

days after Licensor shall have given t o  Licensee a wr i t ten 

notice of such default. 



(10)  Licensee may terminate the License granted by this Agreement. 

provided Licensee shall no t  be in default hereunder, by  giving Licensor t w o  hundred 

and forty (240)  days notice of its intention t o  do so. If such notice shall be given, 

then upon the expiration o f  such t w o  hundred forty (240)  days the termination shall 

become effective; but such termination shall not  operate t o  relieve LICENSEE f rom 

i ts  obligation t o  pay royalties or to  satisfy any other obligations accrued hereunder 

prior t o  the date of such termination. Upon termination of this Agreement, all o f  

the licensed rights shall automatically revert t o  Licensor. 

(1  1)  Licensor retains the r ight t o  freely distribute the Money Tree for 

research purposes. 

(1  2) This Agreement is executed and delivered in Egypt and shall be 

construed in accordance w i th  the laws of Egypt. 

(1  3) This License shall b e  effective as of the date first appearing. 

CAIRO INSTITUTION FOR 

TREE DEVELOPMENT LUXOR INCORPORATED 

By: By: 

Title: Title: 

Date: Date: 



u 1 Cairo lnstiturion for Tree Development 

You have just received a phone call from the Vice President of Research 1 

. informing you of the following: 

I .  The President of the Institution has contacted him and said you and your 

I team must licence the Money Tree. Reasons include: Publicity. 
Lbl Government questions and the President is getting impatient. 

7 . You license the Money Tree - 
A. The license term is not important. 

R. The front-end payment should be as  high as  possible, it should 
exceed 35.000 Egyptian Pounds. 

C. The license shouldn't cover more than North Africa. 

D. Royalty rates should be at least 5% and should cover the tree and its 
its products. 

E. Continued Research support is very important, should get a minimum 
of 50,000 Egyptian Poundslyear. 

! 3. Failure in reaching an agreement within the parameters set above could 
$ result in the closure of the License Office. 

I 
i 
9 4. If you succeed you and your team will be rewarded with two extra days 

of vacation this year. 



Luxor Incorporated: 

\'ou hav? just received a fax from headquarters informing you of the followino,: - 

I .  Luxor Incorporated has just been taken over by Alexandria Incorporatrd 
from Alexandria Egypt. 

7. You must get a license to the Money Tree - orders from the new owners. 
A. The license must be for at least 15 years 
B. The front-end payment must be as low as possible, it should not 

exceed 15.000 Egyptian Pounds. 
C. The license must be exclusive for the world, sublicensing is not 

important. 
D. Royalty rates should not exceed 5% and should only cover the tree. 

not its products. 

3. Failure in reaching an agreement within the parameters set above could 
result in the loss of your jobs as well as your co-workers jobs. 

4. If you succeed you and your team will be rewarded with significant salary 
increases and bonuses. 



0
 - 

c
 

c3 
G

 
d
)
 

m
 
n
; 
t
 

i
-
,
 
a
 

. - 
m

 
5

 
m

a
, 

>
 

e
n

;
 

-
s
 

m
 

0
)
 

a, 
a
,
"
 

0
 

5= 
6
 

-
3

-
 

E g
-z

 
a
0
 

I 
l
-
.
-
 

-a
 -- 

+
-

 
O

L
.
.
)

C
 

k
 

L
L

r
T

 











is: 

DRAFT 
LICENSE AGREEMENT 

prepared by 

Cairo lnstitution for Tree Develo~ment 

This Agreement entered into this - day of April, 1999 by and 

between Cairo lnstitution for Tree Development, a not-for-profit corporation 

organized under the laws of Egypt, hereinafter referred to as "Licensor," having its 

principal office at Giza Egypt and Luxor Incorporated, a for-profit organization 

having its principal office located s t  Luxon Egvpt, hereinafter referred to  as 

"Licensee." 

WHEREAS, Licensor is the owner of the right to commercially license 

and/or sell Cairo Institution for Tree Develooment, herein after called the Money 

Tree, developed at the Cairo lnstitution for Tree Development and has Plant Variety 

Protection Application filed covering the Money Tree and has the right to  file 

corresponding foreign applications; and 

WHEREAS, Licensee is desirous of producing and marketing the Money 

Tree; and 

WHEREAS. Licensor is willing to  grant a limited term Exclusive License to 

Licensee to produce and sell the Money Tree covered by such Plant Variety 

Protection Application. 

NOW THEREFORE, the parties agree as follows: 

(1) Licensor hereby grants a limited term Exclusive License t o  

Licensee. This License provides Licensee with the exclusive Egyptian production 

and marketing rights for two (2) years. Licensee is also granted the right to  



sublicense the Money Tree t o  others within Egypt. 

(21 The term of the  Exclusive License shall be limited t o  t w o  (2 1 

consecutive years following the date of this agreement, at  wh ich  t ime the  License 

shall terminate. 

(3) In consideration for the License, Licensee shall pay t o  Licensor as 

an initial agreement fee the sum o f  twenty five thousand Egyptian Pounds (25,000) 

upon the signing o f  this Agreement and an earned royaltv ~f f ifteen percent (1 5%) 

of ~ icensee 's  sales of the Money Tree and any products derived therefrom, plus 

f i f ty  five percent (55%) of i ts  sublicensee's net sales of the  Money Tree and any 

produc:s derived therefrom. 

In the event that  the total earned royalties received by  Licensor 

are less than thirty thousand Egyptian Pounds (30,000i  for t he  annual period 

ending December, 2000  and 2001,  Licensee shall make further minimum paymews 

t o  make up the difference in each o f  the respective years. 

(4) Licensee shall keep suitable records of operation hereunder and t o  

furnish t o  Licensor, on the first day o f  each month, a report giving the amount o f  

the Money Tree or products therefrom sold by  Licensee during the month, and t o  

accompany such-report w i th  a payment of the royalties accruing hereunder. 

Royalty checks shall be made payable t o  "Cairo lnst i tut ion for Tree Development" 

and sent to  the Licensing Office, 2 3 8  Administration Building, Cairo Institution for 

Tree Development, Giza, Egypt. To enable Licensor t o  verify the accuracy of such 

reports, Licensee agrees t o  permit Licensor's accountant t o  inspect i ts pertinent 
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records during reasonable business hours. Licensor shall also have the right during 

normal business hours to  inspect the premises and fields where the Money Tree i s  

grown or where it is utilized for purposes of verifying the royalties due. 

(5) Licensor will pay the costs o f  obtaining a Certificate of Plant 

Variety Protection or Patent in any country so designated by Licensor. 

(6) Licensor believes that the Money Tree is ready for use; however, 

it makes no representation in this regard. Licensor shall not have any responsibility 

t o  Lic,ons?e in the event the Money Tree does not  g row or perform satisfactcr;!;.. 

( 7 )  Licensee agrees t o  hold Licensor harmless f rom any liability or 

expense in connection wi th  its marketing of the  Money Tree or any products 

therefrom. 

(8) In the event that plant variety protection rights t o  the Money  Tree 

or products therefrom are infringed by a third paity, Licensee must  sue for 

infringement and t o  recover and retain any and all damages after paying Licensor i t s  

royalties based upon the infringer's sales. 

(9) Licensor may upon ten  (1  0)  days notice, at i ts  option, terminate 

this Agreement by  written notice t o  Licensee, i f  Licensee shall default in: 

(a) The payment of any royalties required t o  be paid b y  

Licensee to  Licensor hereunder, or 

(b) The making of any reports required hereunder, or 

( C )  If such default shall continue for a period of th i r ty  (30) 

days after Licensor shall have given t o  Licensee a wr i t ten 

notice of such default. 



(10) Licensee may terminate the License granted by this Agreement, 

provided Licensee shall not be in default hereunder, by giving Licensor two  hundred 

and forty (240) days notice of its intention to do so. If such notice shall be given, 

then upon the expiration of such two hundred forty (240) days the termination shall 

become effective; but such termination shall not operate to relieve LICENSEE from 

its obligation to pay royalties or to satisfy any other obligations accrued hereunder 

prior to  the date of such termination. Upon termination of this Agreement, all of 

the licensed rights shall automatically revert to Licensor. 

(1  1) Licensor retains the right t o  freely distribute the Money Tree for 

research purposes. 

(1 2) This Agreement is executed and delivered in Egypt and shall be 

construed in accordance with the laws of Egypt. 

(13) This License shall be effective as of the date first appearing. 

CAIRO INSTITUTION FOR 

TREE DEVELOPMENT 

Title: 

Date: 

LUXOR INCORPORATED 

By: 

Title: 

Date: 



Cairo institution for Tree Development 

You have just received a phone call from the Vice President of Research 
informing you of the following: 

1. The President of the Institution has contacted him and said you and vour 
team must licence the Money Tree. Reasons include: Publicity. 
Government questions and the President is getting impatient. 

2. You must license the Money Tree - 
A. The license term is not important. 

B. The front-end payment should be as  high as  possiblt, i: -h.?l!!d 
exceed 15.000 Egyptian Pounds. 

C. The license shouldn't cover more than Nonh Africa. 

D. Royalty rates should be at least 5% and should cover the tree and its 
its products. 

E. Continued Research support is very important. should get a minimum 
of 50,000 Egyptian Poundslyear. 

3. Failure in reaching an agreement within the parameters set above could 
result in the closure of the License Office. 

4. If you succeed you and your team will be rewarded with two extra days 
of vacation this year. 



Lusor Incorporated: 

You hav? just received a fax from headquarters informing you of the following: 

I .  Luxor Incorporated has-iust been taken over hy Ale~aqdria  Incorporated 
from Alexandria Egypt. 

3. You must get a license to the Money Tree - orders from the new owners. 
A. The license must be for at least 15 years 
B. The front-end payment must be as low as possible, it should not 

exceed 15,000 Egyptian Pounds. 
C. The license must be exclusive for the world, sublicensing is not 

important. 
D. Royalty rates should not exceed 5% and should only cover the tree. 

not its products. 

3. Failure in reaching an agreement within the parameters set above could 
result in the loss of your jobs as well as your co-workers jobs. 

4. If you succeed vou and your team will be rewarded with significant s a l a p  
increases and bonuses. 



Impact of IPR on Trade 

John H. Barton 
Stanford Law School 



THE INTERNATIONAL SYSTEM 

TERRITORIALITY OF PATENT => NEED TO FILE 
EVERYWHERE 

PARIS CONVENTION => PRIORITY DATE BASED ON 
FIRST FILING 

PCT => SIMPLIFICATION OF MULTIPLE FILING -t 
DELAYS 

REGIONAL SYSTEMS 

CENTRALIZATION OF SEARCHING 



INTERNATIONAL INTELLECTUAL 

PROPERTY 1NSTITUTIOfiS 

TRADITIONAL 

WIPO (1967; patents plus) 

Paris Convention (last'revised 1973) and others 

UPOV (Plant Variety Protection) 

PCT (1978) 

NON-TRADITIONAL 

WTO (1994; formerly GATT) 

TRIPS (1994) 



THE URUGUAY ROUND 

ALL SUBJECT MATTER 

PHARMACEUTICALS 

GENES 

PLANTIANIMAL EXCEPTION 

SUI GENERIS 

DELAYS IN DUTY TO APPLY 
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Appendix E 

Presentations Given by 
Dr. Marsha Stanton 

1. Plant Variety Protection 
2. Plant Breeders' RightIUPOV 



Plant Variety Protection 

Marsha Stanton 
U.S. Department of Agriculture 









PVP Certificate Owner can 
Exclude Others from: 

Selling or marketing the variety 
conditioning a variety for sale 
reproducing the variety 
importing or exporting the variety 
using the variety to produce a hybrid 
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RESEARCH AGREEMENT 
BETWEEN 

I\?ICHIGAN ST.??!? L1?J!VE?S!TY 
AND 

(SPONSOR) 

THIS .L\GREEMENTeffective this ?? day of?? .  1999. by and between??. having its principal place 
of business at ??. (hereinafter referred to as "Sponsor") and Michigan State hi\-ersit?-. having its 
principal place of business at East Lansing, Michigan. 48824, a non-profit educational instituti3n 
ofthe State of Michigan (hereinafter referred to as "University"). 

WITNESSETH: 
\\'HEREAS. the research program contemplated by this Agreement is of mutual in~eresr and benefi~ 
to Universit!-and to Sponsor. will further the instructional and research objectives of Universirl- in 
a manner consistent with its status as a non-profit. tax-exempt, educational institution. and may 
derive benefits for both Sponsor and University through inventions, improvements. andior 
discoveries: 
SO\J7. THEEFORE.  in considerationof the premises and mutual covenants herein contained. the 
panies hereto agree to the following: 

.Article 1 - Definitions 

.As used herein. the following terms shall have the following meanings: 
1. "Project" shall mean the descriptionof the project as described in Appendix A hereof. under 

the direction of Dr. ??who is the Principal Investigator. 
7 -. "Contract Period" is ?? , 199? through ?? . 199?. - 
- .  "Lniversity Intellectual Property" shall mean individually and collectively all inventions. 

improvements and/or discoveries which are conceived and/or made (i) by one or more 
employees of University. or (ii) jointly by one or more employees of  University and b?- one 
or more employees of Sponsor in performance of Project. 

.Article 2 - Research Work 

1 .  Ciniversity shall commence the performance of Project promptly after the effective date of 
this .4greement. and shall use reasonable efforts to perform such Project substantially in 
accordance with the terms and conditions of this Agreement. Anything in this Agreement 
to the contrqnotwithstanding,Sponsor and University may at any time amend Project b!- 
mutual antten agreement. 

? . In the event that the Principal Investigatorbecomesunable or unwilling to continue Prqiect. 
and a mutuall?; acceptable substitute is not available, University and;or Sponsor shall h?\-s 
the option to terminate said Project. 
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Article 3 - Reports and Conferences 
d 

1 .  \Yritten Project reports shall be provided by University to Sponsor ever\. ?? months. and a 
final repon shall be submitted by University within ?? (??) days of the conclusion of the 

LJ Contract Period. or early termination of this Agreement. 
1 -. During the term of this Agreement representatives of University will meet with 

representativesof Sponsor at times and places mutually agreed upon to discuss the progress 
1 1  

and results. as well as ongoing plans, or changes therein. of Project to be performed 
hereunder. 

ull 
Article 4 - Costs, Billiiigs. azd Other Support 

1. It is agreed to and understood by the parties hereto that, subject to Article 2. total costs to 
Sponsor hereunder shall not exceed the sum of ?? Dollars (%??.00). Payment shall be made 
to University by Sponsor quarterly at the b e g i ~ i n g  of each quarter. Any funds in excess of 
Project expenseswill be returned to the Sponsor after the expiration of the Contract Period. 

9 . The money paid by Sponsor to University shall be expended for the Project in a manner to 
be determined by University for salaries.wages. travel, equipment, supplies, overhead. etc.. 
as may be reasonably necessar?. to carry out said Project. L~ni\:ersitycan provide Sponsor an 
accounting of funds spent during or at the conclusionof the Project if such an accounting is 
requested in U~lting within fifteen (1 5 )  days of the signing of this Agreement by both parties. 

3. Sponsor shall loan/donate the following equipment to University under the f o l l o ~ i n g  
conditions: -. . Lyni\mity shall retain title to any equipment and supplies purchased nirh funds provided b>- 
Sponsor under this Agreement. 

i - .  Anything herein to the contrary notwithstandin_e, in the event of early termination of this 
Agreement by Sponsor pursuant to Article 10 hereof. Sponsor shall pay all costs accrued by 
Liniversir?; as of the date of termination, including non-cancelable obligations. which shall 
include all non-cancelablecontracts and fellou.shipsor postdotroral associate appojnmenrs 
called for in Appendix A. incurred prior to the effective date of termination. After 
termination. any obligation of Sponsor for fellowships or postdoctoral associates shall end 
no later than the end of University's academic year following termination. 

Article 5 - Publici* 

Sponsor will not use the name of University? nor of any member of University's Project staff. or 
other employees. in any publicity. advertising.or news release without the prior wrinen approval of 
an authorized representative of University. University will not use the name of Sponsor, nor an!: 
employee of Sponsor. in any publicity without the prior u ~ i n e n  approval of an authorized 
representativeof Sponsor. Ho\i-ever. this provision will not apply when either pany \\-ishes to sive 
credit to the other panv \\hen presenting a paper at a conference or seminar for non-commercial 
purposes. unless the pany being given credit requests orhenvise in \vriting. 



. . -.> 
, ~. . , .. 

Sponsor recognizes that under University policy. the results of Project must be publishable and ". ... . ... . .. . , 

. .  . 
agrees that Proiect personnel shall be permitted to present at symposia. national. or reeional :, i.:.I C. . ' .  
professional nieetings.and to publish in journals. theses or dissenations. or oxhen\-ise of  their o\\n . . !. .. 

.. ,. 
choosing. methods and resultsof Project. pro\,ided. however, that Sponsor shall ha\-e been furnished '. . .:.. .;:"* 
copies of any proposed publication or presentation at least two (2) monlhs in advance of the i ,,..h . ..,..I 

submission of such proposed publication or presentation to a journal. editor. or orher third pan!-. ??St 
i2.f 
a,$.: 

Sponsor shall have one ( 1 )  month. after receipt of said copies, to object 10 such proposed B +.? 
&f.p 

presentation or proposed publication because there is patentable subject matter which needs F.~.,.?: 
;;5:;:: 

protection. or the presentation or publication coniains confidential information provided to ssp; 
University under Article 9. In the event that Sponsor makes such objection. said Project person or t?::.; . .... 
personnel shall refrain from making such publication or presentation for a maximum of six (61 . .: . . 

months from dare of receipt of such objection in order for University to file patent applicationlsl ~. 

\vith the United States Patent and Trademark Office and/or foreign patent officejs) directed to the 
patentable subject matter contained in the proposed publication or presentation. If Sponseis 
confidential information is contained in the presentationor publication University may proceed afier 
removing the contidenrial information. 

Article 7 - Intellectual P r o p e m  

I .  .4II rights and tirle to University Intellectual Propeny developed under Project shall belong 
ro University and shall be subject to the terms and conditions of this Agreement. 

? -. Rights to inventions, improvements andlor discoveries. whether or not patentable or 
copyrightable. relating to Project made solely by employees of Sponsor shall belong ro . , , 
Sponsor. Such in\~entions,improvements,and/ordiscoveriesshall not be subject to the terms . . 
and conditions of this Agreement. . . - .  - - .  Rights ro inventions, improvements. andlor discoveries, whether or not patentable or . . 

copyriphtable.re1ating to the Project made jointly by one or more University employees and 
one or more Sponsor employees,or which are made solely by employeesof Sponsor utilizinq 
Lniversiry facilities. shall belong to Sponsor and University jointly (hereafter referred to as 
"Joint Invention"). Both parties have the right to make, have made, reproduce. use. sell and 
license. and offer to sell and license. Joint inventions, pro\,ided both parties share a n -  2nd 
all costs to develop and protect the Joint Invention. e.g., patent. 

4. University \r.ill promptly notify Sponsor of any Liniversity Intellectual Propeny conceix-ed 
andjor made during the Contract Period under Project. If Sponsor directs that a patenr 
application or application for other intellectualpropeny protection be filed. L:niversit>- shall 
promptly prepare. file. and prosecute such U.S. and foreign applicationin Liniversity'snarnc. 
Sponsor shall bear all costs incurred in connection with such preparation. filing. prosecution. 
and mainienance of U.S. and foreign application(s) directed to said L-ni\-ersir>- Intrllectu?i 
Property. Sponsor shall cooperate with University to assure that such applicati@n(s~ \\-ill 
cover. to the best of Sponsor's kno\vledge. all items of commercial intcrssr and importance. 
\\'hils ifnivsrsiryshall be responsible for making decisions regarding scope and conrsnr o:' 



application(s)to be filed and prosecution thereof. Sponsor shall be given an opponunity to 
:e:.i,-\\- and provide inpi;: r:s:rto. br~iversity shall keep Sponsor advised as  io aii 
developments ~vith respect to such application(s) and shall promptl? supply to Sponsor 
copies of all papers received and filed in connection with the prosecution thereofin sufficient 
time for Sponsor to comment thereon. 

i . If Sponsor elects not to exercise its option or decides to discontinue the financial support of 
the prosecution or maintenanceof the protection. University shall be free to tile or continue 
prosecution or maintain any such application(s). and to maintain any protection issuing 
thereon in the E.S. and in any foreign country at University's sole expense. Such patent 
applicationsdescribed in this Section 5 of .4nicle 7 and any patents derived therefrom shal! 
not be subject to the terms of this .4greement. 

Article 8 - Gran t  of Rights 

1. In return for the support of the Project, University hereby grants to Sponsor an option and 
right of first refusal to obtain an exclusive. world-wide.royalty-bearingpatent license under 
all patent rights resulting from research performed under the Project. Such patent rights 
include all pending and issued patents and any continuation.continuation-in-pan, divisional 
and reissue applications and reissue patents thereof. This option shall be for one ( I  ) year 
from the termination of this Agreement. 

, -. University hereby grants Sponsor a non-exclusive. royalty-free right and license to use for 
Sponsor's internal non-commercial research and developmentactivitiesall unpublisheddata. 
know-how, materials and unpatented inventions or discoveries arising 2s a result of research 
developed by University under the Project, reservinga right to Universityto use such subject 
matter for any non-commercial uses. 

3. Should University and Sponsor be unable to agree on the terms of such exclusivelicense and 
should University within one (1) year from a breakdown of good faith negotiations between 
Sponsor and University for such exclusive license establish more favorable terms for such 
exclusivelicense with some other bona fide third party. Sponsor will have the first right to 
an exclusive license under the more favorable terms. 

4. In the event Sponsor has no interest in maintaining an exclusive license as set forth in this 
Article 8. for a discovery or improvement resulting from the research performed under this 
Agreemenr. Sponsor shall have the option of retaining a non-exclusi\~e, world-wide license 
to any patentable disco\lerv, invention, or improvement under this Agreement on reasonable 
terms. and. in any event at royalty rates no less favorable than those granted by University 
to any third pan? licensee for equivalent rights. 

. Upon receibing notice that University has no interest in filing a patent application or 
continuing the prosecution of any pending applications, Sponsor may at its option pay all 
expenses required to file for patents or continue the prosecution of any pending applications. 
Eniversity shall assist Sponsor at Sponsor's expense (including assisninz such inventions. 
patent applicationsor patentsto Sponsor) in filing. obtaining and mainrzining such parents. 
.\I1 such patenrsthat are obtained by Sponsorat its expense under this .Article 8 shall be the 
propeny oiSponsor. reser\;ing a right ro L'niversityto use such lntellecrusl Propeny for any 



non-con~mercial purnoses 
6.  This .Agreement shall not be conarued to grant Sponsor or University an) license or other 

rights except as contained herein. 

Article 9 - Confidential lnformation and Disclosure 

Except as for the righr of publication set forth herein. initial disclosures to Sponsor of research 
performed hereunder shall be on a confidential basis. In n o  event shall Sponsor be obligated to 
maintain such information confidential for more than three (3) years from the dale of disclosure to 
Sponsor or one (1 ) year from the terminationof the research performed under this Agreement or  any 
extension thereof. whichevertime period is shorter. If Sponsordisclosesits Confidential lnformation 
to University. University shall maintain such information confidential for three (3) years from the 
date of disclosure to Universityor one ( I )  year from the terminationofthe research performed under 
this .Agreement or any extension thereof. whichever time period is shorter. Information provided by 
Sponsor shall be deemed confidential if it is marked confidential or stated in writing to be 
confidential. If Sponsor orally disclosesConfidentialInformationto Universiq Sponsor shall reduce 
the disclosure to writing within thirty (30) days and mark it confidential. The above obligations of 
confidentiality. with regard to both University's and Sponsor's obligations. shall not apply to: 
1. information which is provably in the possession of the recipient prior to receipt hereunde~ 
? . information which is now or later becomes generally available to the public \vithout breach 

hereof: 
3. information received from a third party having the right to disclose such information\iithout 

restriction; or 
4. information which the disclosing party gives wrinen permission to publish or use; or 
5.  information which is required to be released by law or a court order. 

.4rticle 10 - Term and Termination 

1. This Agreement shall become effective upon the date first hereinabove w i n e n  and shall 
continue in effect for the full duration of the Conuact Period unless sooner terminated in 
accordance with the provisionsof this Anicle. The parties hereto may, however. extend the 
term of this Agreement for additional periods as desired under mutually agreeable terms and 
conditions which the panies reduce to writing and sign. Either party may terminzte this 
asreement upon ninet?: (90) days prior wrinen notice to the other. 

7 . In the event rhat either party hereto shall commit any breach of or default in any of the terms 
or conditionsof this Agreement,and also shall fail to remedy such default or breach \vithin 
ninety (90) days after receipt of wrinen notice thereof from the other party hereto. the pany 
givin_g notice may. at its option and in addition to any other remedies which it may have at - 
law or in equity. terminate this Agreement by sending notice of termination in anting to the 
other pan! ro such effecr. and such termination shall be effective as of the date of the receipt 
of such notice. . . . Cpon the giving. or receil-ing. of rhe notice of termination. both panics \\.ill ma!ie all 
reasonableeffons ro end expendituresunder this Agreement during the notice period. L'pon 



the end of the noricr period University. upon billing. will be reimbursed by the Sponsor in 
accordance \\.it11 Article 1. If the Sponsor has provided Frojsct funds in excess a~Lc:i-c;s~ty's 
espendirures and non-cancelablecommitmenrs.such excess shall be returned to the Sponsor. 

-I. Subject to Article 8. termination of this Agreement by either pany for any reason shall not 
affect the richts - and obligations of the panies accrued prior to rhe effecrive dare of 
termination of this Agreement. No terminationof this Agreement. however effectuated.shal1 
affect the Sponsor's rights and duties under Anicle 7 hereof. or release the panies hereto 
from their rights and obligarions under Articles 4.5.6. 7. 8.9 and 1 1. 

Article 11 - Independent Contractor 

In the performance of all services hereunder ljniversity shall be deemed to be and shall be an 
independent contractor and. as such. University shall not be entitled to any benefits applicable to 
employees of Sponsor. Xeitherpany is authorizedor empowered to act as agent for the other for an! 
purpose and shall not on behalf of rhe other enter into any contract, warranty, or representation as 
to an!. matter. Neirher shall be bound by the acts or conduct of the other. 

Article I2 - Insurance 

University warrants and represenrs that University has adequate liability insurance. such protection 
being applicable to officers. employees. and agents while acting within the scope of rhsir 
employment by University.and tiniversityhas no liabiliryin&rance policy as such that can extend 
protection to an\: other person. 

Article 13 Liabil ie  

Each party hereby assumes any and all risks of personal injury and propeny damage anributabie to 
the negligent acts or omissions of that party and the officers, emplo);ees. and agents thereof. 

Article 14 - Governing Law 

This .4greement shall be governed and construed in accordance with the laws of the State of 
.\lichi?an 

Article 15 - Assignment 

1 .  This Agreenienr shall not be assigned by either party uirhout the prior written consent of the 
panies hereto. 

1 . This Agreement is assignable to any division of Sponsor. any majoriry stockhoider of 
Sponsor. andior any subsidiary of Sponsor in which fifiy percent15OOoI oi the ou taand in~  
stock is o\vned h \  Sponsor. 



Article 16 - :\greement Cvioditication 

An!- agreement to change the terms of this .4greement in any way shall be valid only if the change 
is made in writing and approved by mutual agreement of authorized representarives of the parties 
hereto. 

.4rticle 17 - Notices 

1.  lf to Sponsor: 

SPONSOR 
1NDlVIDUAL OR OFFICE 
ADDRESS 
CITY. STATE ZIP CODE 

1 -. If to University: 
Contract and financial matters: 

Michigan State University 
Office of Contract and Grant Administration 
Non-GovernmentJlndustriaL'State of MichiganILocal Governrnen~~~oundarions Section 
301 ?idministration Building 
East Lansing. MI 48824 

Technical matters: 

PRJNCIPAL INVESTIGATOR 
TITLE 
DEP.4RTMENT or COLLEGE 
BUILDING ADDRESS 
k4ichigan State University 
East Lansing. MI 48824 

3 .  Xotices. invoices. communications.and payments hereunder shall be deemed made if +.en 
by registered or certified envelope, postage prepaid. and addressed to the pany to receive 
such notice. invoice. or communicationat the address given below. or  such other address as 
may hereafier be designated by notice in writing. 



1X WITXESS WHEREOF. the parr i~c have caused these presents to be executed in duplicate by 
their duly authorized representatives as of the day and year first above winen.  

By: 
Title: 

h,llCHIG.AK STATE CTIVERSITY 

By: 
Title: 



MICHIGAN STATE UNIVERSITY 

Uniform Research A, oreerne ;.: 

This .Agreement is entered into as of . 19 - . between The Board of Trustees of 
Michigan State l'niversity. which has a principal address in East Lansing. MI. 4882.1 (hereinafter 
referred to as the University) and (company name) (company address) 

(hereinafter referred to as the Company,: 

\J.'HEREPIS. the University has personnel and facilities for carrying out the Project described in 
Exhibit A: and 

\VHEREAS the Company is desirous of engaging the said personnel and facilities for c w i n g  
out the Project: 

KOb'. THEREFORE. in consideration of the premises and the covenants and agreements o f  the 
panies as hereinafter set forth. the parties have agreed and do hereby agree with each other to the 
iollo\ving: 

1 .  The Uni\-ersitx hereby agrees to c a r p  out the Project in the manner and \vith the 
personnel and facilities set forth therein. 

7 . The Company hereby agrees to pay to the University rhe sum of -(Amount to be enrered 
in test and numbers) - Dollars, payable on a quarterly basis at the beginning of each 
quarter. with the first payment due upon execution of this Agreement. 

. 
J. I t  is mutually understood and agreed that: 
( a )  This .4greement may be terminated by either party upon giving at least a thiny (20) da>- 

notice to rhar effect to the other party. A reasonable adjustment will be made between h e  
panies to ensure the University is reimbursed for Project costs incurred to the date o f  
termination of this Agreement. Any funds paid by the Company to the University in 
excess of Project costs v.511 be returned to the Company. 

tb) Unless otherwise clearly provided in Exhibit A. the Universit!: shall have rhe unrestricted 
right of publication with reference to its activities and findings in connection with the 
Prqieci. 

( c l  Upon the completion of the Project. or upon the termination of this Agreement. the 
Cjniversiry shall submit a uritten repon to the Company informing the Company of the 
Project acti~~ities and findings. The Company shall have the right to be advised at all 
times as to the prosress being made in cawing  out the Project. 

( d l  Patent rights arising as a result of the activities by University personnel during the 
conduct of the Project are the propen); of the Gniversity. 

- .  The psriod of performance of this Asreemen1 shall be from to and 
includin; 



ad IN TESTIMONY WHEREOF. the parties hereto have caused this instrument to be executed. in 
duplicate. by their officers. thereunto duly authorized to sign on behalf of their pan!-. 

F a  

Michigan State University 

1 9  Name. title and date 

I& 

Company 

Name. title and dare 
d 



This Agreement. effective a s  of , 1999. is entered into by 
(Company) and &lICHIGr\N STATE UNIVERSITY (University)for the purpose oiprotectingrhe patent. 
trade secret and other proprietary rlghrs of University and Company in the  following subject matter. 
xvhich i t  may be mutually beneficial to disclose to each other for evaluation: 

The  par t i e s  a g r e e  as follows: 

1. Xeither party will directly or indirectly divulge to unauthorizedpersons a n y  information received 
from the other party which relates to the subject matter of this Agreement. except as otherwise 
required by lax.  Information to be subject to this Agreement shall be disclosed in writing or. if 
it is verbally or electronically disclosed a s  confidential a t  the time of disclosure. its confidentiaiity 
shall be confirmed in writing wlthin twenty (20) days of disclosure by the party making the 
d~sclosure. 

2 .  Each party a s  recipient of such proprietary information from the other party will disclose such 
information only to its employees or agents for the purpose of evaluation. and any employees or 
agents to whom such information is disclosed shall be informed of the  propr ie tay nature of ihe 
disclosure and of this .\greement and shall agree to hold such information in cofidence and be 
bound by this Agreement in the same manner that each party is bound. 

3. Xeither part? will use such information received from the other part? for any purpose except 
evaluat~on, testing. research, and related activities and will not disclose such information to 
anyone except lu employees or agents unless prior written consent is obtained from -he pan? 
providing such information or as required by law. 

1. This Agreementshall be binding on both partiesfor a term of five (5) years from the  effective date 
set forth above. except under the following conditions: 
(a) If a party can show that  such information was in its possession a t  the time of the  disclosure: 
or 
@) If the information disclosed by one party to this Agreement is or becomes publicly knorvn 
during the term of this Agreement otherwise than through a breach of t h a t  party's obligations 
under this Agreement: or 
(c) If the party later receives such information from a third party a s  a matter  of right: or 
id) If such information is  deveioped by one party independently of any disclosures made under 
this Agreement. as evidenced by that party's written records. 

To evidence their agreement to the foregoing, the parties have through duly authorized 
representatives exec~ted  thls Agreement. 

ZIICHIG.4X STATE UNI\ 'ERSln  COMPAhV 

?::I.%. Title: 

!j?r,:-  Date: 

'..lil I ll( ,.\\ 5TATF 
. .- -- 



MATERIAL TR4NSFER AGREEMENT 

In consideration of the mutual covenants contained herein and with the intention of  being legally 
hound under the laws of the State of Michigan. the panies agree as follows: 

1 .  The panies to this Agreemenl are: 

Michigan State University. 238 Administration Building. East Lansing, Michigan 38824 
(hereinafter referred to as "MSU") and (hereinafier referred to as 
"RECIPIENT). 

1 . The "Material" covered by this Agreement is defined as and includes the follo\xing: 
(hereinafter referred to as "MATERIAL")developed by 

. -. RECIPIENT agrees that this MATERIAL will not be released to any person other than 
the signatories of this Agreement except co-workers working directly under a signatory's 
supemision who have agreed ro abide by the terms and conditions of this Agreement. S o  
one is permitted to take or send this MATERIAL to any other location. unless prior 
\\ritten permission is obtained from MSU: such permission xi11 not be withheld 
unreasonably. 

-_ This .4sreement and the resulting transfer of MATERIAL constitute a resuicted license 
for RECIPIENT to use the MATERIAL solely for not-for-profit purposes. MATERl.4L 
will not be used for any purpose inconsistent with this Agreement. Upon completion of  
the w-ork for which this restricted license is granted. MATERIAL which has nor been 
destroyed will be disposed of as explicitly directed by MSU. MSU retains title to the 
MATERIALI and RECIPIENT shall not obtain any ownership rights in MATERIAL. 
MATERIAL is experimental in nature and it is provided WITHOUT WARfL41U'TY OF 
ANY SORT. EXPRESSED OR IMPLIED, INCLUDING WITHOUT LIMITATION 
LVARRANTIES OF MERCHANTABILITY AND FITNESS FOR A PARTICULAR 
USE. MSU makes no representation and provides no warrant that the use of  the 
.MATERIAL \vill not infringe any patent or proprietw rights of third panies. 

>. RECIPIENT agrees that it will follow all applicable guidelines set forth by the National 
Institutes of Health W H )  or other governmental agencies regarding the use of  such 



6. The RECIPIEXT shall be responsible for any and all importlespon requirements and 
regulations for the receiopt of such MATERIAL. 

7 , . l i the RECIPIENT intends to use such MATERIAL to determine it a commercializabls 
system can be developed as a result ofthe RECIPIENT having received this 
k1.4TERIAL. the RECIPIENT agrees to negotiate in good faith prior to marketing of 
such products compensation to be paid by the RECIPIENT to M S U .  Such compensation 
may include royalties on the gross sales value of world-wide sales of such products 
derived from the MATERIAL. 

8. RECIPIENT hereby agrees. upon the request of MSG, to provide MSG xirh a repon of 
observations related to the MATERIAL by providing MSU with a repon describing the 
results of such research using the MA'rkRlAi. To the extent that it is able. RECIPIEST 
will ackno\vledge MSU's contribution. 

r 
9. RECIPIENT hereby grants MSU a nonexclusive, royalty-free right to use for its internal 

research purposes any information or new material developed by RECIPIENT using the 
MSC: M.4TERIAL. MSU agrees not to publish results involving RECIPIENTS data 
\\-irhout citing its source and gi\:ing credit of authorshiplcreatorship to RECIPIEXT. 
provided that is desired by RECIPIENT. 

10. This Agreement will terminare on the earliest of the follou-ing dates: ( I )  when rhe 
MATERIAL becomes generally available from third parties. for example. through 
rsa2ent catalogs. (2) on completion of RECIPIENTS current research xvith the 
hl.4TERlAL. (3) on thirty (20) days written notice by either party to rhe other. o r  (4) on 

. 1999. 

\fICHIG.A3 STATE UNIVERSITY 

Tiile: 

RECIPIENT 

Name: 

Title: 

Date: 



AMONG 
MICHIGAN STATE UNIVERSITY 

and - 
UNIVERSITY 
and - 

UNIVERSITY - 

da-. c f TZIS AGZEEMENT is made and entered into this - . . 1655 ---- i.. -. - 
a?.? am0r.g Uh':VEP.SITV, an institution of higher ecizcatioz ,?.+re~?.zfter 

i ,  a non-3rofic corporaiion duly organized and.existing cnder z5e lzxs cf 
-. ~ n e  state sf , UEIVERSITV, an institution of hiohcr eiiicazi33 
:!?ereinafter ) .  a nor?-profit corporation duly organized azd rxis:Lng -?.fez 
the laws of the State of - , and MICHIGL? STATE UNIVEi?SI?<, a?. i?.stL----; -L..L-L.. -- oz - 
higher educaiion (hereinafter XSU). a constitutional corporation d.;ll; crga?.i+ei 
ax5 existing cnder :he laws of the State of Michigan. 

WITNESSETII 
I S ,  inventors at KSU. - and - are collabcra:ing and =or.:i-ue 

to collaborate on research pertaining to - and, 
t;i:5RIAS, certain intellectual property includins patents ar.d pace-: 

asplicatic?.~ -a); be derived from :his collaborztive research effor:; an5 
. . . . - - - - - S  the ir.ven:crs agreed at the onset of the researc:? that :he ;=in: 

3--i  e c  (as :-.ereinafter define<&n Section 1.1) would be a joint efforz a-c . zr.a: . 
-_ I_  __ - * :  -:.- I..L-llezrual property or any other benefits that nfght be deri-e5 fra- rhe -. -- -,-iaLcAati=r. -.+- 7 -  xould be commo-ly owned by :he inventors azd :heir resjeca-.-c 
.-?-.- -..--;l-u~ic=s; and 

. - . - - - - . - . . . - - - - - . , MSZ;, - and - wish to provide for the 5snelicg z?.e 
.. . . - - . .. < ., --.---or; sf :he pa:enting costs and the monies received from a?.y c2:ic: LC . . . ~:cense sr 21cense under said paten: rights. 

"37,; -.-- .. I.-.;REFORE, ir? consideration of the premises and of ::le act-;al 
cz.:c-ants a?.c agreements czntained herein and of ocher good a-d ---21cz"'- - -= 

. . 
zs?.s:czeraticz sf the terms a?.d conditions set forth below. che parties agree as - . -  'c.=. *-. 
. . .. - . ,crz: ?rojectM means a collaborative research program be:z.eer. XSL'. - 

anc , iovolving inventors - and such ocher izventcrs vhs tzve -- - .:.=: .participate in this projec: supported by the U.S. - ..-i;~ - a ~ - - -  

concrzct number - titled, "- ( "- Contract") . 
. - -. -..-ei~ectual Property" means patents, copyrights, and zradesarks anc a?? 

cther forms of intellectual property created under the Joint Jrqram ::lac 
cre ;ro:ectable under U.S. laws. 

1.3 0. ?-: -- 
YI_._- Ownership1' means two or more of the parties have em>l=;sees rka: 
are ==-inveniors, as defined under 0.5. law, :o iatellectual Pr3gor:g. 

SECTION I1 - -  PROPRIETARY RIGHTS - .  '. . -;_.> _ 
. - & - -  -0 Intellectual Property xili be with originating i?.s:itu:~or. 
YI.iess there is Join: Ownership, subject to :he rights, if a?.?, of ;he 
FeQeral Government. - - . . - a. !.!SU will be responsible for the patentins a x  Licrr.sing 31 .. . I=relliccual ?roperiy with Join: 0.-nership. -* r e  y ~ - -  se >z?ic 
ass:fxnent ;o i?.cellectcal Pro?erty with Joi?.: C ? s  to :he 

. 
ZL:.:~:~P~~ZC zarries. - * - - . - -- - ,  L. _..-=-~eccl;al ?ro?err!.* crea:e5 soleiy by one Ins;it.;::=:. :ill: be ~-7td 
2:. : r e  . : l a  xns- ,-L,Lion. c -..- Controlled nea-s :?.a: I.:st:=c::~c 



. .. 

. . '.-*Jill . .  , . beih control of all decisions concerning patenting and licensing. 
. . .  :.and ~. said.Ir,stitution wi1l'rftai.r. 212 r-yalties result!-rj * y m  lirensinc. 

.~.. . 
. .  ~. . ' c.. 1n;all instances, counsel chosen to prosecute the patent applicatisn 

. - shall made. aware of the nature of the Joint Project and shall be . . .~ 
. . 'charged with determining inventorship in accordance with law, after 

. . % , G,~. .  .. . . 
. - - ? :  --soliciting faccs. if any, from each institution. .. .- . . -.- . . .2 :3 a. ' &icensinc of jointly developed inventions -shall only be by mutcal 

. ~ 

. . . , asreement.. HSU shall take the lead in identifying' potential licensees 
. . and,negotiatinglicense' .~ . agreement(s) following consu?:a:io~ xich - . . z&;o: .- 

. ' , - .. . . 
.. : . b. i'nver.tions developed by individual institutions under sponsorship of 

~ 

t:?e 'Jailit Project shall be available to the other =o 5witutio:-s 
. : ihrough a non-exclusi~ve, royalty-free Iicense to use such izventisns for 

. . 
~~. . ~nrernal, no-.-commercial research purposes. 

< .  . - Other institutions or parties may be added to the Joint Project via a 
. .  . ... s;+conrract or some other mechanism for the purpose of facilitating the .. - . research.. . MS'J. - and - will remain the primary parties for the 
. . . '  - 6e:krminatio;i of patenting and intellectual property o.mership and the 

: .other icstitutions or parties which may be added to the Joint Projecc 
. shall be secondary in the decision-making process pertainin% :o 

~rbprietary rights. 
SECTION 111 - -  EXPENSES 
> - -..- c.'S. and foreign patent applications f 9 ~  Joint Ownership inventions shall 

be filed. prosecuted and enforced as mutuzll:.! agreed upon betyeen 5 . Z -  
ana - , and the parties will share the eeenses thereof as - 

provided in Section 2.2 hereof. 
- - 
2.. - ij~less agreed otherwise, all patent costs and legal - fees in====--= 

, 1999 =ill be shared equally by the institutions contributing to - 
an invention, except that~~i-f any party-objects to the filing or conti~ued 
prosecut'ion of an application or enforcement of a patent in-a par:ici;lar 

' country, <he other party may proceed at its own expense. If any par:? 
aroceeds oh i:s own, the party declining to proceed shail have no righ:s 
cr interests in any patent righrs for said country(ies) in which it 
declines to pzoceed. 

SECTION IV - -  INCOME 
4 . :  For Joint Ownership inventions MSU. - ,and - aqree to share 

equally all income received from the licensing and co;;~nercialization of 
the i~tellectual property or any other tecS-?olqy thac might result from 
:he present and future collaboration on the Joint Pro;ect. I3 the ei-en: 
gross royalt:es do not cover the accrued legal costs expended by ae? 
party with respect to jointly developed inventions, no party shall be 
held responsible for reimbursing the other. 

SECTION V - -  ASSIGNASILITY - - . Iioxe of the parties shall assign or transfer any of the rights under this 
Xgreemer,< without the prior Written a2proval of the ocher par:ies shizh 
az3roval shall not be unreasonably withheld. . . 

SECTION VI - -  FUTURE ISSUES 
7 - e ,  - .  - if anv aisapreements arise. the parties will use jest eiiorts cc - 

r.29oiiace to resolve all differences. The co1laborac:cr. C5 S ' i i .  - 
22.2 scient~scs is paramount. - - - - T-- . s ;.~rter.ez: shall rerminare sith the expirarion of :% :as= to ex?lre 
sate?.= ceveloped under this Joint Project, or 0:. a~ar.%nr;.en; of all 



'. . . . 
patent applications developed under this Joinc Project, prcvided such 

t :  

a! a.?ant>or.n,cnt ij by mutual consent. 
. SECTION VII - - MISCELLANEOUS - - 

..I .. This Acjreemen; shall be construed in accordance with the 132-s of :he 
: 
' State of Michigan, except its conflict of laws provisions. 

d! : 1 ,  . .- This Agreement sets forth the entire agreement and unders=and=zg bezxeen 

the parties a s  to the subject matter thereof and merces 3 1  prier 

i discussions between them. 

id! 7.3 This Agreement may be executed in any number of c0unteCar:s. szy cze 3-I 
which shall be deemed to be the original without chf cr=fuzticz 2: 
others. 

J' 
The parties have caused this A9reener.t t3 be signed in triplicaze %=. t5tir dull/ 
auLhorized representS:ives entered into the day and year first a5c-'e uritzen. 

p.. v .  
~. 

i a . 'iitye: 
' ' Date: * - - ~~ --- ~~ 

/ 

. . 
-3NIVEIiSIT'r' 
a;.: 
-. . 12t15: 
Date: 



OPTION AGRSEMENT 

Grantor : 

Grantor's 
Address : 

Grantee' s 
Address : 

Michigan State University 

Director, Office of Intellectual Proper=? 
Michigan State University 
239 John A. Hannah Administration BuilC-.:g - Last Lansing, Michigan 48824-1045 

Company Name 

Optioned 
Rights : U.S. Paten: or MSU I.D. Number W w Y Y  titled 

I, . P I 1  ; Inventor (s) : E??C'?23X 

Term: Effective Date: JJJJJJJJ 1, 1999 
Expiration Date: JJJJJJJJ 30, 1995 

Option 
Price: x x x x x x x ~ x x x x x ~ ~ ~ ~ ,  ( y y y y y y y ~ )  

1. Grant of Oution. In consideration of paymenc of ?he 
Option Price by :he Grantee to the Grantor, receipt of which =he 
Grantor acknowledges, the Grantor grants the Grancee an exclusive 
cpzion to obtain a license from the Grantor to the Optioned Risks, 
ir: accordance wiin this Option Agreement. 

2. Exercise of the O~tion. The Grantee may exercise i E s  

opsion at any Lime prior to expiration of the Tern by civinc 
written notice signed by the Grantee to the Grantor at iis address 
staiea above. The notice must be personally delivered or 
postmarked before the expiration of the Term. 



3. -. In the event the Graniee elects tc 
exercise its option, execution of a license agreemeni and 
fulfillment of ?he following conditions to license shall occzr 
wiriin thirty (30) days after the Grantor receives the noiice its: 
the Grancee is exercising the option. The Grantee shall pay to tht 
Grantor the following amount and meet the following reqcireneni a: 
the time it enters into a license agreemen: with the Granzor: 

a. Pay an initial license fee of N N N N N N h ? . J 3 3 3 3 ? \ - Z ~ 3 % X 3 T  
dollars (SNNPTNTNNN) and a royalty rate of &>TUX N>%???%'i\ZG 
percent (NNNNN's) of the net sales of Products (as defined 
in che ~lcenke Agreement), and 

5. Provide the Granior with a preliminary bcsiness plan 
acceptable to the Grantor which describes the steps 
-r ,-oposed by ihe Grantee to commercialize the Opticned 
Rights. 

4 .  -. Terms and conditions of ihe licezse 
apreenent will be negotiated in good faith so as to resnlt i> a 
license acceptable to both parties substantially in the form 05 - . - .  
z > : ~ : D ~ Z  A .  

- - -. . ~ailure to Exercise O~tion or to Cioso. If the Gra?:er 
- .  
na~is to exercise its option properly before expiration of <he Tern - . -  
c r  :a113 to meet the conditions to license and enter in:~ a license 

. . .  ..---.- 
n-;L;.iAk c:n.e Lime allowed, this Option Aoreemenc shali cermi?.ate and - ,..e .n Grantor may retain the Option Price and shzll have no further 
,,-*.- .ra--: ,---,=,-on the Grantee. 

5. ?.ssianment. This Option Agreemeni shall bind and benefit 
:he parties' successors and assigns. Neither parcy may assign 
riches cnder ihis Option Agreement without the prior writter. 
consent of the other party. 

7 - 
I .  r e  Aareement: Amendment. This Option A9reemer.t 

c3n:air.s the entire agreement of the parties with respec: to the 
:ransactior. described in this Option Agreemeni, and no prior or 
sizul~aneous ural or other written representations or promises 
skiall be a part of this Agreement or otherwise effective. This 
.??:ion Agreemer.: may nor be amended or released, ir: ww:?=Ie or i?. 
- - _ -  -..- ̂- -  . ,---, ~y a document signed by both parcits. 
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. . . . 

. . ~. . 

. . .. , 
6 .  Interi:-e!a~ja~. The paragraph headings used in ti~is 

Optior. Aoreement are provided for convenience of referefict only and 
shsll ncr- be used to interpret the provisions of this Oprior; . . 

. . Aartement. In che event any provision of this Optior. >-gresrnent , . 
proves co be illegal or unenforceable, rhe remaining provisions cf . . :  

. -. .. . . 
this Option Agreement shall be interpreted as if such lliegai or . . ., . . 

I,: . .. . 
unenforceable provision were not a part of this Opcioc >.~r=emec;. . . . .  

To evidence their agreement to the foreaoing z r m s  and 
conditions, the Grantor and the Grante- have executed t3is Option 
Agreement below. 

r ..... . . 
, 

Grantor: 
MICSIGLW STATE UXIVERSITY 

Grantee : 
Ca".'&XV N>-VZ 



Appendix D 

Presentations Given by 
Prof. John Barton 

1. Patents 
2. Importance of IPR in Global Context 
3 .  Special Forms of IP Protection 
4. Impact of IPR on Trade 



Patents 

John H. Barton 
Stanford Law School 



-i Concept of the Patent System 
f - 

4 Right to exclude 

dl 
Incentive to develop 

4 technology 
d 
4 "Contract" with the public 

i 

mi; A 



Appendix E 

Presentations Given by 
Dr. Marsha Stanton 

1. Plant Variety Protection 
2. Plant Breeders' Right/UPOV 
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Plant Variety Protection 

Marsha Stanton 
U.S. Department of Agriculture 







PVP Certificate Owner can 
Exclude Others from: 

Selling or marketing the variety 
conditioning a variety for sale 
reproducing the variety 
importing or exporting the variety 
using the variety to produce a hybrid 
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Plant Variety Protection 
Future Issues 

Use of Biotechnology 
Improving Communication & 
Harmonization 
Essential Derivation 
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Exhibit B 
Statement of Distinctness 

Differentiates from all varieties of public 
knowledge 
- First of kind - differentiate from land race or 

unimproved germplasm 
- Most - select most similar variety or group of 

varieties 



Exhibit C 
Description of Variety 

Disclosure of morphological 
characteristics 
May other descriptive information 
- disease or insect resistance 
- isozyme profile 
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Exhibit E -- Statement of the 
Basis of Ownership 

Why the applicant feels that they are the 
rightful and only owner of the variety. 
Ownership - Why the applicant is the sole 
owner of the variety 

Eligibility 
- U.S. Citizen or Company? 

- UPOV member? 



Distinctness 
Examiner compares variety description 
to information in crop specific databases 
- Previous U.S PVP applications 
- Public varieties 
- Varieties from other countries 
- Catalog descriptions 
- Research articles 



Uniformity 
A statement of uniformity must report 
the level of variability in any . 

characteristic of the variety. 
Commercially acceptable variability is 
allowed. 



Stability 
Applicant must indicate that variety is 
genetically stabile 
Statement should show the number of 
cycles of seed reproduction for which the 
variety has remained unchanged in all 
distinguishing characteristics. 



PVPO Publications 

PVPO OffiiaI Journal, Vol23 
Index 

w Plant Variety Protection A ct and 
Rules and Regulations 
PVPO Homepage 
(http:www.usda.gov/ams/pvptit1e.h tm) 



Plant Variety Protection 
Future Issues 

Use of Biotechnology 
w Improving Communication 

and Harmonization 4, 

" . ' 

w Essential Derivation 





Plant Breeders' RightNPOV 

Marsha Stanton 
U.S. Department of Agriculture 







What are the Main Fuutions of the 
UPOV Convention? (continued) - . - .- -- - - 

a minimum number of plant genera and species 
whose varieties must be protected; 

rules for national treatment and priority which 
regulate relations between member States and 
provide the basis for cooperation. 
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Harvested Material 

1978 Act 1991 Act 
Optional for States to extend Breeder's right extends to 
protection to the harvested harvested material, 
material in their national 
laws If the material is obtained 

through the unauthorized use 
of propagating material, and 

If  the breeder has not had 
reasonable opportunity to 
exercise their right in ,relation 
to the propagating material 



Varieties Covered by Breeder's Right 
............... .............. ...- ., . . . .  .- , 

1.978 Act 7 1991 Act 
The protected variety 

... ..... .................... - 

By implication, any variety 
not clearly distinguishable 
from the protected variety 

..........-.....-................ -. ........ , ......... .- 

Varieties whose production 
requires repeated use of the 
protected variety 

.. .......-. ..... -, . . .  -~.. .... 

The protected variety 
...................................... 

Expressly, any vauiety not 
clearly distinguishable from 
the protected variety 

.......................... . . -. -, .........-... - ... - , , 

Varieties whose production 
requires repeated use of 
protected variety 

.......... ... .............. -. 

I Essentiallv derived varieties 



. ... . ....... ..... % - ....... r r m a r.. aei ,..... , IE,-- L &,, k &, i - . ,~  L.I t4 

Exceptions to Breeders' Rights 

Acts done for  experimental purposes 

..... -. . - .- ......... , . . . .  , . , . . .  , ...... - ........ -. .. - .... -. ....... -- .....-. - . ....... ....... ........ , . . . . . .  . . 

1978 Act 1991 Act 

....... ........... .... - -. - ...-...... ................................. .... .......-.... ~ , I Acts done privately and  for  non- 

............................ 

"Breeder's 
exemption'" 

- - - [commercial purposes . . . . . . . . . . . .  . . . .  . . . . . . . . . .  . . . . . . . .  .- - . . . . . . . . . . . . . . . . . . . . . . . . .  - . .  - . . . .  

.. z---. ..... .......... , ......... 

"Breeder's exemption " (unless covered 
under essentially derived varieties) 

' Tlle use of the protected variety as an initial source of 
variation for the purpose of creating other varieties and 
the marketing of such other varieties 
2 Acts done for the purpose of breeding other varieties and 
acts done for tlle marketing of such other vi~rieties (unless 
they are essentially der4ived vnrictics) 





Minimum Number of Plant G e ~ ~ e r a  & Species 
. . . . . . . .  

I 1978 Act 

- - - ....-. ..... .. ....-.. ,. 
On Accession 

' New Members 

Years .. - ............ 

All I . . . . . . . . . . . .  

Must protect "the largest 
possible number of species 

................................................................................. 

Must protect all 
species 

, .. . , , . . . .  

8 
_ ................... , . . . . . . . .  

10 
.... . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .  



UPOVIPlant Breeders' Rights 
St;~tus of' Countries --FeB. 1, I999 

19(i1/1972 1978 1991 Total 
Members _ ..... _ .  2 2 5 1 1  . . _ _.._ 3 8 

-- 
~ o n  members Laws or based on UPOV 
Accession started 

-- 8 5 13 
Accession not started - 0 -- 8 . --- 8 

I n -  I'rogrcss 8 - 13 .--. 2 1 

- -- - a on-mem bers Proposed Laws 2 7 3 5 
Tot(rls 2 33 - 51 94' 

l ~ l c l ~ ~ d c s  8 Proposals which ilre anclear wl~ctl~cr UI'OV blsc d 



Appendix F 

Presentations Given by 
Dr. Karim Maredia 

1. Intellectual Property Management 
2. Technology Transfer: Biosafety, Regulatory 
Approvals and Integration of IPR and 
Biosafety 
3. Capacity Building in IP Management 



J Technology Transfer: Biosafety, Regulatory 
z Approvals, and Integration of IPR and Biosafetv ., 

4 

I 
14 

Karim M. Maredia 
* 

d Michigan State University 



What is Biosafety? 

Biosafety encompasses policies and procedures 
adapted to ensure environmentally safe applications 
of technology 



ba 1 
Safety in Agriculture 

d 
Not a new concept 

f Safe laboratory practices and safe use of chemical 
'i 
1 pesticides 

Mi 



Why Biosafety Considerations? 

Biotechnology 
Environmental and health concerns 

i 
mi International trade (requirements of legally binding - 
. international trade agreements) 

mi @ Access to technology 



'1 
4 Safety in Biotechnology 

.I I Insertion of alien genes into crop plants through 
F genetic engineering 
*I Developing countries are centers of origin for many 

7 

~rt- important crops 



d 
Biosafety Issues for 

1 Genetically Modified Organisms (GMOs) 

9 Weediness 

dl 
Gene flow 
Pestlpathogen effects 

5 
nd Non-target impacts 

Food Safety 
I 

bi: 



id Bioszfety .. Issues for GMOs 
1 

Weediness - the tendency to invade, survive and persist in 
a new environment; to out compete other species 

Potential to become an agricultural pest 
Ability to displace native species 

d 
Potential to disrupt ecosystems 

d Selective advantage of new trait 



Biosafety Issues for GMOs (cont'd) 

di 
i Gene Flow - the movement of a transgene to other plants 
t by normal hybridization "! 

I Proximity of sexually compatible species 
Reproductive biology, means of pollination 

mi 8 Potential for introgression 

Selective advantage of new trait 
d ' 



Biosafety Issues for GMOs (cont'd) 

PestPathogen effects - development of pest resibiance; 
change in virulence or pathogenicity; generation of new 
plant viruses; change in host susceptibility 

Frequency of resistance genes 
Alternative pest control strategies 
Management plans 
Monitoring 
Incidence of virus co-infection 
Evidence of naturally occurring recombination 



d Biosafety Issues for GMOs (cont'd) 
d 

Non-target Impacts - deleterious effects of transgenic 
3 product on nontarget organisms 

Concentration of new protein or compound 

rl 
Stability in the environment 
Presence of susceptible organisms 

3 Effects on beneficial organisms 



d 1 
Biosafety Issues for GMOs (cont'd) 

ei!i 

Food Safety - toxic effects of transgene food products on 
mi 1 human and animal health 

1 4 Allergic reactions 
1: Antibiotics resistance 



Biosafety in Relation to Trade 
4 

Three binding international agreements 
4 Agreement on Sanitary and Phytosanitary Measures 

4 (SPS) 
International Plant Protection Convention (IPPC) 

5 

9 The Convention on Biological Diversity 
(CBD)/Biosafety Protocol (BSP) 



Capacity Building in Biosafety 

Biosafety policy development (guidelines, 
regulations) 
Biosafety regulatory structure 

National biosafety committees 
Institutional biosafety committees 
Biosafety officers 

Procedures for implementing policy 
Biosafety containment facilities 



Issues for Developing Countries 

Develop flexible guidelines and design a flexible 
review process 
Implementation of guidelines/regulations is a real 
challenge; cooperation among ministries is required 
The biosafety review process must be less 
bureaucratic and fit with the existing plant quarantine 
system 
There is no "zero risk" to any technology; risk vs. 
benefits must be evaluated on a case by case basis. 
Regional and global harmonization of biosafety 
widelines a 

Communication with general public and consumers 



dl 
Integration of Biosafety and IPR 

-1 For a successful technology transfer, both biosafety 

7 and IPR should go hand in hand 
di MTAs, research agreements, and License agreement 
I 

.lJ 
should cover both IPR and biosafety issues 

2 



.) 

3 

Biosafety System in the U.S. 

"# 
Federal agencies (USDAIAPHIS, EPA, FDA, NIH) 

d USDA/APHIS: Regulates the importation, inter-state 
movements, and release into the environment of 

i transgenic plants and animals 

d 
EPA: Regulates the environmental releases of 
microorganisms and GMOs having pesticidal 

II properties 
FDA: Ensures the safety and effectiveness of 

A oenetically engineered products such as food and a 

feed, food additives, drugs and biologicals 
r* NIH: Laboratory research is subject to NIH 

d 
widelines 3 

m State agencies (State Departments of Agriculture) 

Local institutions (Institutional biosafety committees) 



Intellectual Property Management 

From Handshakes to Formal Agreements 

Karim M. Maredia 
Michigan State University 



rl 

IS 
Changing Landscape of Technology Transfer 

rn Informal free exchange to formal legal process 
Handshakes to formal Agreements 

ha 



d 

Driving Forces for the Changing Landscape in - Technology Transfer 

GATT/WTO/TNPS Agreement 
CBD 

" Biotechnology 

I 
Privatization 
Consolidation of plant and seed indusBy 



Intellectual Property Rights may cover both research 
inputs and outputs 

A. Examples of research inputs: 
Patent on a gene sequence 
Copyrights on laboratory procedures and 
experimental techniques 

B. Examples of research outputs: 
Plant Variety Protection (PVP) on a new variety 
Plantpatents 



Intellectual Property Management 

Managing Intellectual Property is a complex exercise 

Management challenges: 
Recognizing the value of technology 
Creating general awareness of the importance of IPR 
Developing an IP management system 
Building fimctional national and institutional IP 
policies 
Enforcement/implementation of IP policies 
Institutional support and commitment 



.. . . . . . -.. 
d rc; 

'4 
.is 

d 3 
;+< 

-. * A. Recognizing the Value of Intellectual Property , 
~d * . . 

Ua Recognizing the value of IP is the frst step towards 
building an IP management system 

m Recognition has to be at all levels -- national and 

a 
institutional 



B. Creating General Awareness and Education on the 
Importance of IPR 

II 

General awareness and education of policy makers, 
a 

senior administrators and scientists 
II Mechanisms: seminars, internships, workshops, etc. 



7 C. Developing an Intellectual Property 
Management System 

4 

I.i 
Establishing an IP management focal point or technology 
transfer office 

Y Focal point can be a main contact point for everone 
to get help in IP management 

YI Licensing, patenting, MTAs, CDAs, negotiations, etc. 
Focal point can serve as a business office for 

ml technology transfer 



4 D. Building Functional IPR Policies 

1 
4 National 

Institutional 
t$ Regional 
i 

r_ 
Harmonization of IPR policies 



-1 E. Enforcement/Implementation of IPR Policies 

4 
Enforcement mechanisms and framework for 

z 
4 implementation 

7 Cooperation among different Ministries 
3 j  - 



d 

F. Institutional Support and Commitment 
d 

Financial support 
d Human resources for IP management 



The Impact of Bayh-Dole Act 

More than 200 universities engaged in technolo~v -a 

transfer 
Over 1000 patents are issued each year to the 
universities 
University technology transfer adds more than $2 1 
billion to the economy 
Royalties earned by academic institutions are used to 
help advance scientific research and education 
New partnerships between university and industry for 
the benefit of society 



.;&A.=..:.:,~.'> ..... . .  % .~.-:: .... . . . . .~ . 
+%.>%t.7:<.2s >.~::. . ~ , ~  , ., , .. - 

.. -. . .  . . .. -, :?'.,.- -: . . . . . ., .. ~ . .  ~ 

d . . 

Attachment 1 
II 

The Bayh-Dole Act 
rY . . : .  

csl".:. ... : . ,< ..:!.. 
. . .  . . . . . .  

The Bayh-Dole Act (P.L 96-517, Patent and Tndemvk Act Amendments of 1980) m t e d  . . . ~. .~ ! .... 
:. ........ I* 5 w30za vatent policy a m c ~ ~  C; a z y  ferlrd agencies that fund research enabling s d  . . . .  

businesses and non-profit orgmizaions, including universities, to retain title to innovatiens . ~ . . 
. . . . . . 

made under federally-funded research programs. This legislation was C - S ~ O ~ S O P , ~  by ; ..... ... > 
. . I 

Senators Birch Bayh oE I n d i  and Roben Dole of Kmsa and was enacred on December 
/:. ..: ...... _ . . .  _ .  

12, 1980. ..:., . . . .  .* 
i . . . <  

!a Some of the major provisions of the Act include: 

Non-profits, inc!uding universities, and snall buskesses may elect to reuin title to 
innovadons developed under fededly-funded research programs. 

d 

Universides are encornzed to collabonte with comn~rs!!  mnc&?ls to promo= the 
utilization of inventions arising from feded  funding: 

ud 
Universities musr file pamrs on inventions they elect to own; 

. . . . 
P r e f ~ m c e  in licensing mus: be given to small bush-; 

md 

?he gove.mner;r i-e-&s a non-exdusive l i ~ a s e  to pnctice &he patent throu~hout 
the world; and, 

M 

Tne government re'ains much-in rights. 

Tne Act encouraged universities to pricipatz in technolop m f e r  ac5vide-s. Prior to 
Bayh-dole, fewer than 250 parents were issued to universlries each year. In the pu: 
few ye=, US universities p~rcipating in the Survey have svezaged almost 1500 
patents annually. 

Tnere are now more than 200 universities eng~ged in technology transfer, eight times 
more than in 1980, as evidenced by the mesbership of A m  

Technology trder-specific~lly ~ . e  liccming of Lr~novations-adds more thyl S21 
billion to the economy and suppors 180,000 jobs a c h  year. It has helped to spawn 
new businesses, crate  indusries and open n r u  m x k t s .  

Fur.hermore, an 120% incmse in US parent applications and a 68% inincree in 
licensing from FY 1991-1995 indicze that the mnsfer of technology from a u d e n i c  
institutions to the private ssror will concince to grow in the next decade, generaring 
future economic growth and hedth benefits. 



Intellectual Property Management at 
Mirhlg~n State UfiLv~nit~  . , .  /MSU) 

MSU has IP policy: Any invention developed using MSU 
facilities and funds are the property of MSU 

The Office of Intellectual Property (OIP) serves as a focal 
point at MSU for IP management 

- OIP established in 1992 
OIP handles inventions developed or created by MSU 
faculty, staff and students, including protection, 
licensing and marketing of IPS 
OIP assists in the development of MTAs and research 
agreements 
OIP serves as a negotiating and licensing body for the 
university 
OIP helps generate over $12 million per year in 
royalty earnings 
OIP assists in the establishment of incubator 
companies based on MSU technologies 
OIP is involved in IP education, networking, and 
publishes information booklets on IP topics 



t * Net Royalty Iccome 
on a Particular Patent Inventor(s) 

Firs  S 1.000 100% 

4 Nex: S 100,000 332% 

Nexr SSO0,OOC 30Ch 
6 

d Nexr S500.000 20% 

f 

4 All addi:ion;l ner 
royalries over 
s 1.001.000 15% 

4 - 

Academic 
Units University 



d Technology Transfer 

Y 1 A. Licensing of technology 
* MTAs 

cJ License Agreement 

J Option to License Agreement 

B. Sell the technology 

5 

id: C. Give away free 



d 
Intellectual Property Management: Conciusions 

4 
Education and clear communication between all the 

I parties 

f Importance of having appropriate agreements in place % Respecting rights of all parties 
1 d ,  
A Integration of IPR into other relevant challenges, such 

as biosafety and business development 
I 

d j  





il 
1 Integrated Approach to IPR Capacity Building 
d 

r 
d 

Awareness creation 

P 
Human resource development 

I 
I& Institutional and policy development 

Information access and networking 
I 

il 



Awareness Creation 

Proper awareness must be created among the general 
public, policy makers, scientists and administrators 

: Various mechanisms may be used, such as seminars, 
workshops, etc. 



k d  Human Resource Development 
3 

IP Management 
d Legal expertise 

Technical expertise 
4 Business expertise including negotiation expertise 

Database management 
J 



Institutional and Policy Development 

Development of IP management focal 
points/technology transfer offices 
Potential role of intellectual propertyltechnology 
transfer offices 

Education and awareness 
IP policy development 
Protection and licensing of IP 
Networking 
Creation of new start-up companies 
Service to society 



?I Inforrnati~n Access and Networking 

4 
Appropriate information is key to IP use and 

1 

'i management 
Different parties require different types of 

i 
I' 

2 information 
Worldwide patent information 

L: - 



1 
T IPR Capacity Building 

i 1 Continuing process 
Institutional and financial commitment 

i 
L Human resource development 

3 
Regional and global cooperation 



Appendix G 

Presentation Given by 
Mr. Atef El Azab 
Councellor, Egypt 

Current Status of IPR in Egypt 



Current Status of IPR in Egypt 



Current Status of TPR in Egypt. 
by ' 

Counseller ATEF EL - AZAB 

C - 
4 

Introduction: 
B mi. 
B w c p.e- i l PR ~~w;--lkPp &= 

of the world second &ar Egypt restored its 
4 sovereignty over its legisfafive authori by which it abolished the 

a? N. mixed co& b d  ~ssued a new civil c&!! h 6 ,u$.$ its 

4 law concerning Patent Rights, Designs and lndus I3odels law 
No. 47 of 1949 which is st% h force now. 

3 1 
3 Just after the establishment of "4erinb&e Agricultural genetic 

Engineering Research Institute " Ageri succeeded in obtaining the 

4 first agricultural patent to be registered in Egypt and another patent 
registered in U.S.A under the l a y  and reguIatio& U.S.A. 



4 

* 
I 

Y 
2 This paper deals with the Intellectual Property Rights 

I concentrating on the field of patent rights which has 
3 

wide-spread discussions whether before GATT or arter, 

also its relevant issue of Transfer of Technology as an 

interesting new field especially for developing countries 

and the relation of these two aspects to Agriculture, the 

main economic resource in Egypt. - 
? a. Current Status Of Intellectual Property Laws 

-_L 

r Inspired by the Paris Convention for the protection of 

. .. . .. ; . ~id&ti;idl. ~ Property-. done on March 20,1983, Egypt issued 
.. . . . 
. .  . .. . .. . . : . . . 
. . 

srl 
. .. Caw . on . Patents, . Designs, and Industrial Models No.132 of 

i . . 
1949 modified by Law No. 47 of 1981. The main features 

3 of this Law are the protection of any new invention 

industrially exploitable whether relating to new 

industrial products, to new methods or process of 

manufacture or to new application of methods or processes 

of manufacture already known. No patent shall be granted 

for inventions relating to substances prepared or 
d 

produced by chemical processes and intended for food or 

4 medicine, except when the substances are prepared or 

produced :by special chemical processes or operations in 



i d,. processes of manufacture and not to the substance itself. 
i 

? 
d; A Register shall be held by the Academy of Scientific 

- ~esearch and Technology to record all inventions and 

5 particulars relating thereto. Tne rights of an invention 

1 made by a worker or employee during working hours shall 

4 
vest in the- employer. The teri for a patent shall be 15 

. '  
years from the date on which the application was made. 

4 A 

section 2 of this Law governs the procedures of applying 

for patents. Should an application fulfill the 
i 
a! 
J conditions set forth in this section the Patents Office 

at the said Academy shall publish it in the manner laid 

4 ~ ~ n c e r * e d  
down in the Executive Regulations. Any person 

I 
i may p y ( e n p  n F p  c p i p  objects to the issue of the 
a; 

. . 

4 s  
. . 

patent. -The opposition &&Lbe settled by a special 
' .  ~.~ .*.. . ... ... . .~. .  . 

. .  . 
.. . ... 

. . ~. judrcial committee. The committee's decision is liable m 
to contestation before the Administration -Court of the 

~ . . . . .  . . . . . . 2s .%& 
a: State Council. The patent issued by the 

competent minister. 
i 

d 

Section 3 deals with the assignment of the patent, its 

pledge and seizure. 

'" 
Section 4 deals with compulsory licenses and 

expropriation of patents for public utility. 



Section 5 deals with the termination of a patent and its 

revocation. 

The second chapter of the Law is devoted to the designs 

and industrial models. - 

The explanatory memorandum of the Law affirms that the 

food products are excluded from the domain of the Law on 

the argument that they do'not constitute an invention as 

described by the Law and that the monopoly of producing 

such products hurts the public health. 

.:. 
It is noteworthy that as from 1971 a Presidential 

~esolution No.2617 of 1971 vest the responsibility of 

patents to the Academy of Scientific Research and 
- e n &  3c- t e  

Technology, fleavin&zdesigns and industrial models to 
/ 1 YV 

the. iiini'stry of Supply and Internal Trade as before&@ It 

As for other kinds of IPR laws an important-law No. 14 of 
. . . . . . . , , . 

1968 amended by Law No. 34 of 1975 and Law No. 38 of 1992 

spread its protection to copyright and related aspects as 

il per Bern Convention of 1971. 

1 b. Proposed Changes In IPR Lavs 
&wdP 

1 kf Law no.132 of 1949 on Patents, Designs and Industrial 
3 ) d  

Models was subject to many proposed changes during last 

decade. The first changes were done before GATT and the 
d 

last version .done after Egypt's participation to GATT. 



., .. - 

Before GATT it was noticed that this . ~av-has to be 

changed to encourage the Egyptians to invention , to 
establish a scientific cadre and to introduce basic 

changes inspired from daily work and the public interest. 

The proposed changes were.intended to give the employees 

the right to have the ownership of their invention and 

. not to the employer unless otherwise agreed upon, also to 

insert -. the utility model as it is easier for Egyptians as 

it is a new shape or composition for a tool or implement, 

to introduce the full technical inspection of the patent, 

link between the Patent Office and the 

Model Law, 1968). 

The major change which was inserted in the draft, a - - - -. ~, was to introduce 

the food or pharmaceutical product as a patentable 

subject matter and to have the full term of protection, 
. . . . .~ .  . . .  

/ P U G O  1UrtlYllb.d 
not: - only for- a 10 year process patent protection.. 

.- that the laws of -nature, * 

physical phenomena and abstract ideas have been held not 

patentable, but in case the claim is devoted to a 

d. nonnaturally occurring manufacture or composition of 

matter - a product of .human ingenuity having a 

d distinctive name, character and use, then it is 

patentable subject matter. ( Supreme Court of USA case 

'9 no.79-136 Commissioner of Patents and Trademarks v. 

Chakrabarty, June 16,-1980) 



. . 
After/ GATT and 

Organization (GO) and the 
I 

Uruguay Rounds y Trade-Related Aspects of 

Intellectual Property Rights ( TRIPS ) ,  many amendments 

were added to the draTt such as: 

1- Increasing the patent term to the new international 

norm of 20 years from filing the application. 

2- Deleting the existing provision that permits the 

government to expropriate patents for public utility and 

instead permits only compulsory licenses in certain cases 

with fair remuneration as outlined in TRIPS. 

3- Asserting that the patent protection covers all fields 

of technology as outlined in Article 27 of TRIPS. So the 

text of the draft reads as follows: An invention patent 

sha.11 be granted in accordance with the provisions of 

this Law, for every new innovative step feasible for 

iridustrial.'.e&loitation whether in connection with new ..; .- 
. . . . 

' industrial:.' products, new industrial ways or means or new 
applications of industrial kndwn ways or methods. It is 
. . . . . . . . . . . . . . . 

understood that the word industrial is taken by its wide 

meaning to include agriculture foodstuffs, medical drugs, 

pharmaceutical. compounds, plant species and 

microbiological processes and their products. 

4- Inserting other new provisions stated in TRIPS such as 

exhaustion ( Art. 6 of TRIPS which considers the owner of 

a patent exhausted his marketing rights - in case of .:. 
marketing his product in any country. ) ,  the institution 

of the mail box ( Art. 7 0 / 8  ) concerning the application 

of pharmaceuticals and food products, the grant of 



exclusive marketing rights ( A r t .  70/9 ), protection of 

existing subject matter ( ?.rt. 7017 ) , the use without 
authorization of the right holder ( Art 31). 

It is noteworthy in this concern that according to the 

d j Egyptian Constitution ( Art. 151 ) any international 

? 
convention - which Egypt participate in by ratification 

u,! according the provisions of the Constitution, constitutes 

a law as any law in the Country having its mandatory and -1 applicability character. As the Presidential Resolution 

-1 No. 72 of 1995 agreed to the participation to World Trade 

Organization and to the Agreements of Uruguay and the 

7 * 
9 House of Common agreed to that in its session on April 

16, 1995 and then the President ratified it on April 19, 
1 

IPi 1995 then this Agreement became an internal Law in the 

r Chuntry . 
I 

33; 
-. - 5- :is:-for:.,th.e, transitional period provided for in Article 

. .~ . ._  ' . . . . 
F , .. 6 5  of TRIPS which entitles developing countries to delay 

-; the application of the Agreement concerning the 
. .  . . . 

pharmaceutical and food products a period up to 10 years, 

a great debate in public arose and still continuing. In 

1 w:. brief the industrial pharmaceuticals insist to have such . 
period in full so as to have time to arrange themselves 

? 

u; to face the worldwide competition (Kabir, 1996), the - 
other sectors ( agriculture, trade and culture ) tend to 

execute the TRIPS right now, so as to encourage 

investment. The last decision is to the House of Common + when submitted to it by the Cabinet of Hinisters 



(federation of Egyptian Industries Report of Hay 1996) 

(Federation of Egyptian Industries Report of April 1996). 

c. Relationship betveen IPR and Agriculture: - 

In spite of the fact that Law No. 132 of 1949 and its 

explanatory memorandum state that the word industrial 

mentioned in Article 1 concerning the patent subject . 

matter include the use of patent in agriculture, the said 

memo. excludes the iriventions pertinent to foodstuffs and 

pharmaceuticals compounds, having only 10 years 

protection for its process. 

such attitude which includes genetic engineering shall 

not help the promotion, development, and investment which 

the country badly needs. Genetic Engineering offers 

.major. tools to enhance agricultural production as 
i:. . . : . .. 

. . 
.. . .  

; -  agricult&e-.' represents the spearhead of socio-economic 

development. . . Biotechnology research offers new 
. . . . . . . . . . 

approaches to agricultural sustainability whereby human 

requirements may be met and tackled, the environment 

shall become enhanced rather than destroyed. Failure to 

develop appropriate biotechnology applications and 

inability to acquire technology developed elsewhere could 

deny Egypt timely access to new important advances (M.A. 

Madkour, Cairo, 1996, personal communication). 

The new draft law overcomes such lacunae in the current 

law as the draft states expressly that it applies to 



procedure of reiistration of theseads. 
I I 

4, ! 
Law of Agriculture No. 53 of 1966 and itskendements as weqits 
executive ministrial resolutions prohibits the production and 
marketing of the agricultural variety crops unless registered in the 
minis&-y sf Agriculture. Such registration ha% done after being 
subject to experiments of three years to verify its harmony and 
distinguishness as well as taking its genetic print. A special 
committee established by the minister of )kt Agriculture is 
concerned with vesying the applications for registration of the 
agricul&variety crops, its names and cancellation, 

Therefore the rights of the breeder is limited to what he may gain 
from the contract between himself and the customer. 

It is essensial to have a new law to protect the breeder as outlined 
in the International Agreement concerning the plant Variety 
Protection. 

A draft law has been done in this concern as a means to join this 
International Agreement. 

To my knowledge it is still under discussion in the ministry of 
justice. Why? They want tornix this with the draft law of 
patent rights, andhe draft one of modelas well 
as law of copyright to be in one Code. 



4 to .-prevent the abises which might result from of 

4 exclusive rights' conferred by the patent. 

As Egypt since decades ago aimed to wide 

industrialization and adapted various plans for this - 
izarget and as the acquisition of foreign technology was 

an important method, the country began to conclude 

lkensing agreements with the world outside. ~ u r i n g  the 

.sixties and up to 1974 it has no freedom to chose its 

needed technology for some sectors on scientific, 

4 technical and economics bases. The main target was to 

the building of many factories supplied from eastern 

1 4 countries, with old technology. It was rare to find a 

separate technology agreement. Most of agreements 
F 

4 included only project study and report, engineering 

i studies, supply of machinery and equipment, technical 

9 . . assistance,.' .start-up tests, training and some legal 
. . .~. 

5 . . .. . terms. '. 
mi$ ... . . . 

..--. . .  .. . 
After the open-door policy in the year 1974 and many 

Isi 
agreements were concluded with the west countries, the 

ui need was so great to have license agreements in which the . 
licensor authorizes the exploitation of a patent and / or 

irl the mere know-how. - 

@'9 Many difficulties arose in discussing such agreements as 

the licensor found it an opportunity to impose unfair 
uui 

I terms and conditions such as : 

'1 

uB 
1 



.. . . 

1- Demand .for exorbitant royalties for the license to be 

paid whether lump-sum and / or running royalty for a long 

period of time. 
.!. 

2- Obliging the licensee to buy the machinery, equipment, 

spare parts and raw material from the licensor under high 

prices. 

3- Limiting the right of license to a specific project. 

4- Rejecting the free exchange of any amendments between 

the two parties. 

5- Limiting the right of .the licensee to export the 

products as to certain countries and / or specific 

prices. 

6- Imposing guarantee clauses not sufficient for the 

licensee. 

As the UN General Assembly during the seventies gave 

.: . . .  
:gre.ater. attention to the transfer of technology aiming at 

. .  . . . ~. . . .  . . .  . . 
- ' .  :. facilitating' the. same to developing countries and the UN .. - 

Conference' on ~rade' & Development ( mCTAD ) had 
. .  ~ . . 

conducted many sessions between developed and developing 

countries to issue an international code of conduct 

includiny the fair terms of conditions for the transfer 

of technology to developing countries, Egypt participated 

in these successive sessions, but no agreement has been 

reached till now. Therefore the Academy of Scientific 

Research and Technology appointed a special committee to 

prepare a draft law for organizing the contract of 

transfer of technology. This draft law which was 

inspired by the UNCTAD sessions and the Mexican Law on 

/I 
/ 



. . . . 

licensing, has not been agreed upon yet as opposed by 

some sectors on the ground that it contradic6 . the open 
. - 

door policy (El-Azab, 1995). - - -- - -  - 
/ 7 6 v a 9  3 ,dG && llat A& y& 
 everth he less, the C SO*. ,I ?! dme- 
Industrialization as a governmental Body responsible for 

planning and encouraging industry projects, gives a lot 

of free services, devices, consultancy works including 

evaluation and preparation .of technology agreements to 

help the Egyptian firms in signing agreements on 

reasonable technical. financial, economical and legal 

conditions such as : 

a) Inform about main technology sources 

b) fialuate the draft contracts before signing 

c) Follow-up the technology supply phase 

mi 
d ) .  Help ;.;in solving any problems that may happen between 

. ~ 

. . . .  . . . . .  . . .  , , . . . ' . . .  
: .  : the twd pa&ies 

. . . 
. .. . ~ 

d 

Other methods. of technology transfer may rise by the 

@i establishment by a foreign firm of a plant producing its 

goods under a new invention, also by a new type of 

Ed 
licensing what so called franchising in which a 

franchiser provides a standard package of products, 
"mi 

systems and management services. Examples : McDonalds 

Restaurant, Kentucky Fried Chicken, Coca Cola, Pepsi * 
Cola. This kind of licensing has been spread all over 

d the country during recent years. 



b. Commercialism and Investment 

In order to enhance development in the Country, a special 

Law was issued to encourage investment. Law No. 43 of 
I i 

1974 amended by Law No. 230 of 1989 specifies that the 

3 capital subject to investment according to this Law shall 

* be deemed to mean seven items between which is the 

tangible assets such as patents . and trade marks 
mi ..: 

registered with member. states of the International 

t 
4 

Convention for the Protection of Industrial Property or 

in accordance with the rules of international 

i registration contained in the international conventions 

concluded in this respect and held by residents abroad 

4 and pertaining to the projects. Therefore IPR plays a 

big role inthe development through investment. 

4 In reality the adaptation of IPR in Egypt encouraged the 

investors to put their capitals in various projects, as 
1 L: 

. . -they:.: f elt.-saf e for their patents and / or .how-how. This 
. ~ .  . . . . ~. . - .  . :.. .. 

." mere . idea applies to any kind of investment whether in 4 
-- .- the field of industry, agriculture and pharmaceuticals in .. .. . 

s! which Egypt needs them bad. 

ul - Although the percentage of the patents of Egyptians to 

those of the foreigners is only about 5 %,  the Country 

4. feels it urgent to clear the way for investment by 

encouraging those projects that have more technology. 

Recently in July 1996 the new government issued 24 Laws 

and Regulations encouraging investment whether by way of 

reducing or abolishing taxes and fees or shortening or 
r! 



abolishing the procedures and / or formalities for the 

invested projects. 

To International Organizations 

by Law No. 165 of 1950 to the 

following International Agreements: 

>- Paris Convention for the Protection of Industrial 

Property done.on March 1883 and its amendments. 

2- xadrid Convention for the registration of Trade and 

IndustrialMarks done on April 1891 and its amendments. 

3- The Hage convention for International Doposit of W a d e  

an.d Industrial Marks done on November 1925 and its 

amendment. 

4- Madrid Convention for C-eographical Indications done on 

April 1891 and its amendments. 

.,Accordingly' Egypt participated in the Paris Union and to 
. . . . 

... . the Bureau for the protection of ~ntellectual property ( 

BIRPI ) and then to the World Intellectual Property 
. 

Organization (WIPO) which succeeded BIRPI as from 1967 by 

the Agreement done on July 1967 in Stockholm, Sweden. 

WIPO gave much assistance to Egypt in the field of 

protecting its industrial property according to u t .  4 of 

the said Agreement. 

Also Egypt participated in the Food and Agriculture 

Organization ( FA0 ) according to its rules. 



  not her kind of cooperation exists between Egypt and the 

United Nations for.Industria1 Development Organization ( 

UNIDO ) which Egypt is a member since its establishment. 

_ The purpose of UNIDO as Art.2 of its establishment is to 

promote industrial development by encouraging the 

mobilization of national and international resources to 

=;sist in promoting and accelerating the 

industrialization of the developing countries with 

particular emphasis on the manufacturing sector. The 

first Executive Director was an eminent Egyptian. At the 

outset of industrialization by adopting various plans; 

Egypt received much assistance from UNIW through loans, 

technical assistance and training. 

Egypt participated also in other United Nations 

organizations such as UNCTAD, UNESCO, WHO and IIX). 

. .  . . . . .  
. . 

7 .  Illustration of IPR A~olication to Aariculture ip 

According to the patent# records held at the Academy of 

Scientific Research and Technology 

granted to Egyptian scientists in the field of 

agriculture s c t e n f  . s t  

the Agricultural Genetic Engineering Research Institute ( 

~jI.p&ti-~& 
; s 

wht- patent on a biological 

insectisidal gene isolated from the indegineous bacteria 

(~acillus thurinqiensis) from the natural habitat in 



Egypt. This .patent is the first of its kind to be . 

obtained in Egypt for biotechnology and molecular biology 

related products. (M.A. Madkour, Cairo, 1996, personal 

communication), ~ L I  

.. 
_- -. 

l-i 
- ntrucmcmZ33-~n Egypt. 

=& .u6:>K~6~ & . aund;'a 
6 6 7 ~ ~ ~  ,i ddd u . 5 0 .  

Concerning biodiversity aws, Egypt participated in the 

Biodiversity Agreement concluded with UN Environment 

Programs in Rio-de-Jaceiro, Brazil on June 5, 1992. It 

became a Law by the ratification issued by the Egyptian 

House of Conmon on May 6, 1994. No other local laws have 

be.en issued. 

Barton, J;H. (1991) Patenting Life. S c i e n t i f i c  American 
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E s p t ' s  Laws and Requirements of TRIPS 

Tie -4geemenr on Trade-Re!ated Aspects of Intellecrual Propeny Rights ("TRI.?s 
Agrecmenr") sets minimum standards for WTO member nations or. intelltctcal ?:opc~ .  
Each \\-TO member nation agrees to adopt and conform its laws to rhse  stzr~darcs b ~ i  5:: 
to daermine the appropriate method of implementin? the pr~visiocs of :he TRTS .A.FP=T.;~ 

{vithin its own lesal system and practice. The l R P S  Ageenent ecteret into f o r e  cr. 
Januaqg 1, 1995. Egypt's sirnation is summarized as follows: 

General Provisions Required by January 1,1996 

Paris Convention .Wicles 1 - 12, 19 Comment: E,gpt is a member oirhe Paris 
Sational treatment Convention 
>lost Favoured Xation Treatment 

Copyright and Related Rights Required by January 1,2000 

Beme Convention Comment: Egypt is a member oithe Berne 
Protection for computer p ropms ,  Convention and revised iis copyright !zu-s i? 
phonogams, and cinematographic 1993-94 
works Egypt needs to strensthen its protection 
Protection for performers, producers against unaurhorized recording of live 
of sound recordings, and broadcasting performances and broadcasts 
organizations 

Trademarks Required by January 1,2000 

Rlzhts of the owner 

Conditions for protection of a mark The Trademark Law should be amended to 
Provide new definition for "mark" ZG 'keli- 
kno\vn mark" to correspond to TRPS 
definition 
Prohibit rhird-party use of ideatical mtik for 
goods and senices that t ie nor identiczi or - 
similar ro the goods and s e ~ c - s  ha: <ke 
resiaered mark identifies . -4dd new "fair use" exception to a re$s;;at's 
exclusive tights to allow for use mder cenzin 
conditions by a third party without the 
registrant's permission 
Offer opporiunity for judicid rcview oiiina! 
adminisrrative procteding in rhe Traaczws 
Office 



Patents (continued) 

Patents (continued) 

Parcntahlc subject mane: 

R ih t s  conferred 

Gse without authorization of the 
owner 
Judicial review 

Term of protection 
Process patents: burden of proof 

Patents (continued) 

Patentable subject manex 

Integrated Circuit Layout Designs 

Protection for topo-gaphies of 
integrated circuits 

Other .-\reas 

Protection of Endisclosed 
Information 

Ageement, a patent applica5on h u  beer. E!sd 
and a patent -red for thzt proaucr ix 
another %"TO Member and muke:ing 
approval obtained in :!a: Member 

Required by January I, 3000 

Egypt needs to 
r . b e n d  its patent lav; ti: piacid;- p2:er.r 

protection for non-miciooiolo~ica! ~ i m t s  =.a 
animals or 
Adopt a plant varie:~ proiecrian 1z.v 

E,wt needs to amend irs patect law to 
.- Clarify the rights provided by iistisg raeclci 

rights of the patent owner 
Limit its compul so~  licens: pro%isior?s 
Dro~ide opportunity forjudicial ;e>i;iexv of 
decision to revoke or forfeit z patent 
Provide a term of at !east 20 y e a .  e o n  5 l i n ~  
Provide increased proreaion for Trocess 
patents, including a reversal of the bcrdea ci 
proof 

Required by January 1,2005 

Egypt needs to amend its patent law to 
provide full subject matter prorection, 
including protection for chemical pro6ucts for 
foods and pharmaceuticals 

Required by Januap- 1,3000 

Egypt must enact protection for i ~ t e p r t c  
circuit layour-desils ( ropo~aphies~  
consistent with the P I C  l r e a p  (to ..vhict 
E g ~ t  is a party) and ot5er pro\..sions oi 
TRIPS 

Required by J a n u a c  1,2000 

Some changes are necded in these 2-es  in ordt: 
to met1 T m S  sranduds 

Comment: E,qt's law provides protec:ion for 
undisclosed information in a wi6e variety of 
specific circumstances. but some amendrr.enn =re 
needed 



Intellectual Property Rights: 
Capacity Building and Assistance 

Synopsis of a Speech Given by Jaleen M. Moroney 
April 18,1999 at the APRP Seminar 

The purpose of the Strengthening Intellectual Property Rights in Egypt (SIPRE) 
Frsjer;~ is to strengther! irrr ::: Egypi in order to promote investment in Eppr  and 
promote overall growth and development of the private sector. The Project is in the 
third year of a five-year contract. 

The assistance activities of SIPRE include: 
Technical assistance to the indusnial propeny offices, 
Commodity assistance to the indushial property offices, 
Training in intellectual propeny 
Legal assistance in preparing guidelines 
Support for necessary legal and regulatory changes. 

Panicular emphasis, at least in the early years of the project, is given to improving the 
industrial property offices: the Patent Office, the Trademark Office and the Industrial 
D e s i ~ s  Office. 

The goals of the capacity building of the Industrial Property Offices are: 

Reliable examinations 
Publication of industrial designs 
Accurate and complete files 
Timely action (shon pendency period) 
Prompt publication of journals 
Sustainable improvements 



General Overview of IPR Laws and their Consistency with the Egyprian 
Laws 

Summary of rhe speech given by Moustafa El-Shafie 

The beginning of the industrial ara and the appearance of many inventions at 
the end of the f5:k c:ii~ii;ry resulted in the ~s;:?r?cc .-.ZIP Ccnventions such as 
Paris, for the Protection of Industrial Property, Bern Convention, for the 
Protection of Library & Artistic Works, Madrid .4greement, Concerning the 
International Registration of Marks, the PCT Agreement and others. 

The main objective of such treaties and conventions are to presen-e the lesal 
rights of IP innovators. Egypt became a member of the TRIPS Agreement in 
1995 and was committed to change some of its national IP laws in order ta be 
consistent with the TRIPS Agreement. 

Egyp  needs to issue some laws for the protection of plant variety and semi- 
conductors. SIPRE Project has prepared and submitted to the government of 
Egypt a draft law for patent, trademarks and indusmal d e s i p .  

Also, it should modify its current IP laws in order to be consistent with the 
TRIPS Agreement effective &om 2000. 

Examples of such changes were given such as, for the trademarks as the 
protection of geo,gaphical indications and the assignment of a trademark with 
or without the business. Marketing rights and protection of micro-organisms are 
required to be protected by the Patent Law. Starting from 2005, in compliance 
with the TRIPS Agreement, protection is to be ,granted for chemical, 
pharmaceutical, and food products. Other, examples and explanations were 
highlighted in my speech. 
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1 
Strengthening Intellectual Property Rights in Egypt Project 
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(SIPRE) 

SIPRE provides technical assistance to improve the protection of intellectual propert); in 
Egypt. Intellectual property includes patents, trademarks, copyrights, industrial designs. 
consumer protection and the repression of unfair competition. Working in conjunction 
with the Government of Egypt, principally the Minisay of Trade and Supply and the 
Ministry of Higher Education and State for Scientific Research, the Project provides 
support for EgypYs efforts to bring its intellectual property protection into line ~ 5 t h  
GATT standards in order to create a more positive environment for investment and 
domestic innovation, to encourage growth of the private sector, and to promote 
international nade. 

A major emphasis of the Project is stren,&ening Egypt's Industrial Property offices. 
SIPRE activities include provision of training, modem equipment, and other technical 
assistance. Recent efforts have focused on the funding of Industrial Property offices, their 
organization and design, and the development of automated systems. In furure months, 
the Project expects to develop educational materials on intellectual property. 

For more information. please contact: 

Judy Winegar Goans, Chief of Party, 
SIPRE Project 

24 El Gomhouria Street, Abdeen 
TeU: 395-7276 - 395-7277 

Fax: 395-7278 
or visit our website at: 

www.sipre.com.eg 
email: sipre@mbox.link.com.eg. 
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General Overview of IPR Laws and their Consistency with the Egyptian 
Laws 

Summary of the speech given by %foustafa El-Shafie 

The beginning of the industrial ara and the appearance of many inventions at 
. . 

the end oi' the i9'h century resuitec !r! tn+ ssilazce of IP Conventions such as 
Paris, for the Protection of Industrial Property, Bern Convention, for the 
Protection of Library & Artistic Works, Madnd .4greement, Concerning the 
International Registration of Marks, the PCT Agreement and others. 

The main objective of such treaties and conventions are to preserve the legal 
ri,ohts of IP innovators. Egypt became a member of the TRIPS Agreement in 
1995 and was committed to change some of its national IP laws in order to be 
consistent with the TRIPS Agreement. 

Eg?g needs to issue some laws for the protection of plant variety and semi- 
conductors. SIPRE Project has prepared and submitted to the government of 
E a ~ t  a draft law for patent, trademarks and indusnial designs. 

.Also, it should modify its current IP laws in order to be consistent with the 
TRIPS Agreement effective from 2000. 

Examples of such changes were given such as, for the trademarks as the 
protection of geographical indications and the assignment of a mdemark uith 
or without the business. Marketing rights and protection of micro-organisms are 
required to be protected by the Patent Law. Starting from 2GO5, in compliance 
with the TRIPS Agreement, protection is to be granted for chemical, 
pharmaceutical, and food products. Other, examples and explanations were 
highlighted in my speech. 



TRIPS CONTACT POLNT OFFICE 

Egypt's Contact Point Office was established by the Govemrnent.oi Egypt in 
accordance mith .kticle 69 of the .4greement on Trade-Related Aspects of intelleccuai 
Propem; Rights (the "TRIPS Agreement"), an annex to the Agreement Establishing 
the World Trade Organization ('&TO). Esypt joined the W O  in 1995. The '&TO 
otTers favorable access to foreign markets for Egyptian expons. creates procedures to 
protect domestic indusmes against unfair f~reign trade nrsrticez. and provides special 
benefits for developing courltnes. 

Tht TRIPS Agreement contains the most comprehensive standards ever asreed on 
intellectual property. The 7 X P S  Agreements includes provisions on patents: 
copyright; rights of performers, producers of sound recordings and broadcaning 
organizations; trademarks and service marks: industrial designs; geographical 
indications; integrated circuirs; and undisclosed information (trade secrets). Each 
Member counrry remains free to set irs own legislation on intellectual property but 
agrees to conform to those standards. 

The ~ I X P S  Agreement also contains provisions on enforcement of intellectud 
property rights and on international cooperation. Under .e ic le  69 of the TRIPS 
Agreemenr, Members agree to cooperate with each other with a view to eliminating 
international trade in goods infringing intellectual property rights. 

Each Member agrees to 
establish and notify conract points in their adminimations 
be ready to exchange mformation on bade in infringing goods 
promote the exchange of information and cooperation berween customs 

authorities with regard to trade in counterfeit trademark goods and pirated 
copyright goods. 

The TRIPS Contact Point is established at the follo~ving address: 

TRIPS CONTACT POIXT 
1 Ramsis Steet, Cross Street Marouf St., 
Cairo, Egypt 
Tel: 202 575 6095 
Fax: 202 575 8195 

oeoe.net Email: ipregypt@.,, , 





Egypt's Laws and Requirements of TRIPS 

The .-\getment on Trade-Related Aspects of Intellectual P ropeq  Rights ("TRIPS 
.\greement") sets minimum standards for LVTO member nations on intellecr~al pro?eT:. 
Each WTO member nation agrees to adopt and conform its laws ro these standirdj jr;: is ?t= 
ro dcrem.ine the ~?yropriate me!hod of implementing the provisions oi the TmS .isterrier.; 
within its own legal system and practicz. The TRIPS .4ge:menr exter:d into force c.:, 
Januan; 1, 1995. Egypt's siruarion is summarized as follows: 

General Provisions Required by J a n u a q  1,1996 

Paris Convention .4rticles 1 - 12, 19 Comment: Egypt is a member of the Pvis 
Xational treatment Convention 
Most Favoured Nation Treatment 

Copyright and Related Rights Required by January 1,2000 

Beme Convention Comment: Egypt is a meaber of the B e n t  
Protection for computer pro-grams, Convention and revised its copyri&t laivi in 
phonogams, and cinematogaphic 1993-94 
works Egypt needs to strengthen its protection 
Protection for performers, producers against unauthorized recording of live 
of sound recordings, and broadcasting performances and broadcasts 
organizations 

Trademarks Required by January 1,2000 

Conditions for protection of a mark The Trademark Law should be amended to 
Provide new definirior? for "m&" m d  '\vei!- 
known mark" to correspond io TKFS 
dzfinition 
Prohibit third-party use of identical m a k  for 
goods and senices that 2-e nor idznti~z! or 
similar to the goods and senices ~521 tke 
registered mark identifies 
Add new "fair use" exception 10 a regis;n.i's 
exclusive rights to allo\v for use under ccrrtin 
conditions by a third pany u<tIou? the 
re$strant's permission 
Offer opportunity for judicial revielv o i  ;in=! 
administrative proceeding in the T:3dsm&< 
Office 

Rshrs of the owner 



Trademarks (continued) 

Licer,sing and assi,gment 

Geographical Indications 

P:otection for geogaphical 
indications of the origin of goods 

Industrial Designs 

Protection for nex or 0ri~iII2l 
indusmal desigas, subject to the 
Iegiiimate interests of third parties 

4linimum term 

Patents 

Protection of existing subject rnaner: 
p z m r  protection for phvmaceutical 
2nd r ~ c u l t u r a l  products 

Provide the author with the right tc ?r:vect 
the importation of goods bearing an i ~ ~ 5 q i r . g  
mark 
Provide for assigznent of a nark with or 
without the trmsfer of the business io ~vkic;: 
t!: ~ 3 . y .  selu11;s 

Required by January 1,2000 

E g p t  needs to enact a law !o 
Protect geogaphical indications 
Provide for canceilation of ademark  
regisnations that mislead the public s ?o ths 
true place of origin of zoocis 

Required by January 1,2000 

E g p t  cunently maintains in secrecy the 2 c r d  
desigs that are the subject of ul industriai desigi 
resjsmtion, unless the owner consents to m2ke 
the design public. This conflicts with the 
legitimate interests of third pam'es which THES 
requires to be considered. In addition, this m e v s  
that there is no effective way to avoid resjneriilg 
desigs that are not new. E,T~ needs to m e n d  
its reylations to 

Provide at least for the laying open of 
industrial designs for inspection. 

E,-t needs to mend  its law to ~ r o b j l e  a 
minimum term of ten years 

Required by January 1,1996 

Egyp: mua 
Probide 2 means by which parent a:plicz:ior.s 
can be filed as from January 1, 1993. z?d 
apply the criteria for patentability rs oir>r; 
dare, and . Providz exclusive marketing rights for jtci? 
inventions for a period of five year  zfcr 
obtaining marketing approval or unri! a 
product patent is =gamed or rejected in Ezpt.  
whichever is shorter, provided h a t  subsequent 
to tile entry into force of the \\'TO 



Patents (continued) -. .4geement, a patent application has been it:=< 

and a patent granted for fiat proiccr ir. 
another WTO Mernbcr and rnirke5cg 
approval obtained in 5a t  M~ltzber 

Required by January 1,2000 Patents (continued) 

Patentable subject matter E g p t  needs to 
= .iili:nd its patent law tc ~;rc-:!ct? ?atex 

protection for non-microbioiogical ;izr.ts u.c 
animals or  
Adopt a plant variety protection law 

E,-t needs to amend irs paiznt la-s to 
Clarify the rights provided by lisring qeciric 
r i a t s  of the patent owxer 
L i t  its compulsory license pro%isioas 
Provide oppommity for judicia! re\iew of 
decision to revoke or forftit a pztmni 
Provide a term of at leas 30 yean &CEI filbg 
Provide increased protection for .~rocess 
patents, including a reversal of < ~ e  burden of 
proof 

Required by January 1,2005 

Rights conferred 

C'se \r,ithout aurhorization of the 
owner 
Judicial review 

Tern of protection 
Process parenrs: burden of proof 

Patents (continued) 

Patentable subject matter E,wt needs to amend its patent 1zw to 
provide full subject maner protection, 
including protection for chemical products ibr 
foods and pharmaceutids 

Integrated Circuit Layout Designs Required by January 1,2000 

Egypt must enact protzcrion for izrc-pte< 
circuit layout-desigs (topo~a?hies) 
consistent with the P I C  Treaw i;o whicL 

Piotecrion for topographies of 
ints-mted circuits 

~ - ~ -  ~ - .  

Egypt is a party) and other provijions of 
m s  

Required by January 1,2000 Otber .xrens 

Some changes are needed in these zezs  in o r S r  
to meet TRIPS standarjs 

Protection of Undisclosed 
Information 

Comment: E,qt's law providss protec:ion for 
undisclosed infomation in a wide variety o i  
specific circumstances, but some amendinens z;e 
needed 



Other Areas (continued) 

Control of Anti-competitive 
Practices in Contractual Licenses 

Enforcement of Intellectual 
Properp Rights 

Border 3'leasures 



Intellectual Property Rights: 
Capacity Building and Assistance 

Synopsis of a Speech Given by Jaleen M. Moroney 
April 18. 1999 at the .4PW Seminar 

The purpose of the Strengthening Intellectual Property Rights in Egypt (SIPRE) 
i'ioject is to strengtlieii !rR in Egypt in order to promote invement in Egypt an2 
promote overall growth and development of the private sector. The Project is in the 
third year of a five-year contract. 

The assistance activities of SIPRE include: 
Technical assistance to the indusmal property offices, 
Commodity assistance to the indusnial property offices, 
Training in intellectual property 
Legal assistance in preparing guidelines 
Support for necessary legal and regulatory changes. 

Panicular emphasis, at least in the early years of the project, is given to impro%ing the 
industrial property ofices: the Patent Office, the Trademark Office and the Industrid 
Designs Office. 

The goals of the capacity building of the Industrial Property Offices are: 

Reliable examinations 
Publication of industrial designs 
Accurate and complete files 
Timely action (shon pendency period) 
Prompt publication of journals 
Sustainable improvements 



131PLICATIONS OF TPR FOR EGITT 

Presentation by Judy Winegar Goans 
SIPRE Project 

Iiltellectual property rights (IPR) have been the subject of i~~tenlatio~lal 
* discussions for inany years, s r .  evidellced by the fact that the Paris Convention 

is more than 100 years old. Each country sets its own i.tiies on iPR, but with 

i 
the globalization of trade and the need of busiilesses for certainv in investment, 
ininiinu~n standards of IPR protection emerged as an iinportant topic in 
intenlatioilal trade. Deficiencies in the protection of IPR is considered a non- 

iu tariff trade barrier, wliich is illegal ~ulder the GATT. Discussions oil standards 
led to the developine~lt of the Agreement on Trade-Related Aspects of 

d 
I~ltellectual Property Rights (TRIPS Agreement), an annex to the agreement 
est:b!isl?ing the World Trade Organization. 

r TRIPS sets lninirnuin standards that each Inember coulltry must meet in its 
IPR laws. Each nation is free to provide protection in addition to the TRIPS 
minimum. IPR laws offer a tool for development, and countries should 

1 coilsider how the IPR laws might offer opportui~ities for economic 
development. One iinporta~lt reason to adopt strong IPR laws is to promote 
investment. A World Bank study by the eininent ecolloinist Edwi~l Mansfield 
reported that the effect of i~ltellectual property protection on the foreign direct 
investmei~t decisiolls of various companies depends on the type of organization 
involved, wit11 the percentages shown: 
Outlet sales and distribution outlets 20°h 
Rudi~nentary productioil and asselnbly 30% 
Facilities to manufacture components or colnplete products 50-60% 
Investment in R&D facilities 80% 

4 

Iinplicatio~ls for Egypt are that IPR protection promotes better employment 

w opportunities. The group discussed the effect of improved IPR protection ill 
various fields for proprietors, users, and consuluers. 



Training 

+ Industrial property law and rules 

+ Examination procedures 
+ Language 

+ Use and maintenance of automated 
equipment 

+ Scientific and technical , , 





+- 
Advanced Training in USA 

+ Trademark Examination Course - 20 
participants 

+ IPR Compliance Study Tour - 8 participants 

+ TRIPS Contact Point - 4 participants (5199) 







Files 

+ Inventory of Trademark files 

+ Automate Industrial Designs Files 

+ Automated search files for word marks 

+ Limited access to all files 

+ File tracking system 

+ Archival storage 













Ciistomer Oriented 

+ Convenient service area 

+ Prompt service 

+ Responsive to public 
+ Streamlined procedures 

+ Additional services 
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Appendix I 
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IPR Course Evaluation Summary 
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I 
Course Evaluation 

d 

4 Intellectual Property Rights 

Indicate your opinion on the following questions using the scale: 
5-s'mgly agree 4-agree ;-neither agree nor disagree 
2-disagree 1 -strongly disagree 

4 1. The course improved my understanding of Intellectuai Property Rights. 4.641 
2. I will use the knowledge and analytical skills acquired in this course in my work. 

4.244 
3. The handouts were appropriate for the course. j.j921. 
4. The discussion periods were usehl and added to my interest in the course. 4.211 
5. The course was relevant and applied to Egypt. 
6 .  I was motivated to attend and participate in the course. 4.26 
7. Overall. how do you rate this course? 

%!I 8. Excellent 14, Very Good 2, Good& F a i r L .  Poor 

4 9. Overall, how do you rate the course instructors? 

Dr. Karim Maredia 
I 
4 

Excellent 14 Very Good 21. Good 12, Fair L. Poor A 

4 Dr. Fred Erbisch 

Excellent 27, Very Good 17, Good j, Fair L, Poor 

Prof. John Barton 

4 Excellent 20, Very Good 24, Good A. Fair l-, Poor ..-L 

Dr. Marsha Sranton 

Excellent 21, Very Good 26, Good L, Fair A, Poor A 
I 

-1 9. If the course was repeated, would you recommend it to your work colleagues? 

I Yes, definitely %Yes, with reservations 7 N o x  

4 
10. What other topics would you like to see covered in training courses about Intellectual 

Property Rights? 


